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1 SOFTWARE AS DISCOURSE: THE POWER OF
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:

As software increasingly facilitates our living, we are drawn
more and more to conceptualize software as discourse. While
this may sound trite, it is a fundamental point to appreciate.

One of the most significant intellectual developments of
the latter part of the twentieth century has been the poststruc-
turalist writing of thinkers like Foucault, Derrida, and Baudril-
lard, who explain the multitude of power relationships we
experience in our daily lives, the indeterminacy of law, the con-
struction of meaning, and the role of language, or discourse, in
the construction of meaning and identity. According to the
post-structuralists, we live in an environment constructed from
many elements—one of the dominant ones being language, or
discourse, which contains inherent biases and tendencies. This
philosophy has given rise to the development of identity polit-
k ics—a space in which arguments are made for and against the
J ' construction of identity through language and other circum-
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stances. In-the end, the poststructuralists have allowed us to ap-
preciate and conceptualize our circumstantial being. We are
witnessing the exponential growth of a new form of social struc-
ture known as the information society. The quintessential ele-
ment of discourse, of language, of speech, in this information
society is (soft)ware. Software is now a key part of our social
structure—we sense it in our cars, in our supermarkets, in our
televisions, in our computers, We sense it everywhere: it is a
ubiquitous, undulating, architectural, air-like, water-like com-
modity that infiltrates our daily lives. More interesting is that
software, through its various forms of (coded) structure can act
to construct meaning and identity in much the same way as
speech. Software in the information society is discourse. It is
not simply a literary text (a copyright law categorization); it is
fundamental to communicative architecture. The fierce debate
over open code versus proprietary code software is intimately
connected with this construction of identity through software.

If a software engineer has the tools—fully or partially—to
constriict discourse and identity in the digital world, then the
principles of law that mediate power relations (especially those
between individuals, often described as “private law”) need to
mediate such a construction process. Otherwise, technological
determinism will see me as simply another cyborg programmed
to mediocrity and slavery. Laws that will play an important role
in this process are those that will govern the construction of the
new discourse known as software,

Already, battle lines have been drawn. Major choices that
will impact upon the value of our lives are being hidden be-
neath the veil of private law rhetoric. The role and function of
software will be mediated initially by a blend of intellectual
property law, contract law, competition law, and privacy law,
which I would term informational law or informational constitu-
tionalism. It is the development of the principles of these areas
of law in their relation to software that will determine much
about the way we live in the future.

As we enter the digital millennium, it is ever more pressing
for Us to fathom the genetic structure/code (natural and manu-
factured) of life. Here, I have highlighted how.software will act
to construct us and how the law will facilitate such a process.

INTRODUCTION

With the coming of the information age, we are represented
continually through digital architecture constructed through digi-

SOFTWARE AS DISCOURSE 339

| 9000]

‘ 1l wares.! The contours of this new digital land§cape are yet to be
. fully realized but we are suff_'lci?ntly emr.er_lched in the 1nf0rmat1(;r\1r
age® to know that conceptualizing the digital environment s an

ing task. .
- %11321:;115 ofg this paper is to conceptualize software as dlscoursei
thereby allowing us to better ur_ldgrstand th(-f.' power of '}ntelleit}i
property rights in digital architecture. ThlS snnple., i dngt 1rl i
point—software is discourse—is not r-eadll_y appreciate -m .egat
|% (and much other) analysis of the digital environment. I suz;l{ecd
" ﬁ this emanates from sheer ignorance and our practice of in :
{7 fajth? in the ethical integrity of (digital) al’Chl'tCCt}_lI‘e; in our l?elle
{+ that the medium or the pathway is always acting in our best inter-
ests like some sort of virtual fiduciary.

My role is to challenge this complacency anq to open 1up ai
framework of analysis that is sorely need.ed‘ for social and cultura
enhancement. If software is a form of discourse, a way of mak.111.1g
things known or manifest, or letting them be seen, th(?n the abl. ity
to create and hold proprietary rights in softwar'e (in discourse)is a
fundamental' determinant of social construction. The power to

L See Michael Madisoln, Legal-Ware: Coniract and Copyright in the Digital Age, 67 FORDHAM
. . 1025, 1081 (1998). , ) .
b R‘-;EVSee ggnemlly Es(so Australia Resources Ltd. v. The. Comm’r of Taxation [1!9199J 6'7)' I—{Sﬁ
at para. 101 {Dec. 21 1999) (Kirby, ].} (acknowledging the l;nforimauon R;‘::(;) EISJS?:H‘,ITIES'
i . ) <http: WWW il : F. BLock, PosT-INDUST :
ited Apr. 13, 2000) <hup:// .austlii.edu.au/>; , AL, O .
LEconoMIc Discourse {1990); MANUEL CasTELLS, TH i
%{:S:g'[\?\’ug(?cimv anp CuLTURE chs. 1-3 (1996); NiceL Dopp, SociAL THEORY AND MOL;E:
NITY (1.99,9); N. GARNHAM, COI:AMUNIFATIOI\{ Tlfc;Ncl)\}[_c[){cv II}ND P%um',s :cirfzssB(c:)gliMUlESE)-
w YEarBoOK 285 (M. Gurevitc LR. Levy eds, _ 85)
Eﬁiidﬁ?ﬁé the pervasive nature of information soa;ty) aR: its ncv&r—endlggrri;pérés:g;
i ivat d less commercial spheres of life); ANTHONY GIDDENS, -
gég;g;sn;?ﬁgxxgﬂuggo); Davip Harvey, THE CONDITION OF POSTMODERNITY (5199(2I£
GreG HEARN ET AL., THE COMMUNICATION SUPERHIGHWAY: Sfocm.hANll:) E'c«legzatL; mli-ll'ﬁl:m”
* . - . “ C
IN THE Dra1TaL Ace ch. 2 (1998} (discussing the notions of “technologl ' )
i ivism” MopernITY (1999); Tim Jor
versus “social constructivism”); AGNEs HELLER, A THEORY OF ! :
E INTERNET (1999);
DAN, CvBERPOWER: THE CULTURE AND POLITICS OF CYBERSPACE AND THT e (990)
, Te MEDIA aND MODERNITY (1995); Lester C: THUROW,
1 JV(\rJ:AiTl?{ TI;JP:E(\?VMPRSI?IZIES ror INDIVIDUALS, COMPANIES AND NATIONS IN A KNOW.LEDG;-BA.SE:
Ecowovr-v {1999); Joun TOMLINSON, GLOBALIZATION AND ﬁtgg:;m::] (1__99‘%); SHERRYFE;;I:II;N;
‘ . s Ju AJCMAN,
ThE SconD SELF: COMPUTERS AND THE HUMAN SpiRiT _ ; LD]Y AN, B
G nTs TEcHNoLOGY (1991); FRank WEBSTER, TH_EORIES oF InFo
(}%%l;)l;?\grian F. Fitzgerald, Comniodifying and Transacting Informational Producf:s Th;c}):é)g:t
Cont;ac’tual Licences: The Challenge for Informational Ca]?stttgzgﬂal{u? ig INl(“:lESLL;((_)T(I) t)J)A‘LEsthe[:
{ i n eds., ;
ERTY anD THE Common Law Worrn ch. 3 (C.E F. Rickett W. Aus . o
T Perse. Q. 26 (1994); Lester G
Dyson et al, A Magna Carta for the Knowledge Age, 11 NEw
T{mrl(l)‘s, jil'eeded: A inew System of Intellectual Property Rzghjs, 75HH%R\; agiTI:IE\gc E‘),ME_ET 5{1:37\)]
On business models for information society, see jiLL H. EL o M
E Tue InTERNeT Business Boox (1995); DaniEL S. JanaL, C NLIN : :
H[:\I;JS‘I;V;);CT): ’(192[)8); Ravi KALAROTA ET AL., E-BUSINESS: ROADMAP.FOR SUCCESS (1999); PAT;‘R;-
Cla B, SeveBoLD, CusTOMERS.COM (1998); ELAINE LAWRENCE ET AL., INTERNET COMMERCE:
D Business (1998). o
ngA‘;eehé?sggstiipm note 2,(at 33-34; Barrara A. MiszraL, TRUST IN MODERN SOCIETIES:
THE SEARCH FOR THE BAsts oF SociaL OrpeEr (1996).
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construct and control channels of comimunic
most serious question in the digital era.
In order to assert m

article

notion of discourse; posit software as di
software acts to construct identi
intellectual
formadon; introduce the notion of power;
stitutionalism. To clarify things from the o
that all information should be free. Rathe
when we commodify (or .propertize)*
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ation through law s ,

y argument with clarity and authority, this
will perform the following steps: define software; explain the
scourse; explore how
ty; examine how the law regulates
property rights in software and impacts on discursive
and posit the new con-
utset, [ am not arguing
r, my basic point is that
information through prop-

erty rights recognized by law, we must hold in the balance and ap-

preciate the value of free
in the digital economy ch
that law will draw aroun

the sch
ing blo

other side stands the idea that in a mark
to raw information has

and sol

the extreme reaches of each argument.”
modification of information has and will
tal informational products will be pro

and open discourse. The quest for value
allenges us to understand the boundaries
d the digital estate.> On one side stands
at believes information as the basic build-
should (and wants to) be free.® On the
et economy, value added
been, and inevitably will be, commodified
- The end point lies somewhere between
My argument is that com-
continue to occur—digi-
pertized in our market

ool of thought th
ck of knowledge

d in the market

* See generally Felix Cohen, Transcendental N

CoLum. 1.

onsense and the Functional Approach, 35
Rev. 809, 814-17 (1935); Michael A. H

eller & james E. Krier, The Tragedy of the
Anticommons: Property in the Transition Srom Marx to

Ejan Mackaay, The Economics of Emer,

CopvRIGHT
son & Kurt

Mezts Public Policy, EUR. INTELL. ProP. REv, 387 (1999).
5 Ser Rochelle Cooper Dreyfuss, We Are Symbols

Paying Rent
123 (1996);

Contractual Licences: The Challenge for In

ERTY AND THE CoMMON Law WoRLD ch. 3 (C.EF. Rickett & G.
Fitzgerald, Cone

E-CoMMERCE, SoFTware AND THE INTERNET 1
Fitzgerald & L. Gamertsfelder,

Law, in THr

ed., 1998) European Intelleciual

Dilution and
L. Rev. 61 (

Markeis, 111 Harv. L. Rev. 691 {1998);
gent Property Rights on the Internet, in THE FUTURE OF
IN A DIGITAL ENVIRONMENT 18 (P. Bernt Hugenholtz ed., 1996); Pamela Samuck
Opsahl, Licensing Information in the Global Information Market:

and Inhabit Symbols, So Showld We Be
of Publicity, 20 CoLum. VLA ].I. & ARTs

Brian F. Fitzgerald, Commodifying and Transacting Informational Products through

iformational Constitutionalism, in INTELLECTUAL PROP-
W Austin eds., 2000); Brian F.
1GITAL 2000: LEGAL TssUES FOR
(Anne Fizgerald et al. eds., 2000); Brian F.
Protecting Informational Products through Unjust Envichment
HT IN THE DiciTAL ENVIRONMENT 244 (P, Bernt Hugenholtz
Property Review, Brian F. Fitzgerald & E. Sheehan, Trademark
the Commodifictaion of Information: Understanding the “Cultural Command, "3 Mac.
1999); CarL SHAPIRO & HaL VARIAN, INFORMATION

? Deconstructing the Lanham Act and Rights

eptualising the Digital Environment, in Going D

Futuge oF Coryric

RuLes: A StraTEGIC GUIDE
To THE NETWORK Economy (1999).

6 Se¢ John Perry, Selling Wine Without Bottles: The Economy

THe Futurr
1998).

7 See Fitzgeraid, Conceptualising, supranote 5, at 1; Brian F.

duction to La

of Mind on the Global Net, in

ofF Co (P. Bernt Hugenholtz ed.,

PYRIGHT IN THE DicitaL EnviRoNMENT 244

Fitzgerald & M. Head, Intro-

w and Digital Frontiers, 3 Mac. L. Rev. 1 (1999); Mackaay, supra note 4, at 13.
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I. Ture TRADITIONAL DEFINITION OF SOFTWARE:

i ion of
The first element needed to und.e_rpm fmyftf‘::g)rléman
oftware as discourse is a working definition of so ram. hich
$ Software may be described as a computger prog 1 ﬁ,onShip o
ilitates the operation of a computer system. The_ ;e g lonsp o
i en a computer and a program has been describe
twe

i ntral processing unit (CPU)‘ of
g prograTltlcfrefvi:iléfcils lt):ﬁéh[?:ecrfter] 01:f) control for arithrlr}etlcal-
thedclowlcj o e;*ations within the micro.p_roc’essor.. The CP ‘ c::)er;l
a'I;l:s (;)fg;n afrangement of electronic circuits wh.lch' ar(le.l ac(t;;z{tj ,
:Ey impulses of electric current. A loglchgate ::;E:; to reabsence
either turned on or off depending on the pr
. SU;E pull"i:;:nce or absence of pulses of curren} i? repres.ent.ed
by binaiypdigits {‘bits"). The CP}J:[rec'ogr.uze‘s] (1)f 211; 1;11;1815221;'?
of the presence of a pulse, and *0" as indicative

oMIC, LEGAL, AND MANAGEMENT CHALLENGES OF
.

i g . 1999); THOMAS A. STEWART, INTELLECTUAL
T &Pl{\%iﬂfgilasgxﬁig;i,(1999)); Dow TAPSCOTI'BQ’IE;};E Dicrrat. Econ-
T PERIL IN THE AGE OF NETWORKED INT‘E’I_.I__IGENCE i_ Eater-nents or imstrac.
"SSP TFUSC $ 10 100 (R compuisprogran 3 ofeni o
i e used directly or indirectly in a comp |
?f?sﬁsltf%;}fustralian Cop);rigl:t Act 1968, S}::c;::c;;olr(ll Er(ftill)liz"language, code or pot
“_[C]Omputer %‘rfﬁiﬂﬂgfsar(ﬁl?;;erpwith or’without relatqd i‘nformatlon) in-
tond c()if p 'St‘l:lteg dlirectly or after either or both of the fol_lovu?ng.
tel‘ld((fa), e(:lorwersion to another language, c_(;iliO?; notation;
L - i ) -
(bs)e ;eg;\?i(:g‘:}:l;v?ngl(;ligfl'itgeir:;:)[r:;:tfion processing capabilities to perform
to cauw |
B e i i 1968 (Cth) propoese to _rfplace the cur-
e Amgm'h'nems EO e ﬁziuil(;ag?agl?ﬂgls%}zi?;tw(l) v(vith th]; E_ollowing: _codl;;};;lttﬁr ipnroE;
e Corfnptlal.teml:;nts or instructions to be used dllrectly or éx:nem i
Somputer in o Jor lsarin about a certain result.” See Copyrlght AIESERC“) B
Agenday Bil ordcér t((I)th) (Eustl.); Copyright Law Review Committee { CLRC Apr il
gt%‘ehllgz)ﬁggctligg (“(Final Report™) (Attorlinley Gene/r}fﬂ;lsl :Zilc)z;t:::;g:;e(/]?; a/dig,italagenda/
M . . - 0
(visited Apr. 13, 2000) <http://www.ap gov;gen;s. ARG R
COHIEH(S:Y{tml>; DaL]iLA‘?:Bgi)S) E?l?ﬁ:‘;/mhrﬂci)urngov.ag; Alcatel USA {:‘Ef (;11 r?fllnzﬁ-.cc]:;
e e 78 (5th Cir 1999) (“[Flirmware . . . is software embe ledin o emory
e 166 b 772': (N 1 Sarlnuelson' et al., A Manifesto Concerning Legal. F ec[ on of Lo
e et Pameli‘ Rev. 2308, 2315-30 (1994) (*[Plrograms are, in alc“;[ed chines
Puiﬂf B‘OgmmS, 9f1 COII_JUT;L u-sefull results, i.e., behavior) that have been con}s‘t’;’ icied in the
(em—lltles et oo c:r code and object code).”); see also B. GazE, q?)mmcompum crion
A S s 2:12 (1989); Marci A. Hamilton 8 Ted Sa et%, o Yo,
OF COMPEJTER PR'OI? R?IM es: The Path to a Goherent Law, 10 Hary. J.L. gcThE(;P . s Mo
Vhertie & %pyngé%ezs is a Compruter Program Not a Compruter ngrizggg) e Perp
I\(/Il::aht:éebycéhe I?rSj,msed UCC Art. 2B, 13 Berksrey TECH. L] 1013 ¢ .
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A computer program is a seri i

- } f i

ing the presence or absence of a eli o, The peaganepresent
e presenc ‘ pulse. The program operates
pichin the as a series of pulses in a prearranged sequence
p‘mgmor anceAwnh the order of bits devised by the computer

mmer. Accordingly, the ‘instructions’ of a ¢

8Tam represent a series of impulses which opem?em‘apiilili?;%;z

computer to make the machij .
functions. ne perform certain predefined

Each,instrucu'(’)n is held in a memo
Fomppter, which has an address, by
1dent11?1ed. The addresses of the m
(g:';?lr::t ;?st’;l;zug;; iare to be found are held in. the program
progran; eGP c;cates the address of each instruction of the
feproduced and executed in the insuedons poproms Hers 4
gram counter may contain a jump’ ?Est?ﬂit?egls{er" h o
the CPU jump beyond the next i ruction i so Wth_h order
in the software, toyaccess and iiztit::;u:unbizlfggzﬁgua] order

lory location within the
which the location may be
emory locations in which pro-

e lIln él}llti?e?ljstr?lian é‘?ﬁ of Computer Edge Pty Ltd. v Apple Computer
. ustice (ibbs explained th iti i
computer program in these te?*fns: © traditional notion of a

C -
: rtl)(;ni)uter ;cllen}cle makes much use of Jjargon and metaphor
O enable the matters in issu ’
‘ € to be und di
Hesirap o aple : erstood it seems
empt a brief explanation eani
! of the meanin
of the expressions used in that scien ey

_ _ ce and to describe th
o ! : ; € man-
r in which a computer program is developed. A computer pro-

gram s a set of instructions designed to cause a computer to perform a

ﬁ:;t;ﬁukg Sunction o7 to produce a particular result. A program is
y developed in a number of stages. First, the sequence of

operations which the com i i
' puter will be required to i
commonly written out in ordina k P o i

. Iy language, with the help, if
necessary, of mathematical formulae and of a flow chart andp(iiall-

i;am_representing the procedure. . . . Next there is prepared
prcasts elfj c;is.rllled a source pr;)gram. The instructions are nolzv ex-
a computer language—either i ;
(which is not far removed fro i g6, andl iy hemee
. m ordinary langua di
called a high level lan i 5 code (3 loos o
guage) or in an assembly cod
language, which is further Fdinary s
lage, removed from ordinary |
Pt)l;z;) a source code), or successively in both. Someuzlezrzhg:ig;
S1on source code seems to be used to | igh
1 : ed to include both high
evel and low level language. In the present case, the soulr%e
13

1¢ Data Access Corp,
rp. v. Powerflex Servs. P
& ArNOLD, COMPUTER SOFTwA
. RE: L
1992}), availabie at <http:// g
' Computer Edge Pty L.

ty Ltd,, (1999) 166 A.L.R. 228 (quoting CARR

A TECTION IN THE Unitep Ki -
www.austlii.edu.au> (visited Apr. 13, 2000).NGD0M b2 @ded

td. v. Apple Computer Inc. (1986) 161 CL.R, 171.
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programs were written in an assembly code, comprising four ele-
ments, viz,.—

(a) labels identifying particular parts of the program;

(b). mnemonics each consisting of three letters of the al-
phabet and corresponding to a particular operation €x-
pressed in 6502 Assembly Code (the code used);

(c) mnemonics identifying the register in the micro-
processor and/or the number of instructions in the
program to which the operation referred to in (b) re-
lated; and

(d) comments intended to explain the function of the par-
ticular part of the program for the benefit of a human
reader of the program.

The writing has been destroyed, although it is possible to
reconstruct the mnemonics, but not the labels and comments,
which were comprised in it.

The source code or assembly code cannot be used directly
in the computer, and must be converted into an object code,
which is ‘machine readable’, i.e., which can be directly used in
the computer. The conversion is effected by a computer, itself
properly programmed. The program in object code, the object
program, in the first instance consists of a sequence of electrical
impulses which are often first stored on a magnetic disc or tape,
and which may be stored permanently in a ROM (“read only
memory”), a silicon chip which contains thousands of -con-
nected electrical circuits. The object code is embodied in the
ROM in such a way that when the ROM is installed in the com-
puter and electrical power is applied, there is generated the se-
guence of electrical impulses which cause the computer to take
the action which the program is designed to achieve. The pat-
tern of the circuits in the ROM may possibly be discerned with
the aid of an electron microscope but it cannot be seen by the
naked eye. Obviously, the electrical impulses themselves cannot
be perceived. However the sequence of electrical impulses may
be described either in binary notation (using the symbols 0 and
1)-or in hexadecimal notation (using the numbers 0-9 and the
letters A-F), and it is possible to display the description on the
visual display unit of the computer, and to print it out on paper.
And, as has been said, it is also possible to reconstruct the mne-
monics in the source code. It will have been seen from this ac-
count that a program exists successively in source code and in
object code, but the object code need not be written out in bi-

nary or hexadecimal notation in the process of producing and
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century, from de Saussure,! Heidegge

{6th ed. 19997, “Software refers to an
1d. at C73. A suggestion that softwar
gven when the authors note that “w
within 2 computer program.” " Id. at

THE Nation (1998) (Apr
. 13,
my_pubs/ anarchism.htm};h 2000)
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storing the program, 2

Thi - -

o Co}l)l;ii tll*]zit(:ll;ti‘?)n;lll_ c}ileﬁnlthn of software (admittedly designed

fone 7T gteu : ighlights its functional nature: a set of instruc-

o that mUChcomputer bou{ to operate.”® My argument is that

ey is m fmore than this—it acts as a medium for commy-
‘ 15 @ torm or variant of discourse, 14 Before developing

II. Disc
OURSE, SOFTWARE AND THE CONSTRUCTION OF IDENTITY

A, What Is Discourse?

A chai Wi .
¢ham of European ( linguistic”) philosophers through this

16
| | I,"" Gadamer,!” and Fou.
2 u e 17&L79 (emphasis added), | |
e
Ty Long & Nancy Long, Software: Telling Compuuters Whay To Do, in Compu

¥ program that tells the com ’ at 10 do.
. puter system what to do.”
€ 15 not solely focused on directions i

. ; s to the com i
e intera i Ctvitios
oy ct with software to direct the overall activities

14 CO] sider Ebell IVI() lell IQTICITC;J m i?zuﬂ:lpkaﬂt 1 0, Ye d he eat r, }rll
I " A Y ree Sﬂwa and the D, h Of Cop}
g,

), available ar <http:/ /ernoglen.law.columbia.edu/
See FERDINDAND DE Saussurg

. G " |
bert Sechenans cdl, Enghioh oo ”‘ENERA’;_ Course o~ Linainsrics (Charles Bally & Al

ollins 1974) {(1916); MarcagreT Davies, AskinG THE Law

, 106062 (1994).
to foundadonalism maintains

. _ , that
ready 'nterpreting. All experience, p:allff

utics, contra
matttier what we do, we are always and!yal
ception, and un i i i
o gfoundadonaﬁgzteari?nﬁ are Interpretive. Thus the text is not an object in
: ; - Mo uninterpreted i
of an ondati o u T source of meanin t
Pretve act. And since the text does not exist in an ingclitgss;:n]-ltmdg
an

umntelpreted state 1ts meanm aAnno l)e del ved rough Some mexg ]lalll al
' g ¢ th £
C.

ech lq e IP
- AS an
t 1§ ue or methe )(i ]I S'Gf.‘()rg Gadamer, one of the ‘OI CIMost 1nte re-

! . from which i i
constrain and direct our y ot

;;?Qi%r;gl its traditions necessarily limits one’s rap
Con;muynsis;;l)gl undell:lstand In a text. As Gadamer says, the tradidons of !
imcluder gy he }? to shape the interpreter’s “horizon™: “the range of ision that
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cault'® to Derrida' and Baudrillard®*® have explored and explained
the ways in which discourse (including language) can act to con-
struct our existence. One of the most significant intellectual mo-
ments for legal and constitutional theory has been the
development of understanding of discourse by these philosophers
to explain the multitude of power relationships we experience in
our daily lives, the indeterminacy of law, the construction of mean-
ing, and the role of language, of discourse, to the construction of
meaning and identity.*!

The “linguistic turn” of these philosophers has led to the reali-
zation that discourse, which is usually but not always language,
does not simply point to an external reality but rather mediates
and represents such external reality.?* We only understand
through prevailing discourse, which carries with it a complex web
of determinants having the ability to stereotype existence through
lines/labels of nationality, race, gender, class, and more recently,
software products. I will discuss this constructive capacity of dis-
course in more detail at a later point. For the moment, we need to
move toward a more exacting definition of discourse.

Discourse may be considered in the following manner:

A discourse is a group of statements which provide a language
for talking about—i.e., a way of representing—a particular kind
of knowledge about a topic. When statements about a topic are

“Tradition is not simply a permanent precondition; rather, we produce it our-
selves inasmuch as we understand, participate in the evolution of traditon, and
hence further determine it ourselves.” A crucial element of philosophical her-
meneutics is the recognition that although communal traditions and the con-
comitant prejudices constrain our possibilities for understanding, they
simultaneously enable us to communicate and to understand. Qur traditions,
prejudices, and interests actually open.us to meaning, understanding, and
truth.
Id.

18 Michel Foucault posits that “language consists of vast tectonic discursive formations
embodying sinister power plays that dictate. texts and predetermine authorship.” MicHEL
Foucauvt, Archaeslogy of Knowledge, in Power/KNOWLEDGE: SELECTED INTERVIEWS AND
OTHER WRITINGS, 1972-1977, at 25 (Colin Gordon ed. & Colin Gordon et al., trans., 1980).

19 See Jacques DErripA, OF GRAMMATOLOGY (Gayatri C. Spivak, trans., John Hopkins
‘Univ. Press 1977); JacQUEs DERRIDA, WRITING AND DIFFERENCE (Alan Bass, trans., Chicago
Univ. Press 1978). )

20 See JEAN BAUDRILLARD, SIMULACRA AND SiMULATION (1981) (Sheila F. Glaser, trans.,
Mich. Univ. Press 1994); Jean BauDrILLARD, THE CONSUMER SoCIETY: MYTHS AND STRUC-
TUrEs (1998), . )

21 Sez KenNETH |. GERGEN, THE SATURATED SELF: DILEMMAS oF IDENTITY IN CONTEMPO-
rRary Lire (1991); JEan-Francols LyoTarp, THE PostmMoDERN CoNDITION: A REPORT ON
KxowLEDGE (1979); Mark PosTeR, THE MODE OF INFORMATION: POSTSTRUGTURALISM AND
Social ConTeXT (1990); J.M. Balkin, Deconstructive Practice and Legal Theory, 96 YaLr L.J. 743
(1987); see also KENNETH ]. GERGEN, AN INVITATION To SociaL ConsTrucTioN {1999); Douc
Las E, Lirowrtz, POSTMODERN PHILOsOPHY AND Law (1997); Féldman, supra note 17.

22 See Atan HuNT & Gary WickHAM, FoucauLT aND Law: TowarDs A SocioLogy oF Law

As GOVERNANCE 7-8 (1994).
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made within a particular discourse, the discourse makes it possi-

ble to construct the topic in a certain way. It also limits gther
ways in \’.Vhlch the topic can be constructed. A discourse does
not consist of one statement, but of several statements workin
togethe.r to form what Foucault called discursive formation Dif—
course is ‘about the production of knowledge through lan . age

But it is itself produced by a practice: discursive practicegll—glﬁ:
practice of producing meaning. So discourse enters into and

influences all social practices.?® Discour j
. ces.”” Discourse constitutes, n
scribes, its object.?* » mot merely de

o Martin Heldeggc:r, a German philospher whose academic rep-
o ion was later put into question due to his involvement with the
azi regime, explained in Being and Time® that we construct knowl-

edge through the three concepts of Si
.U tuated i
and Discourse. He explained:p Huaredness, Hnderstanding

We—'h'u'n}ankjnd—are a conversation. Because language is the
medium in which reality is constituted, language is at gnce the
l?ouse of being and home of human beings. Discourse is the
11ter‘}1 translation of the Greek word loges which means to make
manifest or to let something be seen.*® Discourse is the articulation
of intelligibility.” It therefore underlies both interpretation

con 28 T x
and assertion. Discourse refers to the way we express ourselves
as a being towards entities. . . .2°

. As He._lldegger’s words capture the essence of what is meant b
discourse in a concise and understandable manner, 1 adopt hi)s(
wqrds as my working definition—discourse means to’ make ls:)ome-
thing manifest or let it be seen.*® My next step then is to break
V\-Ilth the traditional definition of software as a program of difjc-
tions to a computer system and to posit software as a form of dis-
course, something that allows things to be seelr.l or appreciated

23 8§, HM..L & B. GieBeN, Forma:
. , TIONS OF MoberNITY 291 (1
24 FoucaULT, supra note 18, at 49 (emphasis added). (1992)-

25 MarTiN HEIDEGGER, BEING ANI
Press 1905 (16957, » BEING AND TiME (Joan Stambaugh, trans., State Univ. of N.Y.

26 Id. at 55-56 {emphasis added).

27 Cha i i

bR s;;c:aBr;O(t}:lg;o:t, {';;:degger Language as the House of Being, in FormATIONS OF MO-

DERT: ppra note 23, at 183. Language is the medium through which our most basic

o7 and indecd or o walt_lr iggnar_ti]t(;n a;md t::lipressmoni Language constitutes our sense of real-

speakers employing si "

:2 I}{ElDEGGER, supra note 25, at 2%3. ploying sign systems.” 1d

- l;i{s:ctgfxiﬁ;'sge alfm_]ESSICA PRI]?IZ, ART DisCOURSE/ DISCOURSE IN ART (1991)

Do ot e € in a broader sense is a context for constructing meaning. As Scc:tt Beattie

pointed ¢ 1ik:lme i reference to the work of Judith Buder on feminism and discourse

discour a,m‘ ; :zivy (and like context for that matter), is both a noun and a verb Tilrou hi
s cle, discourse should be conceived of as an inclusive concept which- represe;gqt_s

any part of the communicative archi
chitecture. See
THE Discursive Limis oF “Sex” (1993). Juprm Buruse, Botes mhar Marter: O

' 9000])
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B. Software Is Discourse: The Architecture of Knowledge

The raison detre of operating and application systems
software® is to construct meaning or let something be seen. In this
sense, software is a discourse that acts to construct meaning amid
the new digital architecture of knowledge.

Much the same way as the linguistic philosophers explain that
I experience meaning through the discourse or language cm-
ployed, I now experience meaning through software. It is an inter-
pretive. filter that mediates my digital communication with things
external to myself. For example, if I were to pick up off the shelf
and use the Australian, Italian, Chinese, or Irish language as if
speaking through a loud speaker, meaning flowing in and out of
me and others would be constructed in accordance with the chan-
nel or speaker {discourse) 1 was using. Or, closer to home, imag-
ine me as a lay person in a court trying to speak to a judge, where
often legalese, the official language of lawyers, will defeat my at-
tempts to construct legal meaning. This power of discourse, or lan-
guage, is now regarded as obvious. However, we should be mindful
to translate this.effect of discourse to the digital environment. For
example, my use of a particular Internet browser, search engine, or
other software product acts as a channel to my construction of
meaning. -Many of us assume that when we look into the monitor,
the communication in which we are engaging is pure. Most of us
are unaware of the elaborate coding structure (labyrinth) that me-
diates our digital world of communications.

Software, which acts as the customizing agent of information
technology, has become so integral to our daily lives that I am
moved to conceptualize it as a form of discourse that in turn in-
forms my understanding of how the law might regulate software.*
Software provides us with a framework for understanding and
knowing; it is a representational framework. At the most basic
level, software in object or source code is seen to be a literary (dis-
cursive?) text for the purpose of copyright law. Software, though,
is much more than a literary text. In a broader and more abstract
way, software is seen to be a mode of understanding or a methodol-
ogy for constructing meaning: it is part of the architecture of

31 On this distincton, see Long & Long, supra note 13, ch. 8. The broader issue of the
construction of Internet protocols also raises interesting questions. SeeTim BERNERS-LEE ET
AL., WEAVING THE WEB {1999). On the notion of protocols, see Long & Long, supra note
1%, at C165 (“Communication protocols are rutes established to govern the way data are
transmitted in'a computer network.”).

32 See Brian F. Fitzgerald, Software as Discourse? A Constitutionalism for Information Society,
94 ArTernaTivE L.J. 144 (1999); Brian F. Fitzgerald, Software as Discourse: The Challenge for
Information Law?, EUR. INTELL. Prop. Rev. 47 (2000).
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knowledge. The following case questions the level of appreciation
of this dynamic communicative and constructive power of software,

1. Bernstein v. United States Department of Justice®

Daniel Bernstein, a professor In Computer Science at the
University of Illinois in Chicago developed encryption®*
software that he dubbed “Snuffle.”

Secking to present his work on Snuffle within-the acadernic
and scientific communities, Bernstein asked the State Depart-
ment whether he needed a license to publish Snuffle in any of
its various forms. The State Department responded that Snuffle
was a munition under the International Traffic in Arms Regula-
tions (“I'TAR™), and that Bernstein would need a license to “ex-
port” the paper, the source code, or the instructions.?®

Bernstein then challenged the constitutional validity of the regula-
tions, claiming they were facially invalid as a prior restraint on
speech.®® The Ninth Gircuit Court of Appeals held that the regula-
tions “(1) operat[ed] as a prepublication licensing scheme that
burdens scientific expression, (2) vest[ed]- boundless discretion in
government officials, and (3) lack[ed] adequate procedural safe-
guards. Consequently, [the court held] that the challenged regula-
tions constitute[d] a prior restraint om speech that offend[ed] the
First Amendment.”s”

Much of the controversy involved in this case concerned the
question of whether sofiware is speech protected by the First
Amendment. The court specifically addressed the issue of whether
the Export Administration Regulations (“EAR”) restrictions on the
export of encryption software in source code constituted a prior
restraint in violation of the First Amendment. In his opinion,

Judge Fletcher, with whom Judge Bright concurred, began by look-
ing at the definition of source code:

“Source code,” at least as currently understood by computer

3% 176 F.3d 1132 (9th Cir. 1999), vacated, 192 F.3d 1808, 1309 (9th Cir. 1999
banc). See also Junger v. Daley, 209 F.3d 481 (6th Cir. 2000).

84 “Encryption . . . involves running a readable message known as ‘plaintext’ through a
computer program that translates the message according to an equation or algorithm into
unreadable ‘ciphertext.’ Decryption is the translation back to plaintext when the message
is received by someone with an appropriate ‘key.'” Bernstein, 176 F.3d at 1137,

5 Id. at 1136. This is based on the view that the power of enciypting software to secure
information raises issues of national security. See id.

36 The district court found that the source code was s
Amendment and subsequently granted
Amendment claims. See Bernstein v. Unit
Cal. 1996).

37 Bernstein, 176 F.3d at 1135,

) (en

peech protected by the First
summary judgment to Bernstein on his First
ed States Dep’t of State, 922 F, Supp. 1426 (N.D.
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programmers, refers to the text of a program writ’lien m a’:‘h'lrg]il-
level” programming language, such as. PASC{‘U_: or “C, be
distinguishing feature of source code is tk{at it is meant to be
read and understood by humans and that it can be used to ex-
press an idea or a method: A computer, in fact, can mage no
direct use of source code until it has been translated ( com-
piled”) into a “low-level” or “machine” language, rem.lltmg in
computer-executable “object code.” That source code is meant
for human eyes and understanding, howeve.r, does not mean
that an untutored layperson can understand it. Because source
code is destined for the maw of an automated, ruthlessly_hteral
translator—the compiler—a programmer must follc?w stringent
grammatical, syntactical, formatting, and punctuation conven-
tions. As a result, only those trained in programming can easily
understand source code. '

Also important for our purposes is an understanding of
how source code is used in the field of cryptography. .« By
utilizing source code, a cryptographe.r can express .algorlthrr‘uc
ideas with precision and methodological rigor that is ot.h'erw:lse
difficult to achieve. This has the added benefit of facilitating
peer review—by compiling the source c_ode, a cryptographer
can create a working model subject to rigorous security tests.
The need for precisely articulated hypotheses‘and formal empir-
ical testing, of course, is not un?que to the science of crypt‘zog;a-
phy; it appears, however, that ;2 this field, source code is the
preferred means to these ends.

In light of this evidence, the court held that “encryptlon software,
in its source code form and as employed by-thos'e in the field of
cryptography, must be viewed as expressive for First Amendment
purposes . . .”*® The government had argued that berlsause so;.r(:f;
code was primarily functional, it was not 'protect.ed by the Firs
Amendment. The court rejected this claim, saying that source
code could be read and understood by humans, and tl}at, further-
more, an ounce of functionality does not negate the First Amend-
ment.** The government also contende.d- that tpe challenged
regulations were immune from prior restraint analy§1§ becaus? they
were “laws of general application” (e.g., a law requiring a building
permit) rather than being “directed narrowly and sp.ec1f'1c311y- at (;x-
pression.”* The court rejected this argument, saying that in the
cryptography field, source code is utilized as a means of expres-

38 Jd. at 1140-41.

39 Id at 1141,

40 See id, at 114142,
41 id, at 1142,
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sion, and because the regulations apply to encryption source code,
they necessarily burden a particular form of expression directl
through unbridled discretion vested in government officials,*2

The court emphasized the narrow scope of its holding, saying
that it was not suggesting that all software is expressive.*? This as-
sertion is very interesting, yet somewhat vague.

Judge Nelson dissented, explaining that the majority judg-
ment failed to recognize “the basic function of encryption source

code [, which] is to act as a method of controlling computers.”#
He wrote: '

[S]oftware engineers generally do not create software in object
code—the series of binary digits (1's and 0's)—which tells a
computer what to do because it would be enormously difficult,
cumbersome and time-consuming. Instead, software engineers
use high-level computer programming languages such as “C” or
“Basic” to create source codé as a shorthand method for telling
the computer to perform a desired function. In this respect,
lines of source code are the building blocks or the tools used to
create an encryption machine. ‘Encryption source code, once
compiled, works to make computer comrhunication and transac-
tions secre; it creates a lockbox of sorts around a message that
can only be unlocked by someone with a key. It is the function
or task that encryption source code performs which creates its
value in most cases. This functional aspect of encryption source
code contains no expression; it is merely the tool used to build
the encryption machine.

This is not to say that this very same source code is not used
expressively in some cases. Academics, such as Bernstein, seek
to convey and discuss their ideas concerning compiter encryp-
tion. As noted by the majority, Bernstein must actually use his
source code textually in order to discuss or teach cryptology. In
such circumstances, source code serves to ‘express Bernstein’s
scientific methods and ideas.

While it is conceptually difficult to categorize encryption
source code under our First Amendment framework, I am still
inevitably led to conclude that encryption source code is more
like conduct than speech. Encryption source code is a building
tool. Academics and computer programmers can convey this
source code to each other in order to reveal the encryption ma-
chine they have built. But, the ultimate purpose of encryption
code is, as its name suggests, to perform the function of encrypt-

42 Sep i at 114243,
43 See id. at 1145.
44 Sep id ac 1147,
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ing messages. Thus, while encryption source cod.e may occa-

sionally be used in an expressive manner, it is inherenty a
. . 45

functional device.

The activity or conduct at issue here is. the export of encryp-
tion source code. As I noted above, the basic nature of encr)fpuon
source code lies in its functional'capaf:ity as a method to build an
encryption device. Export of encryption source codf: is not ;on-
duct commonly associated with expression. Rather, it is con Lg:t
that is normally associated with providing other persons with the
means to make their computer messages secret. The overwhel;n-
ing majority of people do not want to talk about the source code
and are not interested in any-recondite message that may be corll-
tained in encryption source code. Only a few People can actually
understand what a line of source code would dlrect a computer to
do. Most people simply want to use tl}e encryption source code to
protect their compuiter communicanqns. Export of encryption
source code simply does not fall within the !)oun_ds of cond};_clt
commonly associated with expression such as picketing or k}andbl -
ling.** This conceptualization of software as copduct‘, at points, e%
trays undetstanding of ‘the expressive or discursive nature o
software and also too narrowly focuses on the act of export.

The Bernstein opinions failed, in general, to appreciate the rep-
resentational and discursive competence of software. ' Software is a
medium for communication, for representing meaning. _No. mat-
ter how embedded or hidden the function of softh%rg, it is 51mpl.y
to construct meaning—to make something obvious. That is
discourse. _

N To contrast the expressive nature of source code w1.th 'the
functional industrial processes of technology is not convincing.
The ::iichotomy collapses when we conceptuahze sof‘tware as th‘e
medium for communication, for expression. Funcpon., then, 1s
seen to be an integral part of building the communicative frame-
work. How would the Bernstein court react to a suggestion thaF the
mechanism of voice, of speaking, or the mechanism of the bralr_l c‘)f
thinking, is not protected by the First Amendment because it is
functional, in that it just tells the body what to do?j Softwarehls
digital speak. The Bernstein court failed to appreciate that the

ciage 47
(functional) medium can also make up the message.

45 Jd. at 114748 (citatons omitted}.

46 [d, at 1149,

47 Ser GARY GENOSKO ET AL., THE MasTERs OF IMPLOSION (1999); MARSHALL MCLUHAN,
UnpersTANDING MEDLA: EXTENSION OF MAN 7-21 (1964).
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s;;]e.ak. How would one react if the governme
w 1sper or send secret notes? |
English only?
There is also a
out, a buildin

nt said we could n
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Or said we must talk to others
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question of remoteness,
ignregulatmn does notinfringe the Firg; Amendmen;

an absiract way g building is part of the medium

lruct meaning in so
( « me sense.* The “fea]” i
] ecation may act to construct ot build

48
As the court pointed

of distortion that bias
The protectors of speech must be

Should all software b
P | © protected by the First Am ?
ae facie, the answer must be “yes” bur the process o?’t?::zniinnt}.'

could well find Justifiable regulation.’ For instance, the
, protec-

censorship risks),
49 See id. at 761

50 See JorGEn Hagg
RMAS, THE
féggﬁ); mﬁo]okcm HaBerRMmas C?)T;ﬂr
EN ERMAS, M ¥ AND.
AW ed. 1000 ODE ‘ (PunLosorny & Sociar. Crr

(1990); JURGEN HagErMAs

)i JorGen
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tion of national security or the prevention of crime may justify well-
reasoned regulation.

The Bernstein facts also raise the further issue of “transnational
constitutionalism.”? The facts of the case concern exporting cryp-
tography—the sending of a commodity out into the sea of transna-
tional space beyond state borders. This is a completely different
topic concerning the process of law in the midst of transnational
civil society and the consequent question of the protection of
speech in this space; and this is no doubt why the act of export was
an important criterion in the dissenting opinion.

In summary, while the majority opinion in Bernstein gave much
support to the view that software is discourse, its inability to articu-
late clearly this point (conceptualization) and its hesitancy in fully
embracing “all software” limit the persuasiveness of its argument.
The holding that software in its coded forms can be expressive for
First Amendment purposes is only one small step toward recogniz-
ing that we are talking not just about a (digital) text but also about
a (digital) discourse or lanaguage. Flowing through this coded for-
mat is a constant stream of communicative activity that acts to con-
struct meaning. It is this broader facilitative (or discursive) notion
that must inform First Amendment analysis and other areas of law.

The dissenting judge, while understandably concerned with
the functional aspects of software, fell prey to questionable reason-
ing through a lack of appreciation of the architectural capacity of
software.

C.  Constructing Identity: Rethinking the Traditional View of Software

As software possesses such deep discursive capabilities, it has a

52 “Trans™national symbolizes a notion of movement and crossborder activity, Trans
national society inhabits a global space and to this extent extends beyond territory, sover-
eignty, and the stiate. “Inter”national symbolizes a static notion rooted in territory and
sovereignty, If I draw a picture of the international, 1 might draw the blocks of stone (the
buildings) in Harvard Yard, stationary in their territory, controlling whoever walks in the
door. While if I draw a picture of the transnational, I might draw Harvard Yard as a space
filled with a swirling mass of things, humans, corporations, blocks of stone (buildings), or
states. The transnational is a space “beyond or without borders”; it does not seem to be
merely a society of states, rather it is a society that inhabits spaces beyond borders, beyond
territory and sovereignty; it is a space that is ever moving and not static, and one that fills
every corner of the earth. See Regina v. Bow St. Stipendiary Magistrate, ex parte Pinochet
Ugarte, 4 AlL. E.R. 897 (H.L. 1998), Regina v, Bow St. Metro, Stipendiary Magistrate, ex
Parte Pinochete Ugarte {(No. 2), 1 All. E.R. 577 (H.L. 1999); JErRRY EvERrRaRD, VIRTUAL
STATES: THE INTERNET AND THE BOUNDARIES OF THE NATION-STATE (2000); GLosaL Law
WITHOUT A STATE (Gunther Teubner ed., 1997); Davip HELD ET AL., GLOBAL TRANSFORMA-
TIONs {1999); MicHagL P, Rvan, KNowLEDGE DipLomacy (1998); Brian F. Fitzgerald, Trade-
Based Comstitutionalisms: A Framework Sor Universalising Substantive International Law, 5 U.
Miami Y.B. InTL L. 111 (199697); Anne-Marie Slaughter, fnternational Law in a World of
Liberal States, 6 EJ. InT'L L. 1 (1995),
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software.

Software, then, is not just a passive text that tells a computer
what to do. It is an integral part of our lives that informs a process
of knowledge and identity construction. Like law, it is not just a
thing, but also a practice. Itis in this aspect that we are challenged
to fully comprehend the construction of meaning in the digital

environment.

1. The Multiplicity of Meaning: The Antitrust of Knowledge

Foucault, under the influence of Nietzschean philosophy, in-
voked the concept of genealogy to expose humanity as a series of
interpretations.®® The notion that there is diversity of knowledge
and viewpoints nowadays seems commonplace. Whether we like it
or not, the monopoly of knowledge by any one entity (at least in
theory) is not acceptable. The Internet is said by some to be an
agent for such diversity by ushering in an era of semiotic democ-
racy where possibilities of self-determination are increased. Inter-
estingly, this development of virtual social and political
communities is implemented through a discourse of software.*®

To augment diversity, it is vital that law and information policy
ensures that the discourse of software is open to investigation, re-

57 The arguments are that in an envirgnment of free (meaning freedom to.change
source code not free in price) or open, as opposed to proprietary, software we are guaran-
teed a freedom to construct our own identity. For an argument similar to the sociological
and communication theories of the seventies that we need to value and open public space
where discourse can be pure and not systematically distorted see supra note 50. Who could
forget Marshall McLuhan's cry that the medium is the message! Sez MarsHaLL McLUHAN,
UNDERSTANDING MEDIA: THE ExTENSIONS OF MaN 7-21 (MIT Press 1994) (1964). The new
medium of software, aptly described as the new silk road, has inherent characteristics that
act to mold our lives, our identities. The open code movement urges us to support free
software, as it allows the user to modify and build on the distributed software, thereby
facilitating diversity. To prevent developers using the open code software to build a modi-
fied product which they could copyright, Richard Stallman from MIT popularised the no-
tion of copyleft. The open code software is copyrighted, but licensed on terms that it or
any product derived from it may be distributed only in accordance with the terms of the
original distribution. In this way, it is argued, copyright is used to guarantee user freedom
rather than to reduce user freedom, as happens with copyright protection of proprictary
code. See Greg Aharonian, Linux Gurus Debate Fnpact of Crappy Patent on Linux (visited Apr.

13, 2000) <http://lpf.ai.miLedu/Patents/ipns/ipns—l9991122.th> {considering how this
license might intersect with patent claims}; Bryan Pfaffenberger, The Coming Software Palent
Crisis: Can Linux Survive? (visited Apr. 13, 2000) <hup:/ /www.2linuxjournal.com/articles/
currents/003.htnl>. The push for open code, then, is argued to be a push for a greater
self-determination of identity in the digital environment. The law will need to play a simi-
lar role in the context of proprietary software.

58 See Michel Foucaunlt, Theatrum Philosophicum, 282 CrITIQUE 899 (1970); Michel.Fou-
cault, Hommage a Jean Hyppolite, in NieTzcHE GENEALOGIE ET L'HisToIRE 146 (1971).

59 Sp¢ The Palace, Visual Chat/Communities (visited Apr. 13, 2000) <hup://
www.communities.com> (demonstrating the notion of yirtual communities); see alse Web
Raven (visited Apr. 13, 2000) <http://www.webraven.com.au/splashl.cfm>.
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newal, and reconstruction.?°

2. Software as an Agent of Simulation

To highlight the notion of construction of identity through
software, let me refer to the writings of Jean Baudrillard, who ip
Simulacra and Simulation™ introduced us to the notion of simula-
ti_on.‘i? Baudrillard wrote primarilyin the context of television and
almed. to highlight the layers of representation that serve to hide
tl?e origin of events through simulation. In the early 1990s, he ig-
nited some controversy by suggesting that the Gulf War was not a
real war but merely a product of simulation designed for network
television.®® A simple example of simulation can be found in the
nature of televised field sports. These sports are played under
l{ghts, on artificial surfaces, in covered stadiums, filled with statis-
tics and player profiles, instant replay, and so on. The original no-
tion of the sport is now buried beneath layers of representation
anq commodification. Software, in its constructive or discursive ca-
pacity, has an immense power to augment simulation (from stmple
digitized versions of the hard copy items such as diaries, books,
!etters, clocks, etc., to fully functioning virtual reality) and thereby
Impact upon digital identity. k

- Without moving too far off point, let me recount somé of the
basic points of Baudrillard’s theory, as it allows us to see more
clearly the potential of software to construct or represent (let it be
seen) digital identity. While Baudrillard, writing (initially) in the
1970s (and in part as a critique of Marxist philosophy), may have
seen simulation as pernicious and questionable,® the digital era,
the Internet, and virtual reality have found positive uses for simula-
tion, although the overriding question of accountability remains.%8

60 SeeAssociate'd P_rcss v. United States, 326 U.S. 1, 20 (1945); Turner Broad. Sys., Inc. v.
Federal Communications Con?m’n,‘5]2 U.8. 622, 662-64 (1994) (plurality opinion as to
Part IliA, Kennedy, ., Rehnquist, G.J., Blackmun, Stevens & Souter IJ}; Turner Broad. Sys.
Ipc. v. E‘ederal C_ommunications Comm’'n, 520 U.S. 180, 295-96 {1997) (Breyer, ]. concur:
Serrlli)l;adToille il-)a.slfc tenet of fnatiﬂgal communication policy is that the widest p,os;ib]e dis-

of information from diverse and isti is essenti {
of the public.” Tumes By Biaiverse a Sﬁe;rwgt:fgomsnc sources is essential to the welfare

:1 §ee BAUDRILLARD, SIMULACRA AND SIMULATION, supra note 20,

2 Computers lead us to construct things in new ways, With Computers we can simu-

:)al:lti ‘;l:‘i’l;l;g n; 2 program or Zsa\;)e nature aside and bhild second natures limited only by
of imagination and abstraction.” 1 :

r pawers of | THEIINTERNET 47 (1009 SHERRY TURKLE, LIFE ON THE SCREEN: IpENTITY

gi See_]m BaubriLLakp, THE GULF War Dib NoT Take Prac ( 1995),

] The primary purpose of Baudrillard's work was to critique rationalist political theory
like Marxism for going beyond the manifest to the latent and thereby, ignoring the sur-
E:feﬁtélae) layers of simulation. Sez Jean BAUDRILLARD: SELECTED WRITINGS 4-7 (Mark Poster

65 See Brian F. Fizgerald, Life in Cyberspace: A Stmulating Experience, 3 Compuren &
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Kenneth Gergen explains that “for Baudrillard, media portray-
als of the world are driven not by the way the world ‘is’, but by the
steadily emerging histories of portrayal itself. As these histories un-
fold, each new lamination is influenced by the preceding, accounts
are layered upon accounts, and reality is transformed into
hyperreality.”®®

Howard Rheingold further explains that:
in Baudrillard’s historical analysis, human civilization has
changed itself in three major stages, marked by the changes in
meaning we invest in our symbol systems. . . . . According to
Baudrillard, during the first step of civilization, when speech
and then writing were created, signs were invented to point. to
reality, During the second step of civilization, which took place
over the past century, advertising, propaganda, and commodifi-
cation set in, and the sign begins to hide reality. The third step
includes our step into the hyperreal, for now we are in an age
when signs begin to hide the absence of reality.®

Baudrillard, in his own words, introduces simulation in this
way:

To dissimulate is to pretend not to have what one has. To simu-
late is to feign to have what one doesn’t have. One implies a
presence, the other an absence. But it is more complicated than
that because simulating is not pretending . . . pretending, or
dissimulating, leaves the principle of reality intact . . . whereas
simulation threatens the difference between the “true” and
“false,” the “real” and the “imaginary.”®®

By crossing into a space whose curvature is no longer that
of the real, nor that of truth, the era of simulation is inaugu-
rated by a liquidation of referentials—worse: with their artificial
resurrection in the system of signs, a material more malleable
than meaning, in that it lends itself to all systems of
equivalences, to all binary oppositions, to all combinatory alge-
bra. It is no longer a question of imitation, nor duplication, nor
even parody. It is 2 question of substituting the signs of the real

TeLecomm. L. Rev. 136, 139 (1997); see also MARk TavLor, IMacoLocies (1994); TURKLE,
supra note 62; Sterry TurkLg, THE Seconp SeELr: COMPUTERS AND THE HUMAN SpiriT
(1984).

66 )GERGEN, THE SATURATED SELF, supra note 21, at 121-22, Baudrillard’s theory can be
better understood by positing two words, “origination™ and “simulation”, which are meant
to act as labels, as metaphors, and as themes. Origination is the notion that things have
origin or creation (centering). Simulation is the notion that things have no origin, they
€Xist in an imaginary way, they are make believe (decentering). See Fitzgerald, supra note
65, at 136, 139.

87 Howarp RHEINGOLD, THE VIRTUAL COMMUNITY: HOMESTEADING ON THE ELEGTRONIC
FrRONTIER 298-99 (1994).

65 BAUDRILLARD, SIMULCRA AND SIMULATION, supra note 20, at 3.
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for the real . .. .%®

Representation stems from the principle of the equivalence
of the sign and of the real . . . . Simulation, onthe contrary,
stems froin the utopia of the principle of equivalence, from the
radical negation of the sign as value, from the sign as the reversion
and death sentence of every reference. Whereas representation
attempts to absorb simulation by interpreting it as a false repre-
sentation, simulation envelops the whole edifice of representa-
tion itself as a simulacrum,”?

On the contrary, it is as hyperreal events, no longer with a
specific content or end, but indefinitely refracted by each other

.. itis in this sense that they cannot be controlled by an order
that can only exert itself on the real and the rational, on causes
and ends, a referential order that can only reign aver the refer-
ential . . . but that cannot do anything against this indefinite
recurrence of stimulation, against that nebula whose weight no
longer obeys the laws of gravitation of the real . . . "

Baudrillard’s notion of simulation highlights how discourse
can act to distort and reconfigure an appreciation of events.”
Software is very much an agent of simulation in that it has tremen-
dous capacity to reinvent reality through digitization. In under-
standing software and the regitlation of it through law, we must be
alert to its ability to distort and structure communication and to

the power of those that create software to structure our identities
through this process.

III. LEGAL REGULATION OF THE DIGITAL ARCHITECTURE
(SOFTWARE): INTELLECTUAL PROPERTY

The role and function of software will initially be mediated by
a blend of intellectual property law, contract law, competition law
and privacy law,” which I would term informational law or infor-
mational constitutionalism. It is the development of the principles
of these areas of law in their relation to software that will deter-
mine much about the way we live in the future.

89 Jd. at 2.

70 Jd. at 6 (emphasis in original).

7L [d. at 21. See also BAUDRILLARD, suprg note 63.

72 See GENOSKO ET AL., supra note 47,

78 Law can play an important role in ensuring diversity. See Turner Broad. Sys., Inc. v.
Federal Communications Comm’'n, 612 U.S, 622, 662-64 (1994) {discussing the impor-

tance of ensuring public access to a multiplicity of information sources where the issue is
whether or not a must<arry provision is unconstitutional}.
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A.  Copyright and.Reverse Engineering

Intellectual property law in the form of copyr‘ight protects
computer software as if it were a literary text, al;lowmg. the copy-
right owner exclusive rights in relation to the reproduction of that
text.”* The rationale of copyright is that it will protect the expres-
sion of information but not the ideas supporting such expression.
An example of the way in which copyright law will serve to shape
our identity through the way it treats the expressive language of
software is found in the context of reverse engineering and decom-
pilation of software.

If a software engineer or developer constructs software that
becomes an industry standard, that software acts as architecture for
communication; it becomes, in essence, a discourse that allows me
to speak to you. Copyright law then bears upon its shoulders the
need to mediate the power given to the copyright holder to mo-
nopolize rights in discourse that may have become an industry
standard—in other words, a common form—with the needs of the
user or speaker. Herein lie the battles over reverse engineering
and the decompilation of software, In order to develop comple-
mentary and improved software products.(speech), software devel-
opers have reverse engineered the industry standard software.to
make software that can be interoperable (conversant) with tl}e in-
dustry standard. In many cases, in order to reverse engineer
software, you need to copy (and in some cases “borrow” parts of)
the software, which technically is an infringement of the copyright
owner’s exclusive rights over reproduction. In the United State§,
the courts have employed the fair use doctrine” to mediate this
issue, while in Ausiralia, the government has enacted a (part) legis-
lative solution through amendment to the Copyright Act.” Fair

74 Copyright Act of 1968, § 31 {(Austl): 17 U.S.C. § 106 (1995). ) )

7 Seér?? I%.S.C. § 107 (1992); Sega Enters. Ltd. v. Accolade, Inc. 977 F.2d 1510 (E'ith Cir.
1992) (applying fair use doctrine to reverse engineering); Sony Computer Entertainment
Inc. v. Connectix Corp. 203 F.3d 596 (9th Cir. 2000); see also Brian F. Fitzgerald, Underlying
Rationales of Fair Use: Simplifying the Copyright Act, 2 S: Cross U. L. Rev. 153 (1998). On
reverse engineering and decompilation, see generally Anne Fitzgerald & Cristina
Cifuentes, Interoperability and Computer Software Prolection in Australia, 4 C:Z)M.PUTI-ER &
Terecomm L. Rev, 271 {1998); Cristina Cifuentes & Anne.Fitzgerald, Reverse Engineering of
Computer Programs: Comments on the Copyright Law Review Committee’s Final Report on Compruter
Software Protection, 6 ].1. & InFo. Sci. 241 {1995); Anne Fitzgerald & Cristina Cifuentes,
Pegging Out the Boundaries of Computer Software Copyright: The Computer Programs Act and the
Digital Agenda Bill, in Gome DicrraL 2008: LecaL 1ssuEs FOR E-CoMMERGE, ‘SDFTWARE AND
THE INTERNET (Anne Fitzgerald et al. eds., Prospect Publ'g, Sydney, Austl. 2000),

76 Ser Copyright Act of 1968, §§ 47 D-¥.introduced by Copyright Amendment (Computer
Programs) Act of 1999 (Ausd.); ¢f Digital Millennium Copyright Act of 1998 § 1201(ﬂ‘,
Pub, L. No. 105-305, 112 Stat, 2860 {1998); Universal City Studios, Inc. v. Rclmr‘:rdcs‘, 82 F.
Supp. 2d 211; see also Attorney General D. Williams & Senator R. Alston, Cofyyright Changes
to Help Australian Software Industry (visited Feb 23, 1999) <http://www.dcita.gov.au>.
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use defines the appropriate balance between a monopoly right
given as an incentive for innovation, and the public interest in the
free flow of information for a variety of cultural reasons.”” In Aus-
tralia, the Copyright Law Review Committee (“CLRC”) has recom-
mended that we adopt a more broad-based fair use right, similar to
the United States model, in place of our narrower and more spe-
cific fair dealing exceptions.”™

The following case, which was decided by the High Court of
Australia (Australia’s equivalent to the United States Supreme
Court) on September 30, 1999, suggests that the legality of reverse
engineering for interoperability purposes will be quite harrow.
This raises concerns for ‘the vitality and diversity of digital
discourse.

1. Data Access Corp. v. Powerflex Services Pty Ltd.™®

Data Access Corp., a company incorporated under the law of
the State of Florida in the United States, claimed to own copyright
in an application development system, Dataflex, which had been in
use in Australia since 1982. Dataflex was designed to develop com-
puter programs that establish, manage, and manipulate databases
by providing facilities for the storage, organization and retrieval of
information and for computation and comparison with respect to
the information. Dataflex also included developed computer pro-
grams that the purchaser could use instead of developing her own
programs. Dataflex incorporated a “run time” program that ena-
bled computer programs and databases developed by means of the
system to operate or “run.” Data Access charged a license fee for
the run time program.

The third respondent, Dr. David Bennett, aspired to create an
application development system that would be highly compatible
with Dataflex so that persons who had been using the Dataflex ap-
plication development system would be persuaded to acquire the

77 See Fitzgerald, Inderlying Rationales of Fair Use, supra note 75, at 15%; see also Campbell
v. Acuff-Rose Music Inc., 510 U.S. 569 (1994); PauL GoLbsTEIN, CoPYRIGHT'S Hiciway ch.
5 (1994); Jonn S, LawreNncE & BerRNARD TimBERG, FAIr Use anp Free INQuiry (1989); WiL-
L1am PaTry, THE Falr Use PriviLEGE 1N CopvricHT (1985); William Fisher III; Reconstructing
the Fair Use Doctrine, 101 Harv. L. Rev. 1659, 1700-04 (1988); Wendy ]. Gordon, Fair Use as
Market Failure: A Structural and Economic Analysis of the Betamax Case and ifs Predecessors, 82
Corum. L., Rev. 1600 (1882). ‘

78 See Report on the Simplification of the Copyright Act 1968, Part 1, Exceptions to the Exclusive
Rights of Copyright Owners {Copyright Law Review Committee) (1998) (visited June 8, 2000)
<http:/ /law.gov.au/clre/gen_info/clrc/rep_index.html/>. For examples of Australia’s
fair dealing exceptions, see Copyright Act, 1968, §§ 40- 42 (Ausil.).

73 {1999) 166 A LR 228, available at <hup://www.austlii.edu.au> (visited Apr. 13,
2000).
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system. By December 1987, when he purchased the latest version
of Dataflex, Dr. Bennett had gained a profound understanding of
that system and was steadily preparing his own system. By early
1989, he had so refined the system that he procured members of
the Victorian Dataflex Users’ Group, a voluntary association of per-
sons who used or were otherwise interested in the Datiflex system,
to test and report on his system. In September 1989, he and his
wife, Margaret Ann Bennett, (the fourth respondent) caused the
second respondent (Powerflex Corp. Pty Ltd.) to be incorporated,
and that company began selling Dr. Bennett's system under the
name “Powerflex,” which in 1990 was changed to “PFXplus.” PFX-
plus was marketed as fully compatible with existing Dataflex files,
thereby eliminating the need for payment of Dataflex run time
fees.

Out of the 225 words of Dataflex language (excluding twenty-
nine words relating to graphics), 192 are in the PFXplus language.
The use of each of those 192 words causes a device having digital
information processing capabilities to perform the same function it
performs in Dataflex. Yet, there is no objective similarity between
the expression in the source code of PFXplus and the expression
in the source code of Dataflex, except that in each case the word is
found in that expression.

The key issue for determination was whether the use of the
same word in the two computer programs to perform the same
function was in contravention of the copyright owner’s exclusive
rights bestowed pursuant to the Australian Copyright Act 1968.
Further copyright issues were raised in relation 10 macros and a
compression table. The High Court of Australia held that copying
command words associated with the Dataflex program (such as
“AUTOPAGE,” PAGEBREAK,” and “FILELIST”) was not a breach
of copyright. It also held that copying three Dataflex macros (i.e.,
“REPORT,” ENTERGROUP,” and “ENTER”) in the same program
did notinfringe Australian copyright law. However, on the issue of
the compression table, it found the product of Dr. Bennett’s act of
black box reverse engineering to be a breach of copyright.

a. Huffman Compression Table

In relaton to the compression table, the High Court
explained:

Data Access alleged that part of the PFXplus program
called “Runtime Program” reproduced part of the Dataflex run-
time program containing the Dataflex Huffman Compression
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Table which is a system by which characters in a file expressed in
a code of eight bits for each character are represented by much
shorter strings of numbers. The shortest string is assigned to
the most frequently occurring character and the length of each
string is inversely proportional to the probability of occurrence
of the character. Thus the saving of space required for the stor-
age of data on memory devices such as hard disk drives and
tapes is very great. It was common ground that the two tables,
Dataflex and PFXplus, of the compressed code and correspond-
ing character in eight bit code are identical and that Dr. Ben-
nettintentionally caused them to be identicil.

The respondent in the case, Dr, Bennett, needed to “repli-
cate precisely the . . . compression table” (used to compress data
and therefore save disk space) in a competitor’s database appli-
cation (called Dataflex) because he wanted his database (called
Powerflex) to interoperate with the Dataflex program. In order
to achieve interoperab]ity, Dr. Bennett did not sit down and lit-
erally copy the internal code used in the Dataflex program. He
used a technique called black box reverse engineering. Black
box reverse engineering means that Dr. Bennett did not make a
direct copy of the compression table. He indirecty copied it by
observing the behaviour of the Dataflex program and deducing
the exact contents of the Dataflex compréssion table.%°

The High Court ruled that black box reverse engineering and
subsequent literal representation of a compression table in an-
other database application was a breach of copyright. The fact that
the defendant used black box reverse engineering to determine
the contents of the compression table, was irrelevant for the pur-
poses of copyright law. The Court said: “the fact that Dr. Bennett
used an ingenious method of determining the bit string assigned
to each character does not make the output of such a process any
less a ‘reproduction’ than if Dr., Bennett had sat down with a print-
out of the table and copy-typed it into the PFXplus program.”®

This raises a major issue for reverse engineering in Australia as
the recent amendments to the Copyright Act, expressly allowing
reverse engineering for interoperability security testing and error
correction purposes, require the activity to be undertaken on be-
half of the owner or licensee of the copy of the program from
which the reproduction or adaptation is made.®? This can be con-

80 14,
81 1d.
82 The Australian Copyright Act provides the following:
47B  Reproduction for normal use or study of computer programs

.(3)' .Subject to subsection (4), the copyright in a literary work that is a

2000] SOFTWARE AS DISCOURSE 363

trasted with the Digital Millennium Copyright Act® and‘fair use
doctrine in the United States, which allow for reverse engineering
without the consent of the owner or licensee of the copy of the
program.*

computer program is not infringed by the making of a reproduction of the
ork if: .
" {a} the reproduction is made in the course of running a copy of the pro-
gram for the purpose of studying the ideas behind the program and the way in
hich it functions; and
. (b) the running of the copy is done by, or on behalf of, the owner or
licensee of the copy. ] .
4 SubsectioI?'l (3) does not apply to the making of a reproduction ‘of a
computer program from an infringing copy of the computer program.

D Reproducing computer programs to make interoperable prOle.lCtS
. 4} gubject toglhis Il;ivisiorlz. t_hc copyrfght in a literary w9rk thalc:s a com-
puter program is not infringed by the making of a reproduction or adaptation

e work if:

o th(:a.) the reproduction or adaptation is made by, or on behalf of, the owkliqer
or licensee of the copy of the progx("iam (the original program) used for making
roduction ot adaptation; an .
the r(eg:) the reproductiofl)l or adaptation is made for the purpose of Obl'all'lll':Ig
information necessary to enable the owner or licensee to make independen cyl’
another program (the new program), or an article, to connect to and be use
together with, or otherwise to Interoperate with, the original program or any
I m; and } _
O[he?cl; (t)l%zareproducﬁbn or adaptation is made only to the extent reasonably
necessary to obtain the information referred to in paragraph (b); and |

{d) to the extent that the new program reproduces or adapts the origina
program, it docs so only to the extent necessary to enable the new program to
connect to and be used together with, or (g_hermse to interoperate with, the

iginal program or the other program; an ) )

Ongl(c) }t)hcgi;a;'onnation referrtlt)d to in paragraph (b) is not read_lly available to

the owner or licensee from another source when the reproduction or adapta-

ion is made. i

' (2) Subsection (1) does not apply to thm? mjakil}g of a reproduction or ad-

apuation of a computer program from an infringing copy of the computer

AL, is i igi f these

i 68, §§ 47B, 47D (Austl.) (emphasis in original). On the nuances o
tcéorrl::ly:%:é ‘;‘E‘;ﬁarllgF. F?Egerald, Cor(rmwdifying mI:ci Transacting Infma;iona{ Products -Tk;augh
Contractual Licences: The Challenge for Informational Constitutionalism, in INTELLEGTUAL RlOP-
ERTY IN THE CoMMoN Law WorLp (G. Austin & C. Rickeétt gds., '1999); Mark A. Lem1 ﬁr,
Beyond Pre-emption: The Law and Policy of Intellectual Property Licensing, 87 1CAL.dL.8 *I;E(‘];L o
128-31 (1999); David Nimmer et al., The Metamorphosis of Contract into Expand, . L.
Rev. 17, 3240 (1999). . ' . )

Y ;Zc Auslra(lian I-)Iouse of Representatives Standing Committee dn Legal and Constitu-
tional Affairs, following a submission by Anne Fitzgerald, has re.commer!ded this rt_arclllultll;e-
ment be removed in relation.to security testing to bring Australian law into line wng e
DMCA. See Aduisory Report on the Copyright Amendment (Digital Agenda) Bill 1999 (1199 }dpa:
ras. 4.654.66 (visited Apr. 13, 2000) <http://www_.aph.gov.au/l}ousc/commme;/ aca, 1ga
italagenda/ contents.hun>; see also Fitzgerald & Cifuentes, Pegging Out the Boundaries, supm
note 75, at 37, 45-46.

83 pyb. L. No. 101-305, 112 Stat, 2860 {1998).

84 The Digital Millennium Coepyright Act of 1998 states: N ;

(f) REVERSE ENGINEERING—(1) Noththstanglmg the provisions o
subsection (a)(1}(A}, a person who has lawfully obtained the right to use;}
copy of a computer program may circumvent a technological measure that el 3
fectively controls access to a particular portion of that program for the sole
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question also remains g to th ;
nﬁer}llng rights can be cop tl‘actuallyep?({)t}?:;,[ittgd‘g}sucrlljhre‘ﬁrse engj- not permit reverse engineering, thereby defeating sections 47D-F
WIICH reverse engineering can ' ¢ degree to and circumventing 47H.
$ .
Seen by many software de%eloperlslrz‘lzvlc;e?:le Z?Iglractual llcepse is In summary, it is suggested that a well reasoned and evenly
;RHCG T.he commentary to the Uniform %om ¢ utmast Slgf}iﬁ- balanced view of the legality of reverse engineering (analyzed
ransaction Act ( “UCITA”), while not bein (1;‘;_‘6’1.’ 'Inforrnauon through the framework of software as discourse) is vital to a diverse
contractually prohibiting reverse engineeri 3 € onitive, suggesis and vibrant digital communicative architecture/discourse (pre-
foul of section 105(b) .86 [ Australin 1§ In some cases wil] fa]] mised on interoperable or conversarit standards) and should be

vigorously asserted.

i B. Intellectual Property: Patent Law

for certain Purposes on certain CZ}II]IS'I:- permit reverse engineering
1 i ' . .
€Ver, as sections 47D-F gare conditione(ljons) 1s of no eftect.?” How. | A patent gives a very strong form of protection (monopoly
dertaken by, or on behalf of, the owner Onl_the activities being un- right for up to twenty years) over the using and selling of inven-
Program and on the co f th orlicensee of a copy of the tions. It is now clear that software (in the form of algorithms and
o Py of the software not bein - 59
COpy,™ there may be Scope for arguing th g an infringing data structures) can be patented,® even though under the TRIPs
turer still has the capacity to licéngs et E at the software manufac. Agreement, the preferred form of protection is through copy-
¢ product on terms that do right.*® The role of copyright in this area has now been overtaken
Purpose of identifying and analys . by events.
S : nalyzing those el ,
;fg;::fly w:(t)h a(;:thhleve mteroperabﬂitg of :ﬁ ?f&ﬂ;'éfd‘éﬂﬁf;,ecpmgrgm that are During the last decade, the number of software patents
€T programs d reated compait . . .
ble to the person e,,gag,% & d"]“c} dﬂ\at have not previously been readily agaa: granted in the United States has increased tremendously. Over
identification and analysisgdo not cbflu?ve"‘?on,_ to the extent any such acts of 13,000 software patents were issued in 1997; 17,500 are estimated
son n(li) ? Omfiths“’”ding the prom,ofl;t;‘fsﬁg?ﬁﬁ;“ e?t)u;der this title. for 1998; 'and 22 500 are estimated for 1999 In fact ten times the
{4 . 5 a - 3 ’ - it
cal mea};urev,eo?ioagﬁcirxr‘:llzfl:gtt;:g;zlt?glcdl means to clrcun(jvzﬂ?:] : é'ﬂ?.’nil‘égﬁi number of patents granted in 1992 and 1993 will be granted in
in order to enable the idenir o, allorded by a technological measuns, 1998 and 1999 1

In recent times, there have been more and more extensive

tero, bility S i means are ne. ; . ' . . . .
-‘undtl‘::rt;i;hﬁtﬁem the extent that doing so does noie?:,gu-t&?;};;‘zfns'“h in- claims to (monopoly) patent rights in the kinds of software that act
- gement . . .
3) The | i . as the basic architecture of electronic commerce. There have been
grap}(l ()]) l;e dmt{]ormauon acquired through the acts ermitiad a. . - :
Ble 0 othery i ¢ T€40S permitted under Paragraph (QP) rmitted under para- ; a number of claims in the United States that methods of transact-
18 if the person referred 1o in paragraphp(l) or '(ré?y :f:ﬁl:‘issz"iig ing electronic commerce (including digital cash) are patented and

grams, and 1o the ext : d computer Program with : :

is ti e Xtent that doing so do it other pro- 89 See J. Swinson & G. Middleton, Patents in Cyberspace: Electronic Commerce and Business
Methods Patents, in Gowng DiciTaL 2000: LEGaL Issues FOR E-COMMERCE, SOFTWARE AND THE
INTERNET 71 (Anne Fitzgerald et al. eds., 2000); ¢f. European Patent Convention art.

ability of comput, € lerm ‘interoperability
ety 1oy S};uﬂt:; }i);?gzlr:é;z a:}&lc.hﬁnﬁe lgformadon, af: d Ofls:ghmp:ggfa téz:: 1 52(2){c) {1978) 13 LL.M. 270; E. Liesegang, Software Palents in Europe, 5 CoMPUTER &
Id § 1201. 1ch has been exchanged. X TrLECOMM. L. REv. 48 (1999).
85 Under the European Softw: 90 Article 10(1) of the Agreement on Trade-Related Aspects of Intellectual Property
ing for interoperabils are Directive contractuzl prohibition of . Rights (“TRIPS"), part of the World Trade Organization Agreement of 1994 and binding
1991 on the Legar p, 'y purposes is not allowed, Ser Council Directiy OIreVerSe chgineer- on all members of the World Trade Organization, provides that: "Computer programs,
86 Commen tiary 0?’:;;’;“&32 of Computer Programs, arts. 6(1), 9(;‘5619321/ é? of 14 May whether in source or object code, shall be protected as literary works under the Berne
1k tion Transaction Act (“UCITAC”USL: Drafting Commiitee on Uniform Co J- (L 122). Convention (1971)." Agreement on Trade-Related Aspects of Intellectual Property Rights,
1l ulc/ucita/citaamgg htm> } (visited Apr. 14, 2000) <http:/ www. ] mputer Informa- Part 11, § 1, art. 10, available at <http:/ /www.wto.org/wto/intellec/ 4ipstan.htm#1> (visited
: B7 See COPYright.Am ) d ~aw.upenn.edu/bll/ June 8, 2000). See also Brian F. Fitzgerald, Computer Copyright: Same Words, Diffevent Source
| Act of 1968 §47H endment {(Computer Programs) Act 1999 (Cth) (A . Code: Data Access v. Powerflex 2 CompuTer & TeLEcomM. L. Rev. 120 (1996); Brian F. Fitzger-
Y b | top.htm> (visited » available qy <hup://scaletextlaw. go (Austl.); Copyright ald, Lotus Development Corporation v. Borland Intermational Ine.: Is the Lotus 1-2-3 Menu .Com-
i B8 See (:o;:.yfig}"ll:l Rﬁf&f?ggé 8§ 47 T Bovau/hunl/ pasteact/0/941/ ; mand Hietarchy Copyrightable, 6 ]. L. & INvo. Sci. 277 (1995).
_ 47D-F, availaple 91 i ; .
ETA b , AVai ¢ <htin: i | See Gregory Aharonian, INTERNET PaTenT NEWs, Oct. 18, 1998, available from <http://
| pasteact/0/244/top him> (visited June 8, 200 ). we ttp'//Scal“:[ext-ld“\’-t‘gov.a\u/ html/ ] Ww.buesetp;;i[gcom:»; see Fitzgerald & Cifuentes, Interoperability andaComputej:r Sqﬂwarep Pro-

tection, supra note 75, at 271,
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cannot be replicated without a license.®® Here the very founda-
tions of the information society, the commercial structure or archi-
tecture, are being monopolized by the patent holder. We aspire to
the patent monopoly in order to reward inventors for the public
good, but the patent monopoly is troubling where the basic build-
ing blocks of action or speech are patented. As the following case
demonstrates, in defining the patenting of software, we will be de-
fining accessibility to new forms of discourse.

1. State Street Bank®®

This case concerned the validity of a patent for a system that
allowed a bank administrator to monitor and record the financial
information flow and make all calculations necessary for maintain-
ing a partner fund financial services configuration. A partner fund
financial services configuration essendally allows several murual
funds, or “Spokes,” to pool their investment funds into a single
portfolio, or “Hub,” allowing for consolidation of, inter alia, the
costs of administering the fund and providing the tax advantages
of a partnership. The colrt was asked whether the claimed subject
matter fell into one of two alternative judicially-created exceptions
to statutory subject matter; the “mathematical algorithm” excep-
tion and the “business method” exception.®*

92 See, e.g, State St. Bank & Trust Co. v. Signature Fin. Group Inc., 149 F.3d 1368 (Fed.
Cir. 1998) (discussing patent on computing financial data); Teresa Riordan, 4 Dangerous
Manopoly? Paying Computer Users to Read Internet Ads and then Storing Their Data, N.Y. Times,
Feb. 1, 1999, at C1 (discussing Cybergold's patent on paying to view Internet advertise-
ments and SightSeund.com’s patent for downloading audio or visual material for a fee
ransmitted over the network). For a list of recent e-commerce software patent claims see
League of Programming Freedom, Software Patents, (visited Apr. 14, 2000) <hetp://
Ipf.ai.mit.edu/Patents/patents html>. In Amazon.com, Inc, v. Barnesandnoble.com, Inc.,
73 F. Supp. 2d 1228 (W.D. Wash. 1999), a district court judge in Seatte granted a prelimi-
nary injunction prohibiting Barnes & Noble from using one-click technology in the online
shopping process. Paragraph One of the complaint read:
Amazon.cHm brings this suit to redress Defendants’ willful infringement of Am-
azon.com’s patent encompassing its 1-Click method for processing online
shopping orders. Amazon.com’s 1-Click system is a major innovation in e-com-
merce: it allows customers to order, pay for, and arrange for delivery of any
item Amazon.com sells, all with a single click of the mouse. The 1-Click
method is popular with customers because it gives them a faster, more conve-
nient, more eflicient, and more pleasant shopping experience. In May 1998,
Defendants meticulously copied Amazen.com’s 1-Click process, dubbed it “Fx-
press Lane,” and introeduced it on their barnesandnoble.com website, Defen-
dant’s Express Lane ordering system infringes Amazon.com’s United States
Patent No, 5,960,411 (the 411 patent”).

Complaint, for Patent Infringement and Demand for Trial, Amazon.com v.

Bamesandnoble.com, 73 F. Supp. 2d 1228 (W.D. Wash. 1999), auailable at <http://1pf.ai.

mit.edu/Patents/amazon-vs-bn.html>,

93 State St..Bank & Trust Co. v. Signature Fin. Group, 149 F.3d 1368 (Fed. Cir. 1998).

91 Sectign 101 of the U.S, Patent Act reads: “Whoever invents or discovers any new and
useful process, machine, manufacture, or composition of matter, or any new and useful
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The court explained that the plain and unambiguous mean-
ing of section 101 of the Patent Act meant that any invention fall~
ing within one of the four stated categories of statutory subject
matter may be patented, provided it meets the other requirements
for patentability set forth in sections 102, 103, and paragraph two
of section 112. They further explained that repetitive use of the
expansive term “any” in section 101 evidenced Congress’s intent
not to place any restrictions on the subject matter for which a pat-
ent could be obtained beyond those specifically recited in the sec-
tion. The court stated that the Supreme Court has acknowledged
that Congress intended section 101 to extend to “anything under
the sun that is made by man,”® and that therefore it would be
improper to read limitations into the statute restricting the subject
matter that may be patented.®®

Addressing the claim that a mathematical algorithm exception
invalidated this patent, the court reasoned:

The Supreme Court has identified three categories of sub-
ject matter that are unpatentable, namely “laws of nature, natu-
ral phenomena, and abstract ideas.” Of particular relevance to
this case, the Gourt has held that mathematical algorithms are
not patentable subject matter to the extent that they are merely
abstract ideas. . . . [Tlhe Court explained that certain types of
mathematical subject matter, standing alone, represent nothing
more than abstract ideas until reduced to some type of practical
application, i.e., “a useful, concrete and tangible result.”

Unpatentable mathematical algorithms are identifiable by
showing they are merely abstract ideas constituting disembodied
concepts or truths that are not “useful.” From a practical stand-
point, this means that to be patentable an algorithm must be
applied in a “useful” way. . . .

Today, we hold that the transformation of data, represent-
ing discrete dollar amounts, by a machine through a series of
mathematical calculations into a final share price, constitutes a
practical application of a mathematical algorithm, formula, or
calculation, because it produces “a useful, concrete and'tangible
result”—a final share price momentarily fixed for recording and
reporting purposes and even accepted and relied upon by regu-
latory authorities and in subsequent trades.®’

improvement thereof, may obtain a patent therefore, subject to the conditions and re-
quiremnents of this tide,” 35 U.S.C. § 101 (1984). ) _

95 Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980); Diamond v. Diehr, 450 U.S. 175,
182 (1981) (quoting S. Rep. No. 1979, 82d Cong., 2d Sess., 5 (1952); H.R. Rer. No. 1923,
82d Cong., 2d Sess., 6 {1952), 1952 U.5.C.C.A.N. 2304, 2399).

96 See State St. Bank, 149 F.3d at 1372-73.

97 Id. at 1373 (citations omitted).
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them.” “If at the time of [the .patent] application, there had

Regarding the claj that a business meth exception invalj- . L
g g m S od P ali been no system of bookkeeping of any kind in restaurants, we

dated the patent the court held:

As an alternative ground for invalidating the . . . patent . .,
the [lower] court relied on the Judiciallycreated, so-called “busi-
ness method” exception to statutory subject matter. We take
this opportunity to lay this ill-conceived exception to rest. Since
its inception, the “business method” exception has merely repre-
serited the application of some general, but no longer applica-
ble legal principle, perhaps arising out of the “requirement for
invention”—which was eliminated by § 103. Since the 1952 Pat-
ent Act; business methods have been, and should have been,
subject to the same legal requirements for patentability as ap-
plied to any other process or method.

The business method exception has never been invoked by
this court, or the CCPA, to deem aninvention unpatentable,
Application of this particular exception has always been pre-
ceded by a ruling based on some clearer concept of Title 35 or,
more commonly, application of the abstract idea exception
based on finding a mathematical algorithm. Mustrative is the
CCPA’s analysis in In re Howard, wherein the court affirmed the
Board of Appeals’ rejection of the claims for lack of novelty and
found it unnecessary to. reach the Board’s section 101 ground
that a method of doing business is “inherently unpatentable,”

Similarly, In re Schrader, while making reference to the busi-

algorithm and there was no “transformation or conversion of
subject matter representative of or constituting physical activity
or objects.” . . . Maucorps dealt with a business methodology for
deciding how salesmen should best handle respective customers
and Meyer involved a “system” for aiding a neurologist in diag-
nosing patients. Clearly, neither of the alleged “inventions” in
those cases falls within any § 101 category. However, closer scru-
tiny of these cases reveals that the claimed inventions in both

Even the case frequently cited as establishing the business
method exception to statutory subject matter, Hotel Security
Checking Co, v. Lorraine Co., did not rely on the exception to
strike the patent. In that case, the patent was found invalid for
lack of novelty and “invention,” not because it was improper sub-
Ject matter for a patent. The court stated “the fundamenta] prin-
ciple of the system is as old as the art of bookkeeping, i.c.,
charging the goods of the employer to the agent who takes

would be confronted with the question whether a new and use-

ful system of cash registering and account checking is such an
» .

art as is patentable under the statute.,” This case is no

exception.®®

The court pointed out that the district cpurt, while ex}pl»lflimng
the rationale of the business method'exceptmn as set f.ortd in sev-
eral tréatises, actually gave as the primary reason for its decision
the following statement:

ignature’s invention were patentable, any fu.lanaal insti-
tutiozlf'tslgiious of implementing a multi-tiered f.undmg complex
modelled [sic] on a Hub and Spoke configuration would be re-
quired to seek Signature’s permission ’before embfirkllp'g 03
such a project. This is so because Lh'e 056 Patent is ¢ aime !
[sic] sufficiently broadly to foreclose virtually any com[.)uter-lmf
plemented accounting method necessary to manage this type o
financial structure.%®

The appeals court explained that whether the patent’s claims
were (0o broad to be patentable was not to be judged undt(eir 15183
tion 101, but rather under sections 102, 103, and 112 an b.a :
nothing to do with whether what was claimed was statutory subjec
matter. 1% . o ‘

In summary, the court rejected the existence of Jud1c1a11§ ct;'le
ated éxceptions to the statutory subject matter and confirme 1 the
validity of the patent in what has been seen as a landmark decision
for e-commerce software patents. ‘

One may ponder whether the business method woul.d have
been patentable without the software. What_made the cl?)lm' pat-
entable? One interpretation of the case is t=hat. the USIDFSS
method was patentable because it was wrapped up in software (in
digital speak) and that digitizing the business method has some

1 101
magical legal effect. .

gThe ever-increasing number of e-commerce business method

. r y - d).

o8 1874-76 (citations and footnotes omitte: » N

99 Alfi :: 1376-77 (quoting State St. Bank & Trust Co. v. Signature Fin. Group, Inc,, 927
F. Supp. 502, 516 (D. Mass. 1996)).

100 75-76. e .

1o 2‘5 zrtle] ?vriter points out, the real space non-digital “drive through Cbi]SIH%S Ez};lt?t;:l
for delivery of fast food would not have been [)thentaplle (x}l:otllll; Ipnacs‘t.oizem z:ri‘vf D Melarts,
Note, State Street Bank Trist Co. v. Signature Financia S oup Inc. ey

; Exceptions Return to Business as Usual?, 6 J. INTELL, L. ¢
%ﬁ?sggln:;;xegﬁﬁn;stp rr:cthod could be protected to some extent through contract (e.g.
franchise agreement), rademark, and unfair competition law.
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370 CARDOZO ARTS & ENT ERTAINMENT

software patents, especially those involving fundamental e-com-
merce-architecture is making it.impossible to move (speak) in digi.
tal space without.fear of patent infringement.

This is a matter of serious concern, as a method of doing bus;.
ness is a discourse. The Way we communicate to transact commer.
cial affairs is a discursive practice. How would one react to 1 claim
that they had to-pay a license fee to say, “The item costs five dollars;
please hand over your money”? As can be seen from this example,
digital architecture is inherendy discursive, so the more we allow
proprietary rights in it, the more we impact upon the freedom of
communication or discourse. The incentive to build digital archj-

tecture, however, is intertwined with the enforcement of inteliec-
tual property rights.

_ ; and, if we
aspire to build the best digital communicative architecture, we may

be expected to pay for such development. The difficulty is that
more traditional elements of discourse, like speaking the English
language, are not proprietary but open; they are not subject to a
patent. T do not expect to have to pay so
speak to you here today. My dilemma is that I strongly believe that
if we are to fully exploit the amazing opportunities inherent in in-
formation society, we need to reward inventors and to understand
the importance of commodifying informational products. On the
other hand, I shudder at the thought that when e-commerce he-
comes the norm, the basic communicative architecture of business
will become proprietary, 102
Audiences to these arguments have given various responses.
One person suggested that a solution might well lie in more effec-
tive patent claim processes that accord more attenti
art, thereby protecting the fundamental value of free and open dis-
course.’® Others suggest use of compulsory licensing or the pat-
ent misuse defense to allow access to the essential architecture. !

102 See Robert P, Merges, As Many as Six Impossible Patents Before Breakfast: Property Rights
Jor Business Concepts and Patent Sysiem Reform, 14 BERKELeY, TeCh, LJ. 577 {1999); see also G.
DreEws, THE PATENT RIGHT 1y THE NaTIONAL ECONOMY OF THE UnNiTen States (1952); Mark
D. Janis, Second Tier Patent Protection, 40 Harv. INT'L LJ. 151 (1999); Francisc Marius Keeley-

Domokos, Note, fntellectual Property, 14 BERkELEY Tec. LJ. 153 ( 1999); Melarti, Supra note
101.

103 See Merges, sufpra note 102,

194 For an overview of patent misuse cases, see DonaLp . CHisum, 6 CHisum on Pat-
ENTS: A TREATISE ON THE Law oF PATENTABILITY, VALIDITY AND INFRINGEMENT § 19.04(3]
(1999). See also infra note 124. In the future WE may see stronger arguments for applica-
tion of the antitrust-based essential facilities doctrine 1o proprietary digital architecture,
although current case law would suggest this is not an easy route to wke. Sp Australian
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Some have queried whether we have a right to expect)thefbus:nf\slsj
infrastructure :.to be free—after all, ph(?ne lines are not re;fft.mwé
though, in reply, the English language is not p'roprlet]zliry,. Soést re
patents have the potential to exclude.co_mpetltors who ;rcllv o
sources, not just free riders (as_ the District Court pointed ou n
State Street), and no one is claiming .that you do not have to gay

a business service provided. These issues are complex and ;sen:
more thought, but an immediate response is that' they can efa :
commodated if we remember that free and open dlscc.)urse is a u}?
damental value, but not the only value to be weighed in the
balal;lcle.summary, the conceptualizatiqn of software as discourse
makes us aware of the broad-reachlng power of e-commerf:ei
software patents and of our need to-(fonsuder carefully the proprie
tary nature of digital .discourse/architecture.

C. Contract Law: The Software License

We distribute software primarily through a software licelnse—
shrink-wrap or click-wrap. Software is not distrlb}lted _through 't’he
sale of a tangible good but rather through the hlcotznsmg of an in-
tangible commodity. The license is the product." _

ng]“Shrink-wrap lti)z:enses” are normally used wher-e; Fl}e s‘oftware is
shrink-wrapped and sold in a store. The license is disclosed only

; municat Corp. v. American Tel.
ices Act, 1974, Part II1A (Austl.); MCI C(_)mmunlcatfons
gcr%%(li l:]rscgggsF.gd. 1081 (7th Cir. 1983), cert. denied byAmeqcan _Tell.: éc Ttlfl.CCOéO\g i\"dgi
Communications Corp., 464 U.S. 891 (1983); Byars v. Bluff Gity News ]%.%7;1 . 609 F.
843 (6th Cir. 1980); Hecht v. Pro-Football Inc., 570 F.2d 982 (D.C. CI]I':“‘,.D : ’1396)- AOL,
436 U.S. 956 (1978); Cyber Promotions Inc.lv. AOL, Si:l%F. Suvpplﬁffl (C,orp aé. B Su];p_ o
v. Cyber Promotions Inc,, (E.D Pa. 1996); ntergraph Corp. : b Supp- 2d
t Fed. Cir. 1999); Data Gen. Corp.
1265 (N.D. Ala. 1998), vacated 195 F.3d 1346 ( ;. As o
1st Cir. 1994); Aspen Skiing Co. v. Aspen Hig|
man Sys. Support Corp., 36 F.3d 1147 { v fopen Highlands
iing C ; Kodak Co. v Image Technic , Inc.,
Skung Corp., 472 U.S. 585 (19§5), Eastman Keotak, e 135 F o 1105 tooe
-S. 451 (1992); Tmage Technical Servs., lnc._ v, E'.ast:n_lan . 1 .
gif. 19597)(; in rl Indegendent Serv, ]({)ﬁ ;A;l{u“kl;sl[{-agg]‘ QF%’)AF é’»& liiiig;g.i(n]n;h(tlt(;r}}
2000); Melway Publ’'g Pty Lid. v. Robert Hic A Lé] O
Www, il isited Apr. 14, 2000); Hamersley .I.ron ty Led. v. ) !
Couna::l:fdfllggg]a;(/;z (SV(;EI', availi)zble in <http://www -'au-sTl;fduﬁlé;bc(mﬁf-i _](levr;: g?ll ?:(;(;2;,
Radio Telefis Eireann & Indep. Television Publications Ltd. v. E.C. OénZeimchﬁftenverlaé
SM.L.R. 718; Oscar Bronner v, Mediaprint Zeitungs- un nverla

([?}r?]?)ﬂ ; ((IJO}JKG C-7/97, available in <htp:/ /;urjaﬁu.lr%) (;Jnl::[%% ﬁpﬁ'fﬂoﬂb I;lrn}-l‘})

A ] ilities: An Epithet in Need of Limiting Principles, 58 AB.A. AN LJ.
gifﬁﬁ%gﬁ?ﬁiﬁfﬁg;sg;m & A‘?an V. Goldman, No Shortcul to Antitrust Anal);m(.; The gun;at;d
Journey of tlie “Essential Facilities™ Doctring, 1 CoLum. Bus. L. Rev, 1 (1996); “T. trlegL a(:l3 23,
Eis;:gal Facilities Doctrine: Intergraph Corp, v. Intel Corp., 14 Berkeley Tech. LJ.
(11%959)§re Robert W. Gomulkiewicz, The License Is The Product: Comments on the: Promﬁi:: Gof
Aﬂiqeiz'B [for Software and Information Licensing, 13 BErkeLEy TECH. L,J. 891 .('}‘293), Sefifz‘n 0}
Evans & Brian'F. Fitzgerald, Information Transactions Under UCC Article fB.l o Se)'_;eivrzn me?et
Freedom of Contract in the Digital Millennium, 21 U. NEw 5. WaLEs L.J. 404 ( ;
al, supra note 82, at 17. -
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after the purchaser opens the package. “Click-wrap licenses” are
used in an online environment, such as the Internet. The user ac-
cepts the terms and conditions of a software license by clicking op
a button prior to using a program. After the decision in ProCD, Inc.
v. Zeidenberg, %5 shrink-wrap, and arguably, click-wrap, licenses are
enforceable in parts of the United States. 107

In the digital world, the essential transaction consists of licens-
ing information commodities, rather than the transferring of a tan-
gible product. The value of the commodity is the information, and
the right to control and exploit it. In this regard, the rights that
are assigned in conjunction with the license, set out as terms of the
confract, are crucial, as they define the product the licensee re-
ceives. The more restrictions are placed on the licensee’s use of
the software, the less its value will be to the licensee, and the
greater the value retained by the licensor to use the same informa-
tion in future transactions. The proposed Uniform Commercial

Code (“UCC”) Article 2B in the United States, which has become
the Uniform Computer and Information Transactions Act
(*UCITA”), adopted by the National Conference of Commission-
ers on Uniform State Laws (“NCCUSL") on July 29, 1999 105 {5 41,

attempt to provide guidelines for software licensing. At this point

in time, it has not achieved total support, %9

Yet, this licensing mechanisin, said to be necessary to protect
investment in innovation, is mooted to allow privately legislated in-
formational property rights to arise. It is even suggested that the
public domain rights currently recognized by copyright law can be
ousted by the contractual software license. Contract law then,
needs to be infused with some notion of public interest in relation
to informational goods such as software; and if software is dis-

course, we need to factor that into the rights that private ordering
will allow, !¢

106 86 F.3d 1447 (7th Cir. 1996},

107 See id. at 1453,

108 Gge commentary at <http://www.badsoftware.coms.

109 Sep id.

110 See generally James BOVLE, SHAMANS, SOFTWARE, SPLEENS (1996); Yochai Benkler, Free as
the Air to Common Use: First Amendment Constraints on Enclosure of the Public Domain, 74 N.Y.U.
L. Rev. 354, 429-40 (1999); David Lange, Recogm'zing the Public Domain, 44 Law & ConTEMP,
Pross. 147 (1981); Charles R, MeManis, The Privatization {or Shrink—mepiﬂg) of American
Copyright Law, 87 Cav. L. Rev. 173 (1999); Madison, supra note 1, at 1025 (1998); Nimmer
et al,, supra note 82; Lemley, supranote 82; |.H. Reichman & Jonathan A. Franklin, Privately
Legislated Intellectual Property Rights: Reconciling Freedom of Contract with Public. Good Uses of
Information, 147 U. Pa. L. Rev. 875 (1999); of Raymond T, Nimmer, Breaking Barriers: The
Relationship Between Contract and Intellectual Property Law, 13 BerkeLFy TECH. L.J. 827 (1998).
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D. Competition/Antitrust Law .

In an ideal world, competition law will balance thf: monopo-
lies that copyright, patent, and contract create in sqftyvare. gwﬂl
define the scope of the grant of intellectual property rights. l_1-1g1—
nally, the approach in the Europear} Umor.l was that de;i 1nl;gs
within the scope of the intellectual property ‘1‘1ghts granted y the
relevant intellectual property law were immune .from competition
law, while other dealings were subject to competition law. This z;lp-
proach was questioned in a decision that looked primarily at }tl e
anti-competitive effect of intelfectual property rights—in other
words, the scope of the grant as defined by intellectual property

tition law. _
e 'i“(})lr:z(;)propriate interplay between competition law and intel-
lectual property law, which is of utmost importance to the. co}?—
struction of our digital identi?ﬁ is currently being played out in the

' tes v. Microsoft case.

Umﬁisafi isdeal—= world{ competition law will‘bal'ance the monop‘(;i
lies that copyright, patent, and contract create in soft_ware. g Wl
define the scope of the grant of intellectual property rights. ] rigi-
nally, the approach in the European Umor_l WE‘IS”that dea 1n1;gs
within the scope of the intellectual property rights granted b}'f the
relevant intellectual property law were immune ‘ﬁ_“om competition
law, while other dealings were subject to competition law. This ap-
proach was questioned in a decision tth looked Prlmarl_ly at }tlhe
anti-competitive effect of intellectual property rights—in other
words, the scope of the grant as defined by intellectual property
ition law. '
e ff(})llle]g;tijfopriate interplay between competition-law and intel-
lectual property law, which is of utmost importance to the_ CO}?-
struction of our digital identity, is currentl).f being played out in the
United States v. Microsoft case."? In Australia, much focus has been

ST (1960).
111 See Joser Tausman, COPYRIGHT AND ANTITRUST { .
1z See{lnited States v. Microsoft Corp., __F. Supp. _ _ (D.D.C. june 7, 200?)ag§aztgl£;lf
m 2000 WL 726757; <http://www.microsoft.coms. Sjl;ldge *Ja;kscm dct;rcxfi (l)ln d that
i i it i he Sherman Act and s
Microsoft violated antitrust law (sections 1 and 2 of t _ poenon Tort
i Int t browser software market. See United States v. lic p-,
g;agtoslzlggl)?:inSL(l)le(DnDegl?April 3, 2000). He subsequently ordered th;t N[ch:l:ossfts tt;e[ ;El:t
) N y : N . i « . » te 3
i ‘ ting Systems Business and an Applications Business. See n‘x
:ilitgr;;f?ggig.,%% F?(SSupp. 2d 59 (D. D.C. June 7, 2000). Tl;;s JL;(}g;nent i‘la‘; bgl};lgﬁigjl%
j ippeal to the Supreme Court. See Court Stays Final Judgment, Sen ¢
mCCLb§]eetCtJt .;Zp?’?mipcl’)oin (Microsotls press release) (visited fune 28, 2000) <http://www.micro
: ; trial/Jun{0/0620600.asp> o . o
sOfLCOOII? {l?;i?o}t)if;/o?i(fgyright misuse, which at this point is seen as being dlstm;:thfr((:)m
general competition law, see Alcatel USA, lezr.nv. ]_.)GI 'Il\fcéls.j,&:r’lc., 11;316 ;gg ’57’17§ ((9:}1 Ci;
1 : ice M ement Info. Corp. v. crican Med: Ass’n, , .
138333 ol page Reynolds, 911 F.2d 070 (4th Gir. 1990); Lemiey, supra note 82.
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placed on section 51(3) of the Trade Practices Act 1974 (Cth),
which exempts licensing of certain intellectual property rights
from the fu]l application of the Act.!'® Section 51(3) was targeted
for reform in accordance with the Draft Report''# published by the
National Competition Council.!'® The proposal to remove the Ji-
censing of intellectual property rights from the section 51(3) ex-
emption''® would have made competition lawyers even more eager

113 Se¢ Trade Practices Act 1974 §51(3) (Cth) (Austl), available from <hup://
www.austlii.edu.an/> (visited June 8, 2000).

114 NamioNAL CoMpPETITION CoUNcIL, DrRAFT RerorT, REVIEW oF SEcTions 51(2) anp
51(3) oF THE Trade Practices Act 1974, at 93-132, available at <hup://www.ncc.gov.au/na-
tionalcompet/section%2051 %20review/section%2051.hun> (visited Apr 14, 2000).

115 See National Competition Council (visited Apr. 14, 2000) <htip://www.ncc.gov.aun,
see also . Fung, The Case of an Awkward Interface—~Palents versus Competition, 21 U, New
SouTH WaLks L.J. 757 (1998).

116 Section 51(3) does not prevent application of section 46, which covers abuse of mar-
ket, power, See Trade Practives Act 18974 §46 (Cth): (Austl), evailable from <hup://
www.austlii.edu.au/> (visited June 8, 2000). It is suggested that section 46 can be infringed
through exercise of property and contract rights. See QW1 Py Lid. v. BHP Co. Ltd., {1989)
167 C.L.R. 177, 202 (Dawson, J.); ¢f Warman,Int'l Ltd. v. Envirotech Australia Pty Ltd,,
(1986) 11 F.C.R 478, For a géneral introduction to Australian law, see 8. Corones, COMPE-
TITION Law In AusTrania {1999); A. Bruce & E. Wess, TranE PracTices Law (1999). Sec-
tion 46 reads:

Misuse of market power ‘

(1) A corporation that has a substantial degree of power in a market shall
not take advantage of that power for the purpose of:

(a} eliminating or substantially damaging a competitor of the,corperation
or of a body corporate that is related to the corporation in that or any other
market;

(b) preventing the entry of a person into that or any other market; or

(c) deterring or preventing a person from engaging in competitive con-
duct in that or any other market.

(1A) For the purposes of subsection (1):

(a): the reference in:paragraph (1)(a) to a competitor includes a refer-
ence to competitors generally, or to a particular class or classes of competitors;
and

(b) the reference in paragraphs (1)(b) and (c) to a person includes a
reference 1o persons generally, or to a particular class ot classes of persdns.

(2) If: il

(a) a body corporate that js related to a corporation has, or 2 or more
bodies corporate each of which is related to the one corporation together have,
a substantial degree of power in a market; or

(b} a corporation and a body corporate that is, or a corporation and 2 or
more hodies corporate each of which is related to that corporation, together
have a substantial degree of power in a market;
the corporation shall be taken for the purposes of this section to have a sub-
stantial degree of power in that market.

(3) In determining for the purposes of this section the degree of power
that a body corporate or bodies corporate has or have in a market, the Court
shall have regard to the extent to which the conduct of the body corporate or
of any of those bodies corporate in that market is constrained by the conduct
of:

(a) competitors, or potential competitors, of the body corporate or of any
of those hodies corporate in that market; or

(b) persons to whom. or from whom the body corporate or any of those
bodies corporate supplies or acquires goods or services in that market.

(4) In this section:
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to look at the monopolies created through intellectual property
legislation. Such- scrutiny would be aimed particularly at the mo-
nopolies imposed by a contractual license of intellectual property
such as software,''” but the Final Report on the matter recom-
mends against removing the licensing of intellectual property
rights from the section 51(3) exemption.”’® Neévertheless, the Aus-
tralian Intellectual Property and Competition Review Committee
are currently undertaking another government inquiry into the in-
terplay of intellectual property and competition law.'"

In 1995, the United States Department of Justice and the Fed-
eral Trade Commission issued the' Antitrust Guidelines for the Licens-
ing of Intellectual Property, which govern the interaction of
intellectual property and competition law. The guidelines’ three
main principles set forth: )

(a) for the purpose of antitrust analysis, the Agencies [the
DOJ and FTC] regard intellectual property as being essen-
tially comparable to any other form of property;

(b) the Agencies do not presume that intellectual property
creates market power in the antitrust context; and

{c) the Agencies recognize that intellectual property licensing

(a) a reference to power is a reference to market power;

{b) a reference to a market is a reference to a market for goods or ser-
vices; and

(c) a reference to power in reladon to, or to conduct in, a market is a
reference to power, or to conduct, in that market either as a supplier or as an
acquirer of goods or services in that market. '

(5) Without extending by implication the meaning of subsection (1}, a
corporation shall not be taken to contravene that subsection by reason only
that it acquires plant or equipment.

{6) This section does not prevent a corporation from engaging in conduct
that does not constitute a contravention of any of the following sections,
namely, sections 45, 45B, 47 and 50, by reason that an authorization is in force
or by reason of the operation of section 93.

(7} Without in any way limiting the manner in which the purpose of a
person may be established for the purposes of any other provision of this Act, a
corporation may be taken to have taken advantage of its power for a purpose
referred to in subsection (1) notwithstanding thar, after all the evidence has
been considered, the existence of that purpose is ascertainable only by infer-
ence from the conduct of the corporaton or of any other person or from other
relevant circumstances.

Trade Practices Act 1974 § 46 (Cth) (Austl).

117 Ser David McGowan, Free Contracting, Fair Competition and Draft Ari. 2B: Some Reflections
on Federal Competition Policy, Information Transections and “Aggressive Neutrality”, 13 BERRELEY
Tech. L.J. 1173 (1998); Ronald A. Cass, Copyright, Licensing, and the “First Screen”, b Mich.
TeLEcomy. & TecH. L. Rev. 35 (1999).

118 See Final Report, Review of Sections 51(2) and 51(3) of the Trade Practices Act 1974,
gvailable at- <http:/ /www.nce.gov.an/nationalcompet/ section %205 1% 20review/section%

051 htm>,

119 See further Intellectual Property & Competition Review Committee (visited Apr. 14,
2000) <htp://ipcr.gov.an/>.
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allows firms to combine complementary factors of produc.
tion and is generally procompetitive,!"

These guidelines, along with the European approach and the
call for reform in Australia, are a good indication that competition
law will act to inform the scope of intellectual property rights in
the future and mediate attempts by any one entity to dominate the
construction of informational discourse and identity. Further-
more, the fact that digitization facilitates the merging of communi-
cation and distribution channels (through a discourse of software)
demands that competition/antitrust law act to preserve the mult-
plicity of meaning and the antitrust of knowledge.'*! This will he
no easy task, as the Microsoft case demonstrates; the allegation of
technology tying and the digital converging of two software prod-
ucts challenges the ability of antitrust law to fathom new business
methods.!22 Lot

The intention of making competition law more prominent in
the digital environment in order to open access to discourse is evi-
denced by the wide-reaching decision in Alacatel o, DGIL'** This
decision overrides the copyright owner’s right in the name of mis-
use.'** "This doctrine is said to derive from the equitable notion of
clean hands'?® (and seems to invoke constitutional enumerated

120 Antitrust Guidelines for the Licensing of Intellectual Property § 2.0.

121 The tradition of antitrust law in the United States and the important role it is likely
to play in the digital environment highlights the fact that while it is not formally ep-
trenched as a constitutional principle it will certainly act like one, especially in relation to
intellectual property rights in software where speech restrictions have been legitimated
and First Amendment challenges negatived. In this last instance antitrust law has the po-
tential to act as a surrogate champion of open and free {digital) speech/discourse.

122 See United States v. Microsoft_Corp., 147 F.3d 935 (D.C. Cir. 1998),

123 166 F.3d 772, reh’y denied, 180 F.3d 267 (5th Cir. 1999).

124 The patent of architecture is vitally important and will necessarily invoke competi-
tion law. On patent misuse and associated anti-competitive conduct, see Vitamin Technol-
ogists, Inc, v. Wisconsin Alumnj Research Found., 146 F.2d 941, 946-47, 956 (9th Cir.), eert.
denied 325 1.8, 876 (1945); United States v. General Elec. Co., 272 U.S. 476 (1926); United
States v. Line Materials Co., 333 U.S. 287 (1945); General Talking Pictures Corp. v. West-
ern Elec. Co., 304 U.S. 175, reaff'd.on rehg, 305 U.S. 1924 (1938); HerBERT HoveEnkame,
FEDERAL. ANTITRUST PoLicy: THE Law oF COMPETITION AND 1ITs PracTICE 218-25 (1994);
Paiir E. ArReepa & Louts KaPLOW, ANTITRUST ANALYSIS: Prosrems, TEXT AND Casrs 189-85

n.428 (4th ed. 1988); Intergraph Corp. v. Intel Corp., 3 F. Supp. 2d 1255 (N.D. Ala. 1998),
vacated 195 F.8d 1346 (Fed. Cir. 1999); Data Gen, Corp. v. Grumman Sys. Support Corp.,
36 F.3d 1147 (1st Cir. 1994); Image Technical Servs., Inc. v. Eastman Kedak Co., 125 F.3d
1195 (9th Gir. 1997); In re Independent-Serv, Orgs. Antitrust Litg., 203 F.3d 1822 (Fed.
Cir. (Kan.) 2000).

125 Sge Morton Salt Co. v. G.S, Suppiger Co., 814 U.S. 488, 492 (1942) (“Itis a principle
of general application that courts, and especially courts of equity, may appropriately with-
hold their aid where the plaintiff is using the right asserted contrary to the public inter-
est.”); SEC v. United States Realty Co., 310 U.S. 434, 455 (1940); United States v. Morgan,
307 1.8, 183, 194 (1939); Virginian Ry. Co. v. System Fed'n No. 40, 300 U.S, 515, 552
(1937); Central Ky. Natural Gas Co. v. Railroad Comm'n of Ky., 290 U.S. 264, 270 (1933);
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powers rhetoric'®®) inherent in copyright and patent law. While
the doctrine of misuse is said not to emanau? dlrect_Iy ﬁ:om compe-
tiion/antitrust law, such law surely defines its motivation.

1. Alcatel USA, Inc. v. DGI Technologies, Inc.: Copyright Misuse!2”

The facts of the case concerned telephone s.witching systems
that were designed, made, and sold by _DSC (w}nch later became
Alcatel) to long-distance telephone service providers, suF:h as MCI
and Sprint.'*® DSC switches were controlled by its copyrighted op-
erating system software that, unlike the switches, was not sold but
licensed to users on the following terms:

(1} the operating system software remains the property of DSC;
(2} the customer has the right to use the software only tfj oper-
ate its switch; (3) the customer is prohibited from copying the
software or disclosing it to third parties; and (4) the customers
are authorized to use the software only in conjunction with DSC-
manufactured equipment.'®®

DSC’s customers frequently needed to expand the call-h.an-
dling capacity of their switches and ofteg achieved the expansion
by adding groups of “cards” to the switch. In 1989, ]_)GI was
founded to design and sell expansion cards for use with DSC
switches. Prior to 1989, however, DSC was the only manufacturer
of such cards.'® . '

DGI claimed that it developed its cards by reverse engineering
DSC’s unpatented products and then duplicating their fupcuonal—
ity to achieve a better-designed card using newer-generation “elec—
tronics and including additional features. DSC asserted that “DGI

Harrisonville v, W.S. Dickey Clay Mfg. Co., 2897U.5. 334, 337 (1933); Beasley v. Texas &
Pac, Ry. Co., 191 U.S. 492, 497 (1903).

126 Spe Morton Salt, 314 U.S. at 492. )
The grant to the inventor of the special privilege of a patent monopoly carries
out a public policy adopted by the Constitution and laws of the_ United .Sta_tes,
‘to promote the Progress of Science and useful Arts, by s'ect‘umg for hmlteq
Times to . . . Inventors the exclusive Right . . . ." to their ‘new and uscful
inventions. But the public policy which includes inventions within the granted
monopoly excludes from it all that is not embraced in the invention. It equally
forbids the use of the patent to secure an exclusive right or limited monopoly
not granted by the Patent Office and which it is contrary to public pelicy to

1 grant.

d.

127 For a detailed introduction to this topic, see P. GoLpsTEIN, CoryRIGHT ch. 9.6 (12d 268(11
1999); Mervie B. Nivuer & Davip NIMMER, NIMMER ON COPYRIGHT §13.09, at 13-
{1999), ]

128 )See Alcatel, 166 F.3d at 777-80. “A telephone switch routes long distance telephone
alls 10 their destinations.” Id. at 777.

129 g

180 14
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did not engage in legitimate reverse engineering, but rather misap-
propriated’ DSC’s intellectual property by wrongfully obtaining
schematics and manuals provided only to DSC customers on the
express condition that there be no disclosure to third parties,”!3!

[Bletween 1992 and 1994, DGI developed and introduced four
DSC-compatible cards—the Digital Trunk Interface (“DTI),
the Bus Terminator (“BT”), the Digital Tone Detector (“DTD"),
and the Pulse Code Modulation Interface (“PCMI”). None of
these initial DGI cards were microprocessor cards. . . .

When installed in a switch, a microprocessor card controls
the “boot up”—that is, it dowhloads DSC’s copyrighted operat-
ing system software into its random access memory (“RAM”), A
DTI, DTD, or BT card alone cannot expand the capacity of a
switch; a customer must install a group of cards together with a
microprocessor card to achieve expansion. For this reason, DGI
obtained DSC microprocessor cards—then known as MP-2s—in
the used market to sell along with three DGI cards. This ena-
bled DGI to offer a customer a complete expansion card com-
plement, which it did.

In 1995, as a result of a new dialing plan implemented by
the Federal Communications Commission (“FCC") and’ cus-
tomer demands for new features, DSC revised and expanded its
operating system software. These changes required DSC cus-
tomers to upgrade to a new microprocessor card—the MP-8. As
few MP-8 cards were available on the used market, DGI was no
longer able to offer a complete card complement. Its marketing
problems were exacerbated by DSC’s practice of offering sub-
stantial discounts to customers who purchased whole comple-
ments of cards from DSC, but charging much higher prices for
individual MP-8 cards. This motivated DGI to develop its own
microprocessor card—the DMP-2800.

To develop a microprocessor card, DGI had to overcome
several difficulties. First, DGI needed to understand DSC’s
firmware. For this purpose, DGI purchased an MP-8 card and,
using a “burner” to remove the DSC firmware from a memory
chip, obtained the machine-readable object code. DGI engi-
neers then used a process called “disassembly” to convert the
firmware into human-readable form. In this way, DGI was able
to write its own firmware—which it claims is not substantially
similar to DSC’s firmware—for its DMP-2800 microprocessor
card. DSC asserts that DGI violated the copyright on its

firmware when it copied DSC’s firmware several times in this
process.

131 jq
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Second, the DGI microprocessor card had to accept a
download from the switch of the DSC op'erating system. To ot_>-
tain the software needed for this funcuon,. seyera}l ?GI engi-
neers took an MP-8 card to NTS Communications (“NTS"), a
DSC switch owner/ software licensee and DGI customer. Thert;,
Ernie Carrasco: an NTS employee who also cons.ulted for DGI,
placed the MP-8 card into an NTS switch an.d copied the oierit-
ing system to a laptop computer. DGI engineers then tcl)g_. NtTg
laptop back to DGI. DSC maintains th’at DGI never to d
that it'was copying and removing DSC’s copyrighted software,
only that it was “testing” MP-8 cards. . _

DGI engineers returned to NTS several umes to test MP-
cards containing versions of DGI's firmware. To avoid hawng to
perform all this testing at NTS, DGI modified an I:/IP-S car ‘tﬁ
include a device called a “punch” card or “_snooper card, whlcd
monitored the firmware during the operating system downlﬁfih.
Using this snooper card, DGl was able to u'nderstar‘\‘d W ”u:f
parts of the DSC firmware were acces’sed during the “boot h(‘)
the operating system. DSC maintains t..hat DCI us?d this
éﬁooper card to copy the messages c.on.tained! in DSC’s Sc();lc;?f
righted operating system software. It insists that, but for ls
“theft” of DSC’s operating systém, it would have been extremely

expensive and time-consuming for DGI to develop its own

i rocessor card. .

mlcr(]?)%l counters that the copy was used only to discern th_e size
of the operating system download to 'the MP-8 card, asglt wz:ls
investigating the possibility of upgrading the oldel: MP- card.
DGI insists that, as the content of the software was 1rrelevant. in
determining its size, it never even disa'ssembled the op%ra;;ng
system software from unreadable n}achl_ne langugge. DS i 3
suit in 1994, alleging that DGI had r.n}sapproprlated its trade
secrets and engaged in unfair competition . . . .

DGI counterclaimed, asserting among othe}' Fhlngs, that DSC
had breached the Sherman Act “By monopolizing the relevalnt
product market for expansion products compatible with DSC tele-
phone switches.”33 . I

In 1995, DSC filed a supplemental complaint, asserting 1reclz
and indirect copyright infringement f:laims. e After a thre.e ;,vct-ed
trial, the jury returned a mixed verdict, ﬁndlng that -DSC violate
the Sherman Act . . . and that DGI infringed certain DSC copy-
rights, engaged in unfair competition 'by misappropriating DS((J1 S
time, labor, skill, and money, and misappropriated DSC’s trade

132 74 at 77870,
183 Id
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;Z(:I:"g:;l;{he Jury also determined that both parties had “unclean
Nine months later, in November 1997, the distri

tereti its _Fmal Judgment and Permanent Injunct?grllcr;d(i:;)r?l;stsie .
DGI's antitrust claim. The court stated that DGI had “faiiedr;

prove the relevant product market” as required under Eastman KO
dak Co. v. Image Technical Services, Inc.'® It “permanently enjoineg
DGI from developing any new microprocessor cards with the assis-
tance of DSQ’S operating system software and from selling an

other DGI microprocessor card designed to use DSC'’s softwalige 136
Tl_m court further ordered DGI to turn over all DMP—‘éSOO
microprocessor cards to DSC for destruction, staying the order

pending resolution of any a l. D
o y appeal. DGI appealed, and DSC cross-

a. Copyright Misuse

Or.l app.eal to the Fifth Circuit Court of Appeals, DGI reas-
s?r}tledllts claim that even assuming that it committed acts of COpY-
right lgfnngt?ment, the “copyright misuse” doctrine precluded
mwyunctive relief based on that infringement.!®” In accepting this

) 1

This doctrine—which has its historical roots in the unclean
har.nds defense—“bars a culpable plaifltiff from prevailing on an
action for the infringement of the misused copyright.” glt— “for-
l?1d§ the use of the [copyright] to secure an exclusive right or
hm.lted' monopoly not granted by the [Copyright] Office and
w}'uch It 1s contrary to public policy to grant.” The copyright
misuse d_efense is analogous to the patent misuse defense wh;gch
was originally recognized by the Supreme Court in Mon,ton Salt
Co. v. G.S. Suppiger. The Fourth Circuit was the first to extend

134 14 at 779.80.

135 Jd. at 780. “The offense of
: . _ menopoly under § 2 of the Sherman Act -
:;erlnltii.i Ll(;l)1 the possession of monopoly power in the relevant market ;ndc(Ql))afhgv w?rilffllf;‘l
2 gon.se or maintenance of that power as distinguished from growth or development as
quence of a superior product, business acumen, or historic accident.” IItJi. at 781

(quoting Eastman Kodak Co. v. T i
(iooms o ) v. Image Technical Servs., Inc., 504 U.S. 451 at 481 (1992)}

136 Alcatel, 166 F.3d at 780,
137 Id at 794. DGI's antitrust claim was als

We are remvimoed it o dismissed on appeal. The court explained:

like the plaintiff in United Farmers, is tryi
¢ ,is t -
ggﬁt]ﬂfﬁﬁlﬂ :ts l;;irro;vlyBas possnb(le (in order to make it look a?li?g[cizf;ir?-
: power). Because 1) DGI did not present legall ffici
S;lscrisenacedth;t II))SC: s customers faced significant infc[:::rmation %mdy :xut::(}:;f: ;
» and (2} DGI's proffered relevant market does not comport with markegt

realities, i r i i
1 e T s, its aftermarket monopoly claim fails as a matter of law,
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the rationale behind patent misuse to copyrights. ‘In Lasercomb
America, Inc. v. Reynolds, the Fourth Circuit explained that,
whereas “copyright law [seeks] to increase the store of human
knowledge and arts by rewarding . . . authors with the exclusive
rights to their works for a limited time . . ., the granted monop-
oly power does not extend to property not covered by the . .

copyright”

We agree with the DSC I panel’s conjecture and the jury’s
finding that DSC’s licensing agreement for its operating system
constitutes misuse. The district court instructed the jury, in per-
tinent part:

If DSC has used its copyrights to indirectly gain com-
mercial control over products DSC does not have copy-
righted, then copyright misuse may be present. The grant
to the author of the special privilege of a copyright carries
out a public policy adopted by the Constitution and laws of
the United States, “to promote the Progress of Science and
useful arts, by securing for limited Times to [Authors'] ...
the exclusive Right . . .” to their “original” works. But the
public policy which includes original works within the
granted monopoly excludes from it all that is not embraced
in the original expression. It equally forbids the use of the
copyright to secure an exclusive right or limited monopoly
not granted by the Copyright Office and which is contrary
to public policy to grant.

A reasonable juror could conclude, based on the licensing
agreement, that “DSC has used its copyrights to indirectly gain
commercial control over products DSC does not have copy-
righted,” namely, its microprocessor cards. The facts on which
we based our misuse prediction in DSC [ have not changed sub-
stantially. As we reasoned then:

Any competing microprocessor card -developed for use
on DSC phone switches must be compatible with DSC’s
copyrighted operating system software. In order to ensure
that its card is compatible, a competitor such as DGI must
test the card on a DSC phone switch. Such a test necessarily
involves making a copy of DSC’s copyrighted operating sys-
tem, which copy is downloaded into the card’s memory
when the card is booted up. If DSC is allowed to prevent
such copying, then it can prevent anyone from developing
a competing microprocessor card, even though it has not
patented the card.

Under these facts, DSC’s assertion that its licensing agree-
ment does not prohibit the independent development of com-
patible software is simply irrelevant. Despite the presence of
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some evidence—the testimony of a DSG executive—that DGI
could have developed its own software, there was also evidence
that it was not technically feasible to use a non-DSC operating
system because the switch has a “common control” scheme in
which each microprocessor card in a network of such-cards runs
the same operating system. Hence, without the freedom to test
its cards in conjunction with DSC’s software, DGI was effectively
prevented from developing its product, thereby securing for
DSC a limited monopoly over its uncopyrighted microprocessor
cards. Furthermore, the jury instructions never mentioned ‘that
misuse could only be present if DSC's agreement prohibited the
independent development of software. Consequently, we con-
clude ‘that the district court abused its discretion in awarding
injunctive relief based on DGI’s infringing acts.!?®

This doctrine has the potential to play a significant role in de-
termining the scope of proprietary rights in software. Tt will nor-
mally arise a5 a defense to an action for copyright infringement,
and it is apparently broader in scope than antitrust law. The copy-
right misuse defense, is idiosyncratic yet potentially broad-reaching
in its operation, and will most likely take its primary (but not sole)
definition from fundamental principles of antitrust law. Alcatel
highlights how effective copyright misuse will be in defining the
ambit of copyright in software, and provides an avenue for assess-

ing the property right and associated actions against other funda-
mental values, such as free and open discourse.

IV. Power'* anDp THE NEw CONSTITUTIONALISM

Traditionally, constitutionalism (which means the regulation
of power) has focused on regulating or limiting the vertical exer-
cise of government or public power over the citizen.'*® QOn the
other hand, the horizontal exercise of power between citizens has
occurred in the private sphere and has been rarely analyzed in
terms of power or constitutionalism, although the (largely com-
mon) law has played a mediating role.

The writing of Michel Foucault informed us that power was
not just something exercised by sovereign entities like the state, but
that power relations were everywhere. As Foucault explained:

138 I at 792-94 (internal cites and footnotes omitted).

139 See generally JorbAN, supra note 2.

140 *Constitutionalism refers to implicit and or explicit limits on political or state deci-
sion making, lmits which can be procedural or substantive, Constitutionalism defines the

proper forms and limits of state action.” D. Held, The Development of the Modern State, in
FormMAaTIONS OF MoDERNTTY 71, 89 (S. Hall & B. Gieben eds.,, 1992).
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What I mean is this: in a society such as ours, but I?asically
in any society, there are manifold relan‘or%,s of power which per-
meate characterise and constitute the social .body, and these r(:i
lations of power cannot themselves be _estabhshed, copsohdgte
nor implemented without the production, accumulatmp, circu-
lation and functioning of a discourse. . . . We are subjected'to
the production of truth through power and we cannot exerctse
power except through the production f)f trut.h. e Powetl‘ nix.gr
ceases its interrogation, its inquisition, its registration qf wauth: it
institutionalises, professionalises and rewards its pursuit. In ]tt;le
last analysis, we must produce truth as we must produce wea Lu’
indeed we must produce truth in order to produce wealth . . .

This redefinition of power raises our awareness that powerhls
ubiquitous in our daily lives and demand§ a reassessment of the
mechanism, methodology, or epistemological fra_meworlf tf.lat we
invoke for understanding the role and effect of power within our
Worl‘i seems that the nature and role of corporate power, com-
bined with the information revolution (especially increasing rehi
ance on digitized information) and the growth of transnationa
civil society, have motivated arguments that talk about. the efxerase
of power in the private sphere in terms of the r‘egulat.lon of power
or constitutionalism. Interestingly, the t}_lree-dlmensmnal process
of Congress/Parliament regulating (Ve}“UCal) the power .relatlor;s
of private citizens (horizontal) is sta'rtmg to be more VlgOI‘OUS)f"
questioned (at least in the United States) in terms o
constitutionalism. '

In the United States, the First Amendment, along wn.h a gen-
erous view of the notion of state action,'* has the PotenUal to in-
tersect with legislatively mediated power relatlon_s b§tween
individuals'*® in the private sphere.'** In other countries, like my

141 F LT, supra note 18, at 93. . S
E;Jeli";“:';lati;rtfpgf force implies at each moment a relation of power (which is in
a sense its momentary expression) and every power relanc:q makes a refe}l;»_enlfg;
as its effect but also as its condition of possibility, to a political field of whic 1f
forms a part. To say that ‘everything is political,’ is to affirm this ubiquity of
relations of force and their immanence in a political field . . ..
Id. at 189. )

146\2t SEE e.g., Shelley v, Kraemer, 334 1.5. 1 (1948) (holding tl}at state court enforcemueffnlf
of restric,ti\:rc ’covenants excluding certain races l{ror;lggu{ljcgasllilg 2'5317 é))rc?})]znigi r:vgast gat -

i te action); ¢f Flagg Bros., Inc. v. Brooks, S. : ‘
;ll‘eggoss?des;i: 11?; 21 wﬁrehogugséman made pursuant to the New Yolrgllllqurm Commercial

) i i ion); 51, at n. .

Code did not constitute state action); TriBE, sufra note 51, ) o .

143 Tilisl::%uld be categorized as horizontal, as opposed to vertical, consutuu0nal§m£ tﬁf
P. Bernt Hugenholtz, Copyright and Freedom of Expression in Europe, Paper pres.elrllte g lilor he
NYU Law School Engelberg Centre in Florence (Spring 1998) (copy on file with au
Paper} (publication forthcoming).
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own, the statutory (e.g., copyright) or common law (e.g., contracy)
rules that mediate relations between individuals in the privace
sphere are largely beyond constitutional review by the courts.® [
Australia, this is a product of the Westminster notion of parliamen.
tary sovereignty: Parliament can make or unmake any law and it is
through Parliament and the common law that rights are protected,
I'am trying to convince my colleagues that power relations in the
private sphere—in particular, those defined by information law—
are fundamental constitutional issues that should be informed b

fundamental constitutional principles, like freedom: of dis
course.!* In the United States, a new generation. of scholars is
showing that the First Amendment will inform the private sphere
in this regard by arguing that the DMCA, proposed database legis-
lation, and UCITA are infringing principles of free speech’*? (al-
though I do not think they have got to the Patent Act—yet!).!4

.

144 Tt has heen suggested that the First Amendment to the U.S. Constitution, the right 1o

free speech, wilt play a role in determining the constitutional validity of database legisla-
tton; as will the limiting scope of Article 1, Section 8, Clause 8 of the U.S. Constitution {in
part, the copyright head of legislative power). See Marci A. Hamilton, Database Protection
and the Circuitous Rowte around the United States Constitution, in INTERNATIONAL INTELLECTUAL
PROPERTY AND THE CoMMON Law WorLp (Charles Rickett & G. Austin eds., 2000); William
Patry, The Enumerated Powers Doctrine and Intellectual Property: An Imminent Constitutional Colli
sion, 67 GEo. Wasn, L. Rev. 359 (1999). On the limiting scope of Article I, Section 8,
Clause 8, see Bonito Boats, Inc. v. Thundercraft Boats, Inc., 489 U.S. 141, 146 (1989);
Graham v. John Deere Co,383U8. 1,5 (1966).

145 For an excellent overview of the position in Europe, see Hugenholiz, supra note 143,

146 See Brian F. Fitzgerald, Software as Discourse? A Constitutionalism Jor Information Society,
supranote 32, ar 144; see also Associated Press v. United States, 326 U.S. 1, 20 (1945) (“Free-
dom of the press from governmental interference under the First Amendment does not
sanction repression of that freedom by private interests.”); Eucen EnriicH, FUNDAMENTAL
PrinapLES OF THE SocioLocy oF Law (W.L., Moll, trans., Amo Press 1975) (1936); Brian F.
FITZGERALD, AUSTRALIAN CoNSTITUTIONALISM (manuscript on file with author); ANTHONY
GipDENS, THE CONSTITUTION OF SociETy (1984); Aran HunT, FoucauLt AND Law: TowaRrDS
A SocioLocy oF Law As GOVERNANCE (1994); ALLan €. H UTCHINSON, WAITING FOrR CORAF:
A CRITIQUE OF Law AND RIGHTs ( 1995} Brian F. Fitzgerald, Principles of Australian Constitu-
tionalism, 1{2) Proceedings of the 49th ALTA Conference 799 (1994), available Jrom Australasian
Law Teachers Association, <http://www.ausLlii.edu.au/au/special/alta/index._h__tml:-.

147 See, e.g., Benkler, 'supra note 110, at 354; Hamilton, supra note 144; Lessic, CODE AND
OTHER LAws OF CvBERSPACE, supra note 55; of Netanel, Copyright and @ Democratic Givil Soci-
ety, 106 YaLE L.J. 283 (1996). For an overview of arguments, see GOLDSTEIN, supra note 127,
at ch. 103; NIMMER & NmMMER, supra note 127, § 1.10. For established case law arguably in
conflict with this view, see San Francisco Arts & Athletics, Inc. v. United States Olympics
Comm’n, 483 U.S. 529 (1987); Harper & Row Publishers Inc. v. Nation Enters., 471 U.S.
539 (1985); Zacchini v, Scripps-Howard Broad. Co., 433 U.S, 562 (1977).

148 On challenges to the Patent-Act, see Bloomer v, McQuewan, 55 U.S. 539 (1852);
Jordan v. Dobson, 13 F, Cas. 1092, 109596 (C.G.ED. Penn. 1870}; The Fire-Extinguisher
Case, Grahaimn v. Johnston, 21 F, 40, 42 (C.C.D. Md. 1884); Bloomer v, Stolley, 3 F. Cas. 729
(C.C.D. Ohio 1850); Blanchard’s Gun-Stock Turning Factory v. Warner, 3 F. Cas, 653, 657
(C.C.D. Conn. 1846); Blanchard v, Sprague, 3 F. Cas. 648 (C.C.D. Mass. 1839); Evans v.
Jordan, 8 F. Cas. 872 (C.C.D. Va. 1813}; Richard M. Cooper, Legislative Patent Extensions, 48
Foobp & Druc LJ. 59 (1993). T owe thanks to Jonathan Zittrain and members of the Berk-
man Center at Harvard Law School for pointing out these authorities. For an Austratian
perspective on this issue, see The Grain Pool of Western Australia v, The Commonwealth,
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The pervasiveness of the digital enviror.lment of th(? inforrpa—
fion age and its discursive nature, (along \:Vlth. the ever—mcr;asmg
importance of corporate power ansl globalization) -'hflS forced a re-
assessment of where constitutionahsm.starts and finishes. The m.-
teresting question is how far the U'mted' States S'uprer-nf: Court;
through the act of balancing or scrutiny, mll t.ravel into cm! society
to determine constitutionality {(of leg1slat‘1on like tl-xe' Copyright z’ﬁ;
or the Patent Act, which impose restrictlf_)ns on d}gltal speech)..

In the challenge to and subsequent scrutiny of this type of le_glsla-
tion, we will see the U.S. Supreme Court firaw the boundaries of
(public) constitutionalism for the information age. In Otl:lfér coun-
tries the new constitutionalism will depend on courts realizing tha_t
fundamental issues of copyright, patent, contract, and competi-
tion/antitrust laws are the constitutional questions of the 1.nfo.rmai
tion age. In these other countries,. shepherding constitutiona
lawyers from atoms to bits may not ride on t.;he. back of ozsgn;er
through the spectrum of First Amendmept _]ur1sprudence. ut
rather will come from a broader appreciation of thf? dynarmc- con-
stitutive choices to be made in adjudicating upon issues of inter-
pretation of the private law. . . . o

The limits of information law and, in partlcula.\r, rlghm in digi-
tal architecture, raise important issues of constitutiopahsm. In ap-
preciating software as discourse, we start to see the importance of
the new communicative structures to our social and cultural being
and to the question of constitutionalism.

ConcLusioN: THE CHALLENGE

As we enter the digital (discursive?’®') millennium, it is ever

[2000] HCA 14 para. 133 n.218 (March 23, 2000) (Kirby, J.) (visited June 28, 2000)
<htep: . il edu.au>, ) )

l.llzttt‘.? {(mvnagiﬁ reaching out, the First Amen.dment, _alopg W'.lth the notions aff l.lsttag,g
action and enforceable judicial review, gives public constitutionalism the pou?n}tll /;ﬂ the
digital era to touch what traditonally may have been regarded as private rlgdts‘ s
between two citizens. The growth of corporate power and its pivotal role 1;1 or erm_%l pe
digital environment mean -this further exploration of private power relations wi
fier . ' '

15?1{;1]3[1}11:151;?56 that the digital environment is a new discourse, in the Un}llt.ed Stat;’:;, rtl};e[
First Amendment has the potential to play a dominant role. However, this shou D o
blind people in the United States to the fact that other areas of (non co.nst.lf;:]{tl;orxi1 e
such as antitrust law have an important role to play, especially where First A ch}ll mlf Ny
Cha]lengc has been negatived by lawful commodification o.f software/ 1.nf0‘rlrlauf(‘)n : r: aﬁd
intellectual property rights. And in this instance the constitutional princip eo ;1 al:rjtmst
open discourse will be implemented through interpretation of non-constitution :

aw' " . - -

151 more appropriate to say we are entering the'dlscquLVE _rmllenmum as con-
Vﬁrgerf(t:::n :gdbgigitizatigrll) ml:a)lke us evely more reliant on digital discursive framewarks 21:‘2
Software, And this suggests that our paradigm of thought will rapidly and necessarily m:
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more pressing for us (especially as lawyeis) to fathom the genetic
st‘ruct.ure/code (natural and manufactured) of life. Here I have
hfghhg!ued how software-will act to constructus and how the law
will facilitate such a process. The task is for us to appreciate this
perspective in the development of (information) law.

LICENSE TO COPYRIGHT: THE ONGOING
DISPUTE OVER THE OWNERSHIP OF
JAMES BOND

A martini shaken, not stirred, is his drink of choice. His pas-
sion for fine cars is rivaled only by his lust for women. He is hand-
some, sophisticated, and of course, adventurous. It is hard to
imagine that these simple character traits amount to a nearly
$3,000,000,000 empire that has made james Bond the “most valua-
ble cinema franchise in history.”" This Comment analyzes the de-
velopment of the James Bond character and how nearly thirty-eight
years after the production of the first Bond film, Dr. No, parties are
still litigating the ownership of 007,

English novelist Ian Fleming created the dashing James Bond
character. Fleming, who took the name James Bond from the au-
thor of A Field Guide to Birds of the West Indies, developed the secret
agént based on his own traits.?2 Fleming and Bond were both the
same height, wore the same clothes, shared the same tastes, and
both had a unique sense of adventure.®

The dispute over Bond’s ownership began in 1959, shortly af-
ter Fleming finished writing his seventh James Bond novel, Goldf-
inger.* Fleming decided to work with film director, writer, and
producer, Kevin McClory, in the hope of creating the first Bond
film.> McClory hired writer, Jack Whittingham, and together they
developed a movie script.® Thereafter, Fleming appropriated the
movie script and used it as the basis of one of his novels.” McClory
brought suit, and in an English court settlement, Fleming agreed
to give McClory all rights to the movie script.®

In 1997, the Sony Corporation, in an undisclosed deal, ac-

2 Vyal AT

=
riarL

1 Denise Hamilton, Bond us. Bond, New Times LA, Nov. 5-11, 1998, at 2; ser also [ames
Bates, Company Town: 2 Bonds? Sony Says ‘Never Say Never, L.A. Times, Oct. 14, 1997, a1 D16;
Plaintiff’s First Amended Complaint For: Declaratory Relief for Adjudication of Rights;
foclaratory Relief for Adjudication of Rights; Copyright Infringement; Trademark In-
fringement; Federal Unfair Competition; Federal Trademark Dilution; California Trade-
mark Dilution; Inducing Breach of Contract [Redacted Version] at 13, Danjag, LLC v.
Sony Corp., No. §7-8414 (C.D, Cal. Jan. 23, 1998) [hereinafter First Amended Complaint
for Plainuff].

2 Sez Hamilton, supra note 1, at 28. Fleming bought James Bond’s A Field Guide to Birds
of the West Indies for his girlfriend after he left the military service. See id. See also amazon,com

. X ‘ : {visited Jan. : £ . X
beyond (as it no doubt has started to do) the sacred yet rudimentary notion of freedom of 3esia£ai§itéggil;rl;t;%{e:/m :;I;l.azon con>

speech to something more intimately concerned with the free and open nature of discur- See id. at 11

sive frameWork_s and practices. Ultimately then, the spectrum—or should I say the trans-
porter—that will move constitutional scholars from atoms to bits may not bye the First
Amendmer}t.__faut_ a broader understanding of communicative architecture and how
software, digitization and informationalism are coming to inhabit most everything we do!

See id. at 9.

See id. at 11.
See id. at 13.
See id. at 14-15.




