STATUTORY DAMAGES FOR THE MULTIPLE
INFRINGEMENT OF A COPYRIGHTED
WORK: A DOCTRINE WHOSE TIME
HAS COME, AGAIN

I. INTRODUCTION
The Copyright Act of 1976 (1976 Act”)! provides a prevail-
ing plaintiff in a copyright miringement action with a variety of
monetary remedies.® Sections 504* and 505* of the 1976 Act al-

! The Constitution of the United States grants Congress the authority ta promul-
gate laws “[t]o promote the Progress of Science and useful Arts, by secur ing for imited
Times ta Authors and Inventors the exclusive Right to their respective Writings and
Discoveries.” US. Const. art. 1, § 8, cl. 8. Such laws are now codified in the Copyright
Actof 1976, Pub. 1. No. 94-558, 90 Stat. 2541 (codified as amended 17 U.S.C. §8§ [El]-
914 (1982 & Supp. IV 1986)) [hereinafter 1976 Act”']

2 The monetary remedies available under the 1976, Act are: actual damages,
§ 504(b); statutory damages, § 504(c); and costs and attorney’s fees, § 505. See infra
notes 3, 4 for the textual provisions of §§ 504, 505,

% 17 U.5.C. § 504, The text of the present statutory provisions is as [ollows:

Remedies for infringement: Damages and profits
{a) In general
Except as otherwise provided by this ttle, an infringer of copyright is
liable for either—
(1) the copyright owner's actual damages and any additional prohts of
the infringer. as provided by subsection (b); or
(2) statutory damages, as provided by subsection (c)
(b) Actual Damuges and Profits
Ihe copyright owner is entitled to recover the actual damages suffered
by him or her as a result of the infringement, and any profits of the infringer
that are attributable to the infringement and are not taken into account in
computing the actual damages. In establishing the infringer’s profits, the
copyright owner is required to present proofl only of the infringer’s Eross
revenue, and the infringer is required to prove his or her deductible ex-
penses and the elements of profit atributable to factors other than the copy-
righted work.
(¢)  Statutory damages

(1) Except as provided by clause (2) of this subsecton, the copyright
owner may elect, al any lime before final judgment is rendered, to recover,
instead of actual damages and profits, an award of statnrory damages (or all
infringements nvolved i the action, with respect to any one work, for which
any onc infringer is liable individually, or for which any two or more infring-
ers are hable jointly and severally, in a sum of not less than $250 or more
than $10,000 as the court considers just. For the purposes of this subsection,
all the parts of a compilation or derivative work constitute one work.

(2) Ina case where the copyright owner sustains the burden of proving,
and the court finds, that inlringement was committed willfully, the court in its
discretion may increase the award of statutory damages to a sum of not more
than $50.000. In a case where the infringer sustains the burden of proving,
and the court finds, that such infringer was not aware and had no reason 1o
believe that his or her acts constituted an infringement of copyright, the
court in its discretivn may reduce the award of statutory damages to a sum of
not less than $100, The court shall remit statutory damages in any case
where an infringer believed and had reasonable grounds for believing that
his or her use of the copyrighted work was a fair use under seetnon 107, if the
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low for the recovery of actual damages,® profits,® statutory dam-

infringer was: (i) an employee or agent of a nonprofit educational institution,
library, or archives acting within the scope of his or her employment who, or
such institution, library, or archives itself, which infringed by reproducing
the work in copies or phonorecords; or (ii) a public broadcasting entity which
or a4 person who, as a regular part of the nonprofit activities ol a public
broadcasting entity (as defined in subsection (g) of section 118) infringed by
performing a published nandramatic literary work or by reproducing a trans-
mission program embodying a performance of such a wark.

17 U.S.C. § 505. The text of the present statutory provision is as follows:
In any awvil acuon under this utle, the court in its discretion may allow the
recovery of full costs by or against any party other than the United States or
an officer thereaf. Except as otherwise provided by this title, the court may
also award a reasonable attorney's fee to the prevailing party as part of the
COSIS.

See infra note 8.

& Actual damages are those damages suffered by the plainuif “'as a result of the in-
fringement.” 17 U.S.C. § 504(b). They are the extent ta which the market value of a
copyrighted work has been “injured or destoyed” as a result of the infringement. 3 M.
NIMMER, NIMMER oN CopyriGHT § 14.02|A], at 14-6 (1987) [heremafier NiMMER|, The
test for computing market value requires a determination of “what a willing buyer would
have been reasonably required to pay to a willing seller for plaintiffs’ work." Sid & Marty
Krofft Television Prods., Inc. v. McDonald's Corp., 562 F.2d 1157, 1174 (9th Cir. 1977)
(" Krofft 1), Establishing what one would have been willing to pay for the copynghted
work (1.e., market value), as well as what the copyright proprietor would have accepred is
usually a very speculative assessment and has often been held inadmissible for purposes
of damage calculations. Se, e.g., Frank Music Corp. v. Metro-Goldwyn-Mayer, Inc., 772
F.2d 505, 513 (9th Cir. 1985) (the court found that the market value of plaintiff 's work
was not diminished by the infringement); Peter Pan Fabrics, Inc. v. Jobela Fabries, Inc.,

329 F.2d 194, 196-97 (2d Cir. 1964) (court entitled to reject a proffered measure of

damages if it is too speculative); see also infra notes 146-62 and accompanying text

Although uncertainty as to the fact of damages may preclude their recovery, uncer-
tainty as to the amount of damages will not necessarily preclude recovery of actual dam-
ages. Umversal Pictures Co. v. Harold Lloyd Corp., 162 F.2d 354, 369 (9th Cir. 1947).
And, if the copyright proprietor has some klmw]e{rge as to this value, he is competent 1o
testify as to such value. See id.; Fallaci v. The Gazette Literary Corp., 568 F. Supp. 1172
(S.DNLY. 1983) (plamuft allowed to tesufy based on prior sales history, the probable
price ol translation and republication rights of infringed interview). Bur see Frank Musie,
772 F.2d at 513 (court may reject sell-serving testimony as to the market value of the
copyrighted property).

Several methods for calculating actual damages are used today, First, as stated supra,
actual damages may be defined as the extent to which the copyrighted works market
value has been injured or destroyed as a result of the infringement. Second, plaintft’s
damages may be said to equal the profits which the plaintfl’ might have acerued bur for
the defendant’s infringement (i.e., lost sales), 3 Nivmmexw, § 14.02, al 14-7 & n.7. The
second type of calculanon 1s most viable when the infringer and the copyright propretor
are direct competitors in the sales of the same tangible product. See Stevens Linen As-
socs., Inc. v. Mastercrall Corp., 656 F.2d 11 (2d Cir. 1981) (liigants directly compered
in the sale of woven upholstery fabrics), In addition to loss of sales, loss of licensing
rovalties has been held an appropnate measure of damages. Cream Records, Inc., v.
Joseph Schlitz Brewing Co., 754 T.2d B26 (9th Cir. 1985) (“"Where unanthorized use ol
copyright [proprietor's] song destroyed [his] opportunity to license [the| song to [other]
advertisers, copyright [proprietor] was entitled 1o recover [the] entive value ol [the| li-
cense for use of [the] entire song for one year as damages.”), While it has also been
held that damage to "good will” which ifHicts injury on business income mav be used as
a measure of actual damages, Mount v. Book-of-the-Month Club, Inc., 1978 Copyvright
L. Rep (CCH) 9 25,010, at 15,052 (S.D.N.Y.), injury to business income does not ¢x-
tend to damage to reputation. fd.

A third measure of damages requires that the lingants had commercially dealt with
each other prior to the infringement. In this situation, the court uses the “previowsly
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ages,” costs and attorney’s fees.®

agreed-upon price’” as o measure of damages. See Aitken, Hazen, Hoffman, Miller, P.C.
v. Empire Constuction Co., 542 F. Supp. 252 (D; Neb. 1982) (awarding fair market value
as actual damages for mfringement in architectural plans)

Finally, a fourth measure of damages calculations is called the “saved acquisition
costs” theory. See Deltak, Inc. v. Advanced Systems, Inc., 767 F.2d 357, 361 (7th Cir.
1985). This theory can be applied in situations where the infringed material is used to
promote the sale of another of the infringer’s products and, like the market value theory,
holds that the value of the infringed 1tem in terms of saved acquisition costs amounts to
a determination of what a willing buyer would have been reasonably required to pay a
willing seller for plaintiffs’ work. Jd- at 361 ("Each of the copies [detendant| distributed
had a value of use to it equal to the acquisition cost saved by infringement instead of
purchase, which [defendant] was then free o put Lo other uses.”).

& A prevailing plaintff in a copyright infringement action is also entitled 1o recover
those profits made by the infringer "“that are attributable to the infringement and are not
taken mto account in computing the actual damages.” 17 U.S.C. § 504(b); se¢e W. PATRY,
Latman's: The Corvricut Law 284 (6th ed, 1986) [hereinafter PaTry]; see also supra
note 3 for textual provisions. lhe infringer’s profits should not be confused with the
related, but separate remedy of damages in the form of profits which the plainaff might
hiave accrued but for the defendant’s infringement. See supra note 5. Because of difter-
ences in costs of production, selling technique and good will, the profits accrued by the
defendant resulting from the infringement will not necessarily be the same as the profits
that the plaintiff might have accrued but for the infringement, Se¢ 3 NIMMER, supra note
5, § 14.02[A], at 14-7. In establishing the infringer’s profits, the plainnuff is required to
prove only the infringer's gross revenues. 17 U.S.C. § 504(b). The burden then shifts ta
the defendant to prove the elements of costs 1o be deducted [rom gross revenues in
arriving at a profit. [Id.; se¢ Frank Music, 772 F.2d at 514-19. Whereas “'[d]amages are
awarded to compensate the copyright owner for losses from the infringement, . . . prohis
are awarded to prevent the infringer from unfairly benefiting from a wrongful act.”
H.R. REp. No. 1479, 94th Cong., 2d Sess. 161, reprinted i 1976 U.S. Cope ConG. &
Anmin. News 5659, 5777 [hereinatter House REPORT|.

The capyright owner is entitled to recover only those profits of an infringer that are
“attributable to the infringement.”” 17 U.S.C. § 504(b). “If an infringer’'s prohts are only
remotely and speculatively ‘atnbutable to the infringement’ a court may deny their re-
covery by the copyright owner.” 3 NiMMER, supra note 5, § 14.03[A], at 14-21. Ses, e.g.,
Deliak, Inc. v. Advanced Systems, Inc., 767 I.2d 357 (7th Cir. 1985) (insufhcient evi-
dence on which court could base a finding that any ot defendants’ prohts were due 1o the
miringement); Sid & Marty Kroffi Television Prods., Inc. v. McDonald's Corp,, 1983
Copyright L. Dec. (CCH) Y 25,572, at 18,381 (C.D. Cal.) ("Krofft IT") (profits made from
advertising campaign itself, rather than from the direct sale of infringing ems, could
not be ascertained). However, where a defendant’s profits, earned from the infringing
work, “inextricably intermingles noninfringing material with the plaintifi’s protectible
material,” an apportionment to determine plamntiff’s award 1s proper. 3 NiMMER, supra
note 5, § 14.03[C], at 14-27; se¢ Sheldon v. Metro-Goldwyn Pictures Corp., 309 U.S. 390
(1940); see aliv Sygma Photo News, Inc. v. High Society Magazine, Inc., 778 I'.2d 89 (2d
Cir. 1985); ABKCO Music, Inc. v. Harrisongs Music, Lid., 508 F. Supp. 798 (SD.N.Y
1981), modified, 722 F.2d 988 (2d Cir: 1933).

7 In lieu of actual damages and profits, the prevailing plaintiff in a copyright in-
fringement action may elect, anytime prior to when final judgment is rendered, to re-
cover statutory damages. 17 U.S.C. § 504(c). Typically, when infringement has been
proved, but neither the infringer’s profits nor the copyright holder's actual damages can
be ascertained, statutory damages arc awarded. See Krgffl 11, 1983 Copyright L. Dec. at
18,3584, see alto RSO Records, Inc. v. Peri, 596 k. Supp. 849 (S.D.N.Y. 1984). As stated
in a 1961 report of the Register of Copyrights on the general revision of the United
States copyright law:

T'he need for this special remedy arises from the acknowledged inade-
quacy of actual damages and profits in many cases:

[1]  The value of a copyright is, by its nature, difficult to establish, and
the loss caused by an infringement is equally hard to determine. As a resulg,
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The 1976 Act attempted to reform damage awards in copy-

actual damages are often conjectural, and may be impossible or prohibitively
cxpensive to prove.
[2] In many cases, especaally those involving public performances, the
only direct loss that could be proven is the amount of a license fee. An award
of such an amount would be an invitauon to infringe with no risk of loss 1o
the infringer.
[3] The actual damages capable of proof are often less than the cost o
the copyright owner of detecting and imvestigating infringements.
[4] An award of the infringer's profits would often be equally made-
quate. There may have been little or no profit, or it may be impassible 1o
compute the amount of profits auributable to the infringement. Frequently,
the infringer’s profits will not be an adequate measure of the injury caused to
the copyright owner
House Comm. on THE Jupiciary, 87ti Cong., IsT Sess., REPORT oF THE REGISTER oF
CopyriGHTS ON THE GENErAL Revision oF the U.S. Coryricur Law 102-03 (Comm.
Print 1961) [heremnafier 1961 RerPorT|.

“Because statutory damages are often used in cases where actual damages cannot
be precisely calculated, they cannot be expected to correspond exactly [to the value
of the actual damages and/or profits].” RSO Records, 596 F. Supp. at 862, Indeed, a
prevailing plaintiff may clect a statutory damage remedy ““regardless of the adequacy of
the evidence offered as ro his actual damages and the amount of defendant’s profits, and
even if he has intentionally declined to offer such evidence although it was available.” 3
NIMMER, supra note 5, § 14.04[A], at 14-30.1 (foownotes omitted); see Harris v. Emus
Records Corp., 734 F.2d 1329, 1335 (9th Cir. 1984); United Feature Syndicate, Inc. v.
Rheingold, 209 UL.S.P.Q). 317, 318 (5.D. Fla. 1979). However, some courts have stated
that the statutory award should have some relation to the actual damages thai the plain
tifl has sulfered. RSO Records, 596 F. Supp. al 862. In any event, among the factors to be
considered in awarding statutory damages are 1) expenses saved and profits reaped by
the detendant which are auributable 1o the infringement; 2) revenues lost by the plan-
tiff; and 8) whether ar not the infringement was committed willhully. Ses Rare Blue Mu-
sic, Inc. v. Guttadauro, 616 F. Supp. 1528, 1530 (D. Mass 1985): Milene Music, Inc. v
Gotauco, 351 F. Supp. 1288, 1296 (D.R.1. 1982), The statute leaves the exact amount of
the statutory award to the discretion of the court, to be set “as the court considers just,”
17 U.S.C. § 504(c)(1); see Douglas v. Cunningham, 294 1.5, 207 (1935). An award ot
statutory damages will only be overturned for abuse of discretion. See Russell v. Price,
612 F.2d 1123, 1131-32 (9th Cir. 1979), cert, denied 446 U.S. 952 (1980). Additionally,
review of a court’s decision on this 1ssue 15 “extremely narrow."” Morley Music Co, v.
Dick Stacey's Plaza Motel, Inc., 725 F.2d 1, 8 (1st Cir. 1983); see also Douglas v. Cunmng-
ham, 294 11.S. 207 (1935)

Addivonally, courts have also recogmzed that Congress' provisions for a greater
statutory award in cases of “willful” infringement indicate that statutory damages may
exceed the dollar value of actual damages. In copyright infringement cases, courts have
applied the willfulness provisions, and awarded the plaintff more than the 310,000 stat-
utory maximum, in cases where the infringer’s culpability was blatant and the inltinge
ments numerous. Seg, £.0., Kenbrooke Fabrics, Inc. v. Holland Fabrics, Inc,, 602 F, Supp.
151 (S.D.N.Y. 1984) (award ot $50,000 tor willtul infringemenr of textile design); United
Features Syndicate, Inc, v, Spree, Inc,, 600 F, Supp. 1242 (E.D. Mich. 1984) [infringe-
ment of T-shirt heat transfers: court awarded $50,000 for each work); Lauratex Texule
Corp. v. Alton Knitting Mills, Inc.. 519 F. Supp. 730. 733 (S.D.N.Y. 1981) (statutory
damage award ol §40,000 where actual damages were only $5,000).

Statutory damage awards ave intended **(1) to assure adequate compensation to the
copyright owner for his injury, and (2) to deter infringement.” 1961 ReEporT, supra, at
103; see also Lottie Joplin Thomas Trust v. Crown Publishers, Inc,, 592 F.2d 651, 657 (2d
Cir. 1978).

8 Costs and attorney's fees are two separate remedies under the 1976 Act. The court
i its discretion may allow the recovery of full costs “by or against any party other than
the United States or an officer thereof.” 17 U.S.C. § 505; see Milene Music, Inc, v
Gatauco, 551 F. Supp. 1288, 1297 (D.R.I. 1982). Inaddition, the court may also “award
[a] reasonable attorney's fee to the prevailing party™ as part of the costs. [d Neither,
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right infringement actions. Its goal was to alleviate the confusion
and resultant problems arising under the provisions of its prede-
cessor, the Copyright Act of 1909 (1909 Act™).” Revision of the
1909 Act’s damage provisions constituted a complete restructur-
ing of the award of “in lieu” damages'® and represented a dra-
matic departure from the old law. Although several of the 1976
Act’s statutory damage award provisions remain ambiguous,'!
the 1976 revisions resolved many of the ambiguities that existed
under the 1909 Act.'?

One of the more problematic 1909 Act damage provisions
concerned awards of the statutory minimum amount'? for the in-
fringement of a copyrighted work by a single infringer commit-
ting more than one infringing act. Pursuant to the damage
provisions of the 1909 Act, a copyright infringer was potentially
liable to the copyright proprietor for “each” infringement of
“each” copyrighted work.'* That is, a court could award a statu-

however, will be awarded il there is no immoral conduct attributable to the party against
whom such costs are sought. See Warner Bros. Inc., v. American Broadeasting Co., 222
US.P.Q. 544 (S.D.N.Y. 1982).
An award of attorney's fees helps to ensure that all litigants have equal
access to the courts to vindicate their statutory rights. It also prevents copy-
right infringements from going unchallenged where the commercial value of
the infringed work 15 small and there is no economic incentive to challenge
an infringement through expensive litigation In addition, an award of
attorney's fees serves to penalize the losing party as well as 1o compensate
the prevailing party.
Quinto v. Legal l'imes of Washington, Inc., 511 F. Supp. 579, 581 (D.D.C. 1981). For
an in-depth discussion on costs and attorney's fees see generally 3 NimMER, supra note 5,
$8 14.09-10.
? Copyright Act of 1909, ch. 320, 35 Stat. 1075 (current version at 17 U.S.C.
§8 101-914 (1982 & Supp. 1V 1986)) |heremalter 1909 Act™]. The 1976 Act was the
result of approximately twenty years of scholarship and analysis, See 6 A, Latman & |.
LicursTone, The Kamenstein LeciscaTive History ProjecT: A COMPENDIUM AND ANA-
LyTicaL INDEX oF MaTERIALS LEADING 1O THE CopyriGHT AcT oF 1976 xxii {1985).

' The term “m licu" damages refers to a statutory damage remedy elected "in lieu”
of actual damages and profits. Compare § 101(h) of the 1909 Act with 17 U.S.C. § 504(c).
For the textual pravisions of section 101(b) of the 1909 Act see infra note 14, For textual
provisions ol section 504(c) of the 1976 Act sce supra note 3,

L1 See infra note 53.

12 See nfra note 52,

5 Except for the case ol innocent infringement, the statutory minimum award for
copyright infringement is $250. 17 U.S.C. § 504(c).

1 Section 101(b) of the 1909 Act provided for:

DAMAGES AND Prorirs; AMounTt; Oruer Rementes. —To pay to the
copyright proprietor such damages as the copyright proprietor may have suf-
fered due 1o the infringement, as well as all the profits which the infringer
shall have made from such infringement, and in proving profits the plaintiff
shall be required to prove sales only, and the detendant shall be required to
prove every element ol cast which he claims, or in lieu of actual damages and
profits, such damages as to the court shall appear to be just, and in assessing
such damages the court may, in its discretion, allow the amounts as hereinaf-
ter stated, but in case of a newspaper reproduction of a copyrighted photo-
graph, siuch damages shall not exceed the sum of §200 nor be ?t,-:ss than the
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tory minimum amount for each act of infringement found. How-
ever, the court first had to determine whether the infringer’s acrs
constituted “multiple” infringements, to each of which a staw-
tory minimum award would attach, or contmuous infringements
(of the original act of infringement), to which only one statutory
minimum award would attach. For example, a court could find
that each copy of a magazine that contained an mfringing article
constituted a separate act of infringement. Alternatively, a court
could find that only one infringement was committed and that
each magazine printed merely was a continuation of the original
infringement. Clearly, the court’s decision would strongly im-
pact on the amount of a statutory damage award,

Statutory minimum awards for multiple infringements were
awarded by the Supreme Court as far back as 1919' and
problems with the practical application of these awards contin-
ued to plague courts through the law’s revision in 1976.'® Fear
ol exorbitant statutory damage awards'’” coupled with the ab-

sum of $50, and in the case of the mirnngement of an undramauzed or non-
dramatic work by means of motion pictures, whete the infringer shall show
that he was not aware that he was infringing, and that such infringement
could not have been reasonably foreseen, such damages shall not exceed the
sum of $100; and in the case of an infringement ol a copyrighted dramatic or
dramatico-musical work by a maker of motion pictures and his agencies for
distribution thereof 1o exhibitors, where such infninger shows that he was not
aware that he was infringing a copyrighted work, and that such infringements
could not reasonably have been toreseen, the entire sum of damages recover-
able by the copyright proprietor [rom such infringing maker and his agencies
for the distribution to a_-_\'ljlibiwrs ol such infringing motion picture shall not
exceed the sum of $5,000 nor be less than $250, and such damages shall in
no other case exceed the sum of $5,000 nor be less than the sum of $250.
and shall not be regarded as a penalty. But the foregoing excepnions shall not
deprive the copyright proprietor of any other remedy given him under this
law, nor shall the limitation as to the amount of recovery apply 10 infringe-
ments occurring after the actual nonice to a defendant, either by service of
process in a suit or other written notice served upon him.

First. In the case of a pantng, statue, or sculpture, $10 for every in-
fringing copy made or sold by or found in the possession of the infringer or
his agents or employees:

Second. In the case of any work enumerated in section 3 of this ntle,
except a painting, statue, or sculpture, $1 for every infringing copv made or
sold by or found in the possession of the infringer or his agents or employ-
ees;

Third. In the case of a lecture, sermon, or address, $50 for every in
fringing delivery;

Fourth. In the case of a dramatic or dramatico-musical or a choral o
orchestral composition, $100 for the first and $50 for every subsequent in-
fringing performance; in the case of other musical compositions $10 for
every infringing performance| |

15 LA, Westermann Co. v, Dispatch Printing Co., 249 U.S. 100 (1919),

16 3 NimmEeR, supra note 5, § 14.04[E], at 14-39. See mifra notes 70-112 and accompa-
nying text,

'7 See infra notes 123-131 and accompanying text,
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sence of an articulated judicial or legislative standard for calculat-
ing awards for multiple infringement evinced a need for revising
the statutory damage provisions. However, the need was lor re-
vision, not deletion.'”

This Note will focus on the 1976 Act’s apparent deletion of
provisions permitting statutory damage awards for multiple in- -
fringement of a copyrighted work'? and will illustrate how pre-
clusion of the recovery of at least the statutory minimum for
multiple infringing acts will prove detrimental to the cop.\‘ri.ght
proprietor in certain circumstances.”’ Problems in calculating,
with reasonable certainty,?' losses in the form of actual damages
and profits and the requirement of the absence c;:l“(r"f-lnhmenlcss
and speculation in ascertaining damages and profits,** will often
result in the prevailing plaintiffs’ election of a statutory damage
remedy. The absence of provisions permitting multiple statutory
awards for multiple acts of infringement when statutory damages
are elected can result in inadequate damage awards for prevailing
plaintiffs.** Awarding multiple statutory damages for fnulliplc
acts of infringement of a single copyrighted work recognizes and
alleviates the potential inadequacy of the statutory remec‘iy and
furthers the goals of the Copyright Act—deterrence of further
infringement and compensation for harm done to the copyright

I8 Ses infra text accompanying note 200, .

19 The 1976 Act states that only a single statutory award and a single set of statutory
damages will be applicable “for all infringements involved in the action, with respect to
anv one work, for which any one infringer is liable individually.” 17 U.S (S 504 (c)(1).
According 1o the House Report on Section 504(c), A single mfringer of a single work is
liable for a single amount between $250 and $10,000, no matter how many acts ol m-
fringement are invalved in the action and regardless of whether the acts were separate,
isolated. or occurred in a related series.” House ReporT, supra note 6, al 162.

his type of infringement, where a single :_'o_plvnglucld work is infringed by more
than one infringing act should not he confused with the situation where the defendant
infringes several different copyrighted works owned by the plaintift
Where the suit involves infringement of more than one separate and in-
dependent work, minimum  statutory damages for each work must be
awarded. For example, if one defendant has infringed three (.‘()pvnglLLfntl
works, the copyright owner is entitled to statutory damages ol at least $750
and may be awarded up to $30,000
House RErPORT, supra note 6, al 162 .

20 Professor Nimmer suggests that although the statutory damage provisions of the
1976 Act, and the langnage of its accompanying House Report, appear to preclude mul-
tiple statutory minimuim Fecoveries m 4 .s'_mg]t: action, the copyright proprietor may
nonetheless “avoid this limitation by . . . suing the infringer in a number of separate
actions, each for a particular infringement, and thus ll.'t't)\-‘(‘l'";]|‘|{‘aﬁl the smnnm'\‘(larn-
ages minimum in each such action.” 3 NIMMER, sufra note 5, § 14.04[E], at 14-42.1 (o
49.9.

21 See infra notes 145-62 and accompanying text.

22 Seed.

23 See infra notes 163-99 and accompanying 1exL.
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proprietor.?"

Since application of the multiplicity doctrine pertains 1o
awards of statutory damages, Part II of this Note will briefly dis-
cuss the history of copyright law in the United States fmnsirlg an
the statutory damages provisions.?® Part III will introduce the
concept of multiple infringement of a copyrighted work, discuss
the doctrine’s inherent problems and illustrate how the courts
have dealt with such problems.?® By examining the legislative
history underlying the revision of the provisions for statutory
damage awards, Part 11 will verify that the fears associated with
the multiplicity doctrine were more theoretical than real.?” Part
IV will discuss standards of proof and reasonable certainty asso-
ciated with proving actual damages and profits and expl:;in the
relation between these standards and statutory damage awards in
c_opvrighl infringement cases.2® Part V will illustrate how an elec-
ton of statutory damages, without provisions permitting the
award of the statutory minimum for multiple infringements of a
copyrighted work, will be detrimental to the copyright proprie-
tor.** Part V will also suggest a revision in the law that can allevi-
ate the problems discussed in Part IIT and thus further the goals
ol United States’ copyright law.?° '

II. StaTUuTORY DAMAGE AWARDS AND THE MULTIPLE
INFRINGEMENT OF A COPYRIGHTED WORK:
A Brier History

Damage awards for copyright infringement were originally
common law remedies.> During the early eighteenth century,
Fhl!:} common law remedy was enhanced when England and a ma-
jority of the American colonies enacted statutory damage provi-
sions to compensate copyright proprietors for copyright
infringement.** The first federal copyright statute was the C(_)}n'—

24 See 1961 Revort, supgna note 7, at 113,
ar o1 EE
22 See infra notes 31-55 and accompanying text

SG o A sty :
26 See infra notes 56-145 and accompanying text.
D - - i 8
¥ See iifra notes 123-45 and accompanying text.
s ying

See mfra notes 146-62 and accompanying text.
See infra notes 168-99 and accompanving text
30 See infra note 200 and accompanying text.

31 See Wheaton v, Peters, 33 1S, (8 Pet.) 591, 654-57 (1834); Millar v. Tavlor, 4
BLIIITOW.'\' 2303, 2312, 98 Eng. Rep. 201, 206 (K.B. 1769) -
32 In England, the Statute of Anne provided specified amounts of damages for every
infringing copy. Stawute of Anne, 1710, 8 Anne, ch. 19, § . The Statute of Anne
granted authors the exclusive right to print books for fourteen vears and punished viola-
tors with torfeitares of one penuy per infringing sheet. -

In America, prior (o the enactment of federal copvright legislation in 1790, copy-
rght remedies were provided by state statutes generally 'ull?m'in;;n fixed amount of dam-
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right Act of 1790 (*1790 Act’).*® The 1790 Act was patterned
after England’s Statute of Anne®**—the “first statute specihcally
to recognize the rights of authors and the foundation of subse-
quent legislation on the subject of copyright.”*?

Throughout the nineteenth century, the scope of the mone-
tary remedies and protections afforded the copyright proprietor
under the 1790 Act were broadened extensively.?® However,
none of the nineteenth century revisions contained a provision
for “in lieu” damages such as would appear in the 1909 Act.*” As
a result, by the end of the nineteenth century, United States
copyright law existed in scattered pieces of legislation and inter-
pretation of copyright law in America was such that a complete
revision of the law into one consolidated act became necessary.”®

F'he 1909 Act’s statutory damages provisions provided pre-
vailing plaintiffs in copyright infringement actions, “in lieu of ac-
tual damages and profits, such damages as to the court shall
appear to be just,” and specified both the ranges and the

ages per infringing copy. See CopyriGuT OFFICE. LiBrARY OF CONGRESS, BULLETIN NO. 3
(RevisED): Laws Passen in THE UNTED STaTES SINCE 1783 RELATING TO COPYRIGHT 1-
21 (1973) [heremafter Copyricut ENACTMENTS .

33 Copynght Act of 1790, ch, 15,1 Stat. 124-26 (current version at 17 U.S5.C. §§ 101-
914 (1982 & Supp. IV 1986)).

%4 The difference between the 1790 Act and the Statute of Anne was that “unlike the
Statute of Anne, which . . . allowed the government 1o reform prices believed to be too
high. the U. 8. Copyright Act relied solely on the market place.” PATRY, supra note 6, at
b,

35 PATRY. supra note 6, at 4.

86 Section 2 of the 1790 Act gave the copyright owner an action against unauthorized
publication and provided that the offender “forfeit and pay the sum of hfty cents for
every sheet . the moiety thereof to and for the use of the United States.” Copyright
Act of 1790, ch. 15, § 2, 1 Stat. 124-25. Under section 6 of the 1790 Act, an infringer was
turther “hable to suffer and pay to the author or proprietor all damages occasioned
by such injury.” Significant amendments during the nineteenth century were: Copynght
Act of 1790, ch. 86, 2 Stat. 171 (amended 1802) (extended copyright protection 1o de-
signs, engravings and prints. and provided for the forfeiture ol one dollar for every
infringing print found n an infringer’s possession); Copyright Act of 1790, ch. 19, 3
Stat. 481 (amended 1819) (provided that infringement actions he prosecuted m equity);
Copyright Act of 1831, ch. 16, 4 Star. 436-39 (added musical compaositions 1o the classes
of protecied works), Copyright Act of 1831, ch. 169, 11 Stat. 138 (amended 1856)
(granted, mter aha, performance and publication rights in dramatic compositions); Act of
1870, ch. 230, 16 Star. 198 (provided, mfer alia, that an infringer “forfeit and pay such
damages as may be recovered in a civil action”™); and Copyright Act of 1870, ch. 194, 28
Stat. 965 (amended 1895) (provided, infer alia, for specific damage recovery [or infringe-
ment of a copyrighted photograph made from anv object not a work of fine art). Se
Wittiam S STrRAUSS, STUDIES FOR tHE Sus. CoMM. ON PATENTS, TRADEMaRKS AnD Copy-
RIGHTS, 86711 Cone. 2p Skss., Stupy Numser 22, Damace Provisions oF THE Copy-
RiGHT Law 1-3 (Comm. Print 1956) [hereinafter Damact. Provisions]

37 Some of the early colonial copyright remedies that did not provide for a lixed
amount for infringement, contamed a statutory damage-like provision in the form of a
forfeiture range. CopYRIGHT ENAGTMENTS, supre note 32, av 4.5, 8-10

38 Patry, supra note 6, at 9 (referring 1o the Copyright Act of 1909)
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amounts to be awarded for different types of works.”™ Section

101(b)'" of the 1909 Act provided that statutory damage awards
should be within the range of $250 to $5,000,"" the amount
which the court considered just. However, if the court found
multiple infringements of a copyrighted work, the statutory
award could be multiplied by the number of infringements to de-
termine the total award.*® Additionally, in cases where repetitive
infringement of a copyrighted work was probable, such as the
performance of a dramatic work or orchestral composition, the
statute suggested amounts (“yardstick amounts™) to guide the
courts in the exercise of their discretion.™”

I'he 1909 Act attempted to consolidate the then-existing
pieces of United States copyr ight laws into a single body of legis-
lation.** ’\lih(’)ll!_);]'l some improvements were made by the 1909
Act,*® “[i]n 1ts final form . . . the Act was very largely a compro-
mise measure, being a composite of several tentative bills and
proposals (-mhm‘l\e'ing different pr:inrq of views and interests.’"4%
I'hese compromuses resulted in a variety of problems and confu-
sion “‘that caused no hittle perplexity in the practical administra-
tion of the Act,”*” and prompted one Judge to df’rlme the 1909
Act, “an ambiguous hodgepodge of improvisations.”** Although

39 Copynght Act of 1909, ch. 320, § 101(b), 35 Stat. 1081. Ser supra note 14 lor
textual provisions

W See supra note 14 for the textual provisions of Section 101(b) of the 1909 Act.

H 1d.

2 1.

3 Pursuant 1o Section 101(b) of the 1909 Act, a statutory damage award had 1o be an
amount falling within the range of $250 and $5,000 (i.e., the st l‘l'llln]\ mimimum and
maximum). Special statutory damage provisions were also included. For example, ) the
case of a newspaper reproducuon of a copynghted photograph, the mmmum award was
$50 and the maximum was $200. In the case of mnocent infringement of a nondramatic
work by means of a motion picture, the maximum award was $100. See iufia note 49,
And, in the case of a nondramatic literary work, the maximum statutory award was also
$100. 1909 Act, § 1{c). Section 101(b) also provided speaific statutory damages pursu-
ant to s four “vardstick provisions.” In interpreting these vardstick provisions, ong
court stated that,

the statutory scheme contemplates that one “infringement”™ may neverthe-
less result in more than one “performance™ and that in fixing damages for
such mtringement between the $250 minimum and the $5,000 maximum, the
court may consider the number of infringing performances and the sug-
gested vardstick amount for cach one. Conversely, more than one perform-
ance does not require a inding of more than one “nfringement™ 1o each of
which a minimum of $250 damages would apply
Davis v. E.I. Dupont de Nemours & Co., 249 F. Supp. 329, 335 (S.D.NY. 1966). See
sugna note 14 for the textual provisions of Section 101(b).
4 PaTRY, supra note 6, at 9-10,
+5 Id ar 10

0 ff
17 Id. (fooinote omitted); see infra note 52,
5 Davis v. E.L. DuPont de Nemours & Co.. 249 F. Supp. 329, 331 (S.D.N.Y. 1966)

(quonng Judge Femnberg),
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the 1909 Act was amended throughout the 1900°s,* it became
apparent that an intensive and objective examination of the 1909
Act was overdue.”

The 1976 Act attempted to clanfy the vagueness and resul-
tant problems that existed under the provisions of the 1909 Act.
Particularly, it attempted to resolve the problems created by the
ambiguous damages provisions of the 1909 Act. The 1976 statu-
tory damage provisions attempted, with some success, to provide
courts with unambiguous directions in assessing statutory dam-
age awards so as to d\’Old the contusion of damage calculations
that under the 1909 Act's “‘in lieu” provisions led to inconsistent
court awards.?!

Although the 1976 Act resolved several ambiguities that ex-
isted under the damage provisions of the 1909 Act,>* some statu-

1 For example, two amendments to the 1909 Act’s damages provisions were passed,
each concerning damages [or m[lu.qrnwm by a medium of mass commumication. In
1912, an amendment introduced a maximum dam age provision of $100 i the case of an
innocent infringement of undramatized or nondramatic works by means of motion pic-
tures. Copyright Act of 1909, ch. 356, § 25, 37 St 488-489 (amended 19192). The
other amendment, in 1952, limited damages to $100 in cases of innocent infringement
of a nondramatic literary work by broadcasting. Copyright Act of 1909, ch. 923, § 1, 66
Stat. 752 (amended 1952),

S0 PATRY, s note 6, at 12.

71 Houst ReporT. supra note 6, at 161. For examples of damage award calculations
under the 1909 Act see 4 NIMMER, supra note 5, at app. 17

52 Under the 1909 Act, confusion existed as to whether vecovery for actual damages
and prohits was cumulanive or alternative, i.e., whether the award was o include bath
damages and profits, or only damages or profits, whichever was greater. Compare Uni-
versal Pictures Co. v. Harold [qul Corp., 162 F.2d 354 (9th Cir. 1947) (expressly
adopting the alternative recovery) and Gordon v. Weir, 111 F. Supp. 117 (E.D. Mich
1953), aff 4, 216 I'.2d 508 (6th Cir. 1954) with Thomas W ﬁmn 4 Co. v. Irving Dorlman
Co., 433 F.2d 409 (2d Cir 1970), cert. demed, 401 U.S. 977 (1971) and (;tllu Widmes
Co. v. Milton Bradley Co., 318 ¥.2d 143 (7th Cir), cont u’r‘mrr!. 373 U.5.913 (1963). lhe
disagreement on this issue stemmed from the conflict berween the stattory language ol
the 1909 Act, which appears to contemplate a cumulative recovery, and the le rm.Imw
history which indicates that Congress envisioned an alternative recovery. The Lnn,um*t
of Section IUI{} ) stated that a prevailing plamuff in a copynght infringement acuon was
entitled o “such damages as the copyright proprietor may have sullered . . . as well ag all
the profits which the infringer shall have made from such infringement " 1909 Act, 17
[1.S.C. § 101(b) (emphasis added). The inference from this language appears 1o be that
the award would include both damages and profits. The language of the Committee
Report on the 1909 Act stated

T'he provision that the u\pyﬁghl proprietor may have such damages as well
as the profits which the infringer shall have made is substantially the same
provision . . . relating to remedies for the infringements of patents. The
courts have usually construed that to mean that the owner of the patent
might have one or the other, whichever was the greater. As such a provision
was found both in the trademark and patent laws, the committee felt that it
might be properly included in the copynght laws.
Rrafft 1, 562 F.2d 1157, 1176 n.3 (9th Cir. 1977) (quoting H.R. Rer. No. 2222, 60th
Cong., 2d Sess., 15 (1909))
The 1976 Act apparently alleviates this confusion, inferning that “recovery is cumu-
lative onlv 1o the extent that profits have not already been taken mto sccount m comput-
mg actual damages.” PATRY. sufra note 6, at 283; see 3 NiMMeR, sufra note 5, § 1H01]A]
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tory damage award provisions of the [976 Act

remain
ambiguous.”® The 1976 Act attempts to alleviate the confusiop
The correctinn appears in seetion 504(a) where the word and replaced the words as ,.f_.ﬂ;

as. The House Report further confirms that the stainre mtended to permir 3 Fecovery of
actual damages “plus any of the mfringer's profits.” See House Report, Supra note 6, 4
161; see also F.W Woolworth Co. v, C(}I'II{_‘III])()I'HT\' Arts, Inc., 344 1] § 228, 933 (1959)
("[A] rule of liability which merely takes away the profits from an infringemen; would
offer little discouragemen 1o infringers.”). One of the “most obscure issues under tha
1909 Act was the questuon of when statutory damages . . might properly be awarded.” 3§
NIMMER, supra note 5, § 14.01[B], at 14-5.

cates that it is the copyright owner who ma
time during the trial before the court has rendered its final judgmeny,
supra note 6, at 162. In addition. 2 prevailing plaintifl can choose s
even if actual damages could he proven. /d. Case law under the 1909

on the issue of whether “in liey"” damages were available when actual d
proved. See Hay, The Statutory Damages

The legislative history of the 1976 Act mdij-

y elect o recover statutory damages “a any

" House Repagy,
atutory r.iamagcs
Act was divided
amages could he

Provision Under the 1976 Capyright Act, 28 Inga 241,
245 (1987); 4 Nimmer, supra note 5, atapp. 16, The 1976 Act also changed the amonns
and limitations of statutory damage awards. Under the 1976 Act, the basic mnimum
remains at $250, as under the old Jaw: hui. the basic maximum was raised so (hap under
the new law, the maximum statutory award (where the ifringer is found to be a non-
willful mfringer) is $10,000. 17 US C § 304(c)(1). In addition, proof of willfulness per-
mits a discretiona y increase in this maximum to $50,000. 17 U.S.¢.. § 504 (e)(2). It also
requires the linking of statucory damage awards (and awards of artorney's fees) 1o regig-
tration of the copyright. The registration requirements of the 1976 Act are setout in 17
US.C. §§411, 412. The provisions of section 411 provide that the work sied upon
must be registered with (he Copyright Office Prior to commencement of the sull; Sec-
tion 412 provides that neither statutory damages, nor atto: ney’s fees are recoverable for
Infringements that occurred prior to the effective date of the work's registration, “unless
such registration is inade within three months afier the first publication of the work,” 17
US.C §412 Registration is noy required to recover cosrs See PaTry, supra note 6, g
201. Neither costs nor atlorney’s fees are recoverable ro or against the United States
government. House Reporr, sipra note 6, ar 163,

7% Under section 10] (b) of the 1909 Act and case law mierpreting the provisions of
this section, it was unclear whether the term “court™ relating to the award of statutory
damages referred (o the Judge or to the trier of lact, be it judge o Jury. For cases
lustrating this problem, sce 3 Nimmer. supra note 5, § 14.04(CC], ar 14-31 nn, 40-41.
The question posed is whether (he Statutory damages remedy provided by the federal
copyright statute is properly characterized us equitable or as legal, and therefore
whether the remedy falls within the Constitution’s seventh amendment jury trjal provi
sion. U.S. ConsT. amend. VIL. Although the issue has been raised by both courts and
commentators, neither they, nos the 1976 Act resolve this problem, and confusion st
EXISLS. Compare Gnossos Music v, Mitken. Inc., 653 F.24 117 (4th Cir, 1981) (section 504
relief held legal remedy) wir Oboler vy, Galdin, 714 F.2d 211 (2d Cir. 1983) (per curiam)
(secuon 504(¢) reljef equitable in nature), and Twentieth Century Music Corp. v. Frith,
645 F.2d 6 (5th Cir, 1981) (per curiam) (secuon 504(c) held to be equitable remedy). See
generally Bl'f-uuingm- SH_H.'J’HH'_] i')mm{g-m and Right o Jury Tnal € opyright 1 nhingement Suiis,
24 Ioka 249 (1984). Parry, The Right o a Jury m Copyright Cases. 99 J. Copyricur Soc’y
139 (1981); Note. The .-:'.-mfmfnh{y of Jury Trials in Copyright fufringement Cases. Limiting the
Scape of the Sevent Amendment, 83 Micw. 1., Rey 1950 (1985); Note, Right to a fury Trial
(0 Copyright det’s Staturory Damage Pyowision. 89 WasH. & LEr L. Rev, 800 (1982) Nor
does the legislative listory of the 1976 Act give any guidance as 1o whom the word
Ccourt” refers. Sor Hay, sufra note 52, ar 246, Case law under seetion 504 (c) is divided
"Some courts have held slatulory damages (o bean cquitable remedy and, therefare. ro
be decided by the judge, while other courrs have held statutory damages 1o be 4 legal
remedy and. therefore, 1o be determined by the trier of fact.” 74, ar 247,

A similar issue under section 504(c) 13 who, be it judge or jury, determines whether
an infringer was willful or inmocent under section 504(c)(2). The statute states; “In a
case where ., | | the court finds, that mfringement was committed willfully, the court in its
diseretion may increase the award. In a case where the | court finds, that such
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iplici (ri » prohibiting the re-

that surrounded the muluplicity doctrine b_yﬁp‘l O&fl~lb;;;;§ueq b
covery of multple statutory awards. The I_th(? q;él('(l_ [0‘311;r il

all infringements | Ived n the action, with respec any
“all infringements invo e a . oy ome

; : i ard w he statutory range.

3k ne award within the statutor :
work,"" 1s to result in or d vathin a ry T =
the courts and prevailing plaintiffs in copyright mfll—‘ingeme
tioﬁs will suffer from the mandate of this revision.

. x AINTME
II1. THE MurtieLicity DOCTRINE: STATU TOR'Y MINTMUM
AWARDS FOR THE MULTIPLE INFRINGEMENT OF A
CorYRIGHTED WORK

A. Introduction

“One of the most difficult problems ll]{dzj{:glnﬁlth;l:ti[{t:tsi:

: ision is the determination of whe adatory
ﬁ'ﬂﬂi‘:‘ﬂi;]p;?rélﬁﬂ must be multiplied by mgm;:{] ‘j)f}l;‘uiifg—ll;g]?
fringements committed by the r‘le{enrlanlr;l 1 i’ urut[‘vzms tinge
ment of a copyrighted work refers to a h.(_-.llt_ﬁ‘:a i]. e
may constitute a number of separate i n_[nnig F-.”]L..n[ :11\; = s
in{"liinging motion picture that is c‘.xht\ljln_cf:w IL-{-JLdi_La md e
lication of infringed works in several fbbufislf\) ["“t‘rif,ing o
newspaper,®® or a radio or [('l{‘}'mmréﬂl;n'uaciqﬁ 0 t_1 = er%lem e
terial over several network affiliates. .\/[Llll-llp e 13 1"1{3mg‘k b
also occur when an infringer uses the CUP)"”{gt‘llt‘ ll:«er ¢ i an ad
vertising {'ampaignll[{_; promote the sale of ano
. : i
[nng\?h‘\ﬂ?}:(‘:\fl:il:ii:ﬁ ol the 1909 Act was proposed, representa-

i at b :r actls constituted an

= ane : 'eason to believe that his or her acts co d an

mger was not aware and had no reason to elier LAY DL e Sols eonandy ¥
ml_‘_.‘m-‘.lﬂ' :-.-,1 of copyright, the court in ity discretion may H.d_u.ur ;,][1:-;1; \w\-m-;” e At
”1!““_#_';}“ )(2). Again, while the 1976 Act fails to resolve this plm B erers o
& . I y bl . ) g < Se, o < Die O 5 r r
'[ Z(‘Jthhtl)lal':.ha\'c offered their own mterpretations. Ser, e.g., Oi:.‘[] iuilri:l ey St
:'l‘“l -;' i ('lr'l 1983); National Conference r_-f‘l’;;u ‘F_ Xdﬂll'l!#.'l.: v. My l"—"‘-;:"-’ ]. ,-::.-,'r_ L SLome
*l" I-‘I-‘{I' F Supp. 34 (N.D. I 1980), aff d. 692 F.2d 478 t..th .(.1r_i A ripritee
:Ilhg | Hi T“‘}IR{I;I?I! e e IpeNe sl e .It'“[(:g(! L:l:‘:l‘T?lr‘ determination of
Wi atuts " . | " ) ollow F _ d
awardi E v damages, "1t would seem 6 - fo : i ot
.m‘”(ijlngriSld:ilrlIi?:l"{i:ln'u'ﬁ‘r'rl willfully, [or] innocently [is] [or the .pt_lﬁg{t“h!llitl th
‘hether the defendant acted, willfi b _
iy h‘t-t”}qi NIMMER, supra note b, § 11.0-||g.], at 14-32 “0-(’-““]1“.3;-(\?':’:1 ‘:‘;In-rmh; inffinge
L A1 in (jtplil discussion on the function of the judge and ju

Al - - & SCU: ) .
1 i scope s Note.

2l ac s is bevond the scope of this | ™ i
Hl'-:_!I: ‘Il':”ltfn‘:(' § 504(c)(1); House RepoORT, supa note 6, at 162

05 Saih : ing Lext.

59 See (nfl tes 163-98 and accompanving & i ‘

"T ‘:‘”' Ay 'H' a note 5, § 14.04[E], ar 14-33 (foowmore omt_uu.‘ll o s

¥ Catme, g by I l USTITUTE. OMNIBUS COPYRIGHT REVISION: COMPAR:

57 CaMmpribeE RESEARCH DN ITE. OMm? :

e - & ] 4 £ ()"I‘S]

Anavvsis oF THE [Ssues 143 (1975) = .
'\I’“\’:-\I“Iii'ln\' Prods., Inc. v. Dewing, 50 F.2d 911 (D. Md. l'.'; ) L e—

21 \'I ; L.A. Westermann Co. v. Dispatch l"|'||1un§_}.j(i.t(:\., -1(‘|4‘*I1“I

O e D 3 3 L Corp. 127 F.2d 661 (2d Gir, 1949)
I’m:m!\{ l-fné'g Co. v. Sheldon Serv. (.mp... L(Jz‘l).-fj;t}:,]i-‘ {‘-;fnpp 399 (S.D.N.Y. 1966).

W o et L Dupont de Nemours 0., 24¢ § D529 B A

: ') I:'” E}i?i\: ;'l'!ll'!\' I‘;rnl”'I Television Prads,, Inc v. McDounald's Corp., 562 |
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(Mh Cir. 1977)
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ments involved in the action, with respect to any one work, for
which any one infringer 1s hable individually, or for which any
two or more infringers are liable jointly and severally.”®® Thus, if
in a single action, a single infringer is found to have committed
several different acts of infringement upon the same copyrighted
work, under the 1976 Act, the statutory minimum will zof be mul-
tiplied by the number ol infringements committed, “regardless
of whether the acts were separate, isolated, or occurred in a re-
lated series.”’®® Moreover, under the 1976 Act, it appears that a
copyright proprietor’s statutory damages award will at most be
within the range of the statutory limits even though it is evi-
dent—although not calculable with reasonable certainty—that
the amount of damage suffered by the copyright proprietor, or
the profits earned by the defendant from the infringement, are
greater than the $10,000 statutory maximum amount. This was
not the law under the 1909 Act.

tives o{_'lllu' users of copyrighted material who feared that a siat
tory mimmmum award for each broadcast, publication or Ilno\-'l']-
showing would lead to exorbitant awards pressured the revis I-(T
mto adopting a statutory damage scheme that would prm‘li:oli?
the possibility of such awards.®2 Hence, an understanding of[}“:
concept of multiplicity and the controversy 51.1r:‘0und-ingl its d]eL
mise requires an examination of the 1909 Act’s statutory .riam:
4g¢s provisions and the case law interpreting these provisions 63
I'he 1909 Act provided that an infringer shall pay to {h
copyright proprietor damages “as well as” profits, or in liey n(;'
actual damages and profits, such damages, within the statutory
range,™ that the court considers just.®* In addition, the 1909 "ir)t
enumerated “statutory yardstick amounts,” indicating guirlt-[ir;es
within the obligatory limits, that the court in its discretion L'Olll‘d‘
employ in calculating statutory damage awards.®® These guide-
lines merely indicated dollar amounts to be awarded for infringe-
ments that were likely to occur more than once. Although tghe
infringements listed in the vardstick provisions technically t"(')IlS[i-
tuted multiple acts of infringements, they were not muI‘ripif: in-
fringements to each of which the statutory minimum of $250
would attach. That is, infringements of works listed in the \‘:ard-
stick provisions constituted continuations of the oriqinafl in-
fringement, to each of which an enumerated amount gll.Ia{‘Ilt‘d
However, the 1909 Act did not detail the circumstances in \\_»'l:ich'
the statutory minimum would attach 1o multiple acts of infringe-
ment not catalogued in the yardstick guidelines. Thus, courts
without adttqua!.v guidance, were uncertain what acts of i.nl"l:ingt‘*-‘
ment consttuted multiple infringing acts to which would attach
the statutory minimum amount,? r
TI}F* 1976 Act explicitly provides that a statutory damage
award, including the $250 minimum. is payable “for all ir:[’ririghe-

B. Case Law

Statutory damage awards for multiple infringement of a
copyrighted work under the 1909 Act were first recognized by
the Supreme Court in L.4. Westermann Co. v. Dispatch Printing Co.”°
In Westermann, the Court held that two separate infringements
gave rise to two separate claims for mmimum damages when the
same copyrighted pictorial illustrations appeared as advertise-
ments in two different editions of defendant’s newspaper, even
though different advertisers sponsored each publication.” The
Court held that:

[tThe illustration . . . was published on two separale occasions,

each ime m a different advertisement. There was no connec-

ton between the two advertisements other than the inclusion

of the same illustration in both. . . . By publishing their adver-

tisements, the defendant participated in their independent in-

fringements. In these crcumstances, we think the second
publication of the illustration must be regarded as another and

62 ‘f ix S8 A .t 29.° 1

% 5:{,- ,: ;:a! ) m:,‘.:rit:;tit;.g .l -)'L.” and accompanying text.

g Yt notes 70-122 and accompanying text.
o l,(;f) ur]p(;f; ]m.m- 14 Itlnr textual provisions. See Jewell-La Salle Realty Co. v. Buck, 283
e 202 (1931)) LA, Westermann Co. v. Dispatch Printing Co., 249 U.S. 100 tlgli?i}h

Sectic = 1909 Act i 5
e :h:]:;u!]-l:,::j'::,“r Ilu 1909 I.»"..lfl.nuv;]{l(-d that the $5.000 maximum did not apply
_ sement occurred “after the actual notice to a defend: :
e & Infriny .0 : 2 a delendant, either by ser-
. * of pu)(*__: 510 a swit or other written notice served upon him." Special minimum and
maximum hgures were provided for the » ic . "
i o I or the application of “in licu” damages for cort:
speciheally enumeratec mlrngements - Armages or Ceraly
LEIF T % . i il
e ;i);g”(\: .I1{}FIL 14 for texinal provisions. Although the “actual” damage provisions
T '.(1 : Act differ from those of the 1909 Act, under both Acts, the ::mmm of “In
L.l,ln (\-‘?m'l?‘f{_-& are awarded at the discretion of the court, See 17 11.S.C. § 504(¢)(1)
o SO¢ st note 14 for texiual Provisions .
Y 8ee Davis v, E.1. DuPor e N }
avis <1 it de Ne 5 & 20 F § 3¢ 3 (8 Y
iy mours & Co., 249 F, Supp. 329, 833 (S.D.N.Y.

GH 17 1L.S.C. § 504(e)(1).
%9 House REeporT, supra note 6, at 162, Bul see 3 NIMMER, supra note 5,
14.04[E][2][b].[c], at 14-42.1 to 42.4 (Professor Nimmer argues most persuasively that
since actions could be brought with respect to each infringement, thereby giving the
possibility of an award of the statutory minimum ($250) for each infringement, muluple
recovery might be available in a single action to economize on the number of actions

brought in the courts. This recovery would be allowed despite the statute’s language

which would appear to preclude such a recovery.).
70249 US. 100 (1919).
70 Jd.ar 103
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distinct case ol infringement.”®

The Westermann Court, “having in mind the yardstick amounts,’”?3
left open the question of whether multiple infringements for pur-
poses of computing minimum damages would arise il the additional
publications were “merely a continuation or repetition of the
first.””® Thus, courts, in cases subsequent to Westermann, had to de-

termine what constituted separate infringements for purposes of

computing minimum statutory damage awards.” These determina-
tions would be influenced by the burgeoning field of mass media
commumecations which expanded the possibility that multiple in-
fringement of a copyrighted work would occur.

The drafters of the 1909 Act could not have forseen the copy-
right problems raised by network affiliated broadcasts, nationwide
motion picture distribution and mass media advertising. Indeed, for

the most part, early copyright decisions involved infringement of

copyrighted material in printed publications and did not pose signif-
icant problems for courts in determining statutory damages.”
However, an advancing technology increased the possibilities for
multiple infringements and, consequently, increased the possibility
of exorbitant statutory damage awards.

For example, afier the enactment of the 1909 Act, courts be-
came particularly perplexed with cases involving infringing per-
formances of musical or dramatic works over network broadcasts.
In Law v. National Broadcasting Co.,”” the plaintifl sued for copyright
mfringement of a song which had been performed on the radio on
three occasions, via a chain hookup, over a total of 218 stations,’®
Through the National Broadcasting Company, sixty-seven radio sta-
tions broadcast the song simultaneously.”® A few years later, a total
of 151 other stations broadcast the same material.®® The Southern
District Court of New York did not regard each broadcast by each

72 Id. at 105.
'_::3 Dawis, 249 F. Supp. at 337 (construmg Westermann).
4 Id, '

75 See penerally 3 NIMMMER, supra note 5, § 14.04[E], at 14-39; compare, e.g., Gordon v.
Wer, 111 F.Supp. 117 (E.D. Mich, 1953), aff d per curiam, 216 F.2d 508 (6th Cir, 1954);
Advertisers Exchange, Inc. v, Bayless Drug Store, Inc., 50 F. Supp. 169 (D.N.]. 1943);
Doll v. Libin, 17 F. Supp. 546 (D.Mont. 1936) with Burndy Engineering Co. v, Sheldon
Service Corp., 127 F.2d 661 (2d Cir. 1942); Harry Alter Co. v. A.E. Borden Co., 121
I]I(',)EEJ,L:)];[L 941 (D.Mass. 1954); Eliot v. Geare-Marston, Inc., 30 F. Supp. 301 (ED. Pa.

76 See, eg. L.A. Westermann Co. v, Dispatch Printing Co., 249 U.S. 100 (1919);
Burndy Eng’g Co. v. Sheldon Serv. Corp., 127 F.2d 661 (2d Cir. 1942) |

77 51 F. Supp 798 (S.D.N.Y. 1943),

78 [d aL 798-99,

79 Id. at 799,

80 f4
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station as a separate infringement®' since it did not apply a multi-
plier of 218 to the statutory minimum of $250 to reach a minimum
statutory damage award of $54,500. Instead, the court found each
of the broadcasts to be separate “performances” and, employing
Section 101(b)’s “yardstick’ provisions,*® awarded $2,180 in statu-
tory damages—218 multiplied by ten dollars.®*

In Select Theatres Corp. v. The Ronzoni Macaron: Corp.,** another
case brought in the Southern District of New York, the court this
ume held that each performance of an episode from a play consti-
tuted a separate infringement to which at least a statutory minimum
award would attach.®® In Select Theatres, a New York radio station
transmitted the infringing matter to another radio station in Phila-
delphia and both stations broadcasted the matter simultaneously.®S
In contrast to its holding in Law, the court in Select Theatres regarded
the simultaneous broadcasts over the two radio stations simultane-
ously as two separate series of infringements.®” One court’s analysis
of these two cases posited that “[u]nless controlling significance is
given to the fact that both stations were actually sued in [Select Thea-
tres] and only the network was sued in Law, the two cases appear
inconsistent.”® Thus, the confusion existed, even within the same
court, because the judges were uncertain whether to use the statu-
tory yardstick provisions, or to apply the multiplicity doctrine and
award the statutory minimum amount for each infringement. Spe-
cifically, in cases involving simultaneous broadcasts over a number
of radio or television stations, and in cases of multiple distribution
and exhibition of a motion picture, there were no set standards for
assessing statutory damages, and the courts failed to treat multple
infringements with any degree of consistency.

The confusion surrounding statutory damage awards for the
multitiple infringements of a copyrighted work was recognized and

LU}

#2 The “"Fourth” yardstick provision of secuon 101(b) provided that, “in the case of
ather musical compositions $10 for every infringing performance.” 1909 Act, § 101(h)

BY Law, 51 F Supp. at 799 (relving on the decision in Jewell-Laballe Realty Co. v.
Buck, 283 U.S. 202 (1931) (statutory amount of $10 for each performance applied only
when more than 25 infringing performances were proved, and that the yardstick sched-
ules were 1o be used as an aid to the court in awarding such damages as appears just 1o
the court)

84 59 UL.SP.Q. 288 (S.D.NLY. 1943).

85 fd. at 291. But ¢f. Cory v. Physical Culture Hotel, Inc., 14 F. Supp. 977, 985
(W.D.NY. 1936) (single copynght infringement of a photograph in seven distinct print-
mgs of a magazine), of d, 88 F.2d 411 (2d Cir. 1937).

B Select Theatres, 59 U.S.P.Q. at 291.

B7 Il

88 Davis v. EI. DuPont de Nemours & Co., 249 F. Supp. 329, 335 (5.D.N.Y. 1966): see
also 3 NiMMER, pra note 5, § 14.04[E[[2][a]-[c], at 14-37 10 42.4.
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discussed at length in Davis v. EI DuPont de Nemours &5 Co.
{){z:u.\, one of [!w issues before the court was whether a telecast [;n-
!(_)2 stations of an infringed television program constituted on.t-i }
frlmgcmem by the defendants or 162 separate infringements,% T}”-
Filﬂt_‘r‘(.’ﬂ(.‘{? in the statutory award, depending on the oulrume.- 0['11;'?
issue, was over $40,000." Until this case there had been no bindinlt
pI’E‘(‘.fT‘dt‘I]l on point on the issue of whether a network telecast oy ,g.
mulngle stations constituted multiple infringements,? 3
Finding no precedent on point, the court attempted to pars
through the available legislative history pertaining to statutory danf
age amwial‘gls in copynight cases and to examine the findings of author-
ities within the field. Professor Nimmer, for example, has suggested
lha('alt_hm:gh there did not appear to be general agreement :’n :ht-
f;a{l':er cases, they did show a consistent pattern l'ﬂéarding multiple
infringements and damage awards: ( ¢

[1]f the interval between succeeding publications is a matter of
days the courts were inclined to consider all such publications
as part of a single infringing transaction, requiring but a single
minimum damages award. If the interval between succc\cdiim
publications was for a substantially longer period then the
courts viewed cach publication as giving rise to a separate
claim for at least minimum damages.?? |

89 249 F Supp. 329 (S.D.N.Y. 1966) 1
YO I1d. at 332-33.

)

N lh(}l}i}:hp t:()ur;‘;\:‘-ﬂl‘(' 1o find but one infringement, then the statutory award would he
! nmmum $250. If the court were to find 162 nfringements then the award would
ve, at the least, $40,500. 14, ar 332 ‘ o i
a9 2 fi = X " ”
casis };‘::llij‘c" l-lhili( ourt level, Law and Select Theatres involved simultaneous radio broad-
o uL ftdl‘. :m Inconsistent results. See supra notes 79-88 and accompanying text. In
Ha: --:rpif;-l:lic J'f;:g“[L EIH:. 'proﬁ)fcm ol multple infringements was miplicit in Kalem v
L-Uml;)-mum-.-.‘. = ‘3 55 (1911), where a motion picture distributor was held to be a
Sty ory infringer for the public exhibition of films in various theatres. but the issuc
aEi gcxig%“fﬁ not dealt \ulh.h In Wastermann, the Supreme Courr recognized. but did
al with the question of whether a second publicari continuati
ed ication which was 2 n:
i : R : I ¢l 2] . 45 4 conunuaton or
76‘}".!.“](1[1 of the first would be considered an additional mnfringement. See supra not
6-83 and accompanymg rext o e -3
93 g . o L ] x5
e hm?ll:m'{'-'m"m” note 5, § 14.04[E](2)]a], ar 14-39 (v 40 & nn, 70-71. In a 1956
¢ revision of the copyright law, William S. Strauss posited the followin
questions: . - h it
= For the purpose of assessing statutory damages, should multiple in-
ringements be (reated as a single infringement:
E;l IIn tEc case nrf\_,unnltam-m:s broadcasts over a number of stations?
1 the case of multiple distribution ar 1 ; Slionp
| : and e s of 2 A
. I exhibitions of a motion pic-
& () In any other cases?
AMAGE PROVISIONS, supra note 36, at 392
SIONS. 36, at 32, In res e i 2 s, Professor Ni
ittt o p In response (o these questions, Professar Nim-
L::Ftﬂjls to me the determining factor should be whether there is in ESSCNCe
¢ 1't l:;:in.sar{i!(m, or multiple transactions performed by or licensed by the
miringer. Thus, in the case of a simultaneous network broadcast, in essence
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It has also been suggested by one court that the nature of the
business transaction giving rise to the infringement is significant in
impl}-'ing that a single integrated business transaction would result
in one infringement, while separate and distinct transactions would
result in more than one.”

Still, the Daws court found only inadequate guidance on how it
should proceed given the facts of the case before it,*? and chose to
focus more upon the policies underlying statutory damages awards
in copyright cases.?® The court, therefore, charted out its own
course, recognizing that Section 101(b), providing that many per-
formances of a copyrighted work may result in only one infringe-
ment, did not require a “mechanical adding together of 162
simultaneous telecasts to produce 162 separate infringements.”?’
In reaching its conclusion that the network broadcast gave rise to
only one inlringement”™ to which one statutory award between the
range of $250 and $5,000 would attach, the Davis court reasoned
that because it was not bound by the $5,000 maximum in cases
where written notice of a copyright claim has been given, there was
no need to apply the multiple infringement theory.”® The court fur-
ther stated that, “[iln view of advance announcement of network
program schedules, it seems likely . . . that notice will usually have
been served when a network broadcasts a program infringing a
quite valuable copyrighted work.”'%°

Thus, the Davis court decided that since there was no ceiling on
the statutory amount that it could award for willful infringement in
cases where notice was given, there was no need to apply a rigid
multiple infringement rule whereby even innocent infringers, who,
without knowledge or reason to know they have infringed a copy-
right, might be liable for potentially large amounts in damages.'®'

the infringer has performed only one infringing transaction and should not
therefore be found to be a muluple infringer. [Actions involving] a number
of dilferent transactions . . . should be regarded as multiple infringements for
purposes of statutory damages

Damacr Provisions, sutra nole 36, at 104-05 (statement of Melville B. Nimmer).

94 Cory, 14 F. Supp. ar 985.

95 Deaziy, 249 F. Supp. at 382-43

96 fd. at 341.

97 Id

I8 Id. al 343.

99 4. ar 341 (Pursuant to Secuon 101(b) of the 1909 Act, “if such notice has been
given, a multiplication of infringements to pile up high minimum stautory damages and
(by hypothesis) a more equitable damage figure is not necessary because the court is not
bound by the maximum of $5,000."),

100 14

101 Jd at 342, Under the 1976 Act, “[iln a case where the infringer sustains the bur-
den of proving, and the court finds, that such infringer was not aware and had no reason
to believe that his or her acts constituted an infringement of copyright, the court in its
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Finding that only one copyrighted work had been infringed
upon, the Davis court held that the plaintiff served defendants with
the proper requisite notice, and awarded the plainuffs $25,000 in
statutory damages.'%?

One of the last cases decided under the 1909 Act that con-
fronted the multiplicity doctrine was Sid & Marty Krofft Television
Prads., Inc. v. McDonald’s Corp.'®® In this case, McDonald’s McDon-
aldland advertising campaign was found to have infringed upon the
plamufl’s H.R. Pufnstuf television program and merchandise %4
I'he court found that some of McDonald’s profits attributable to the
advertising campaign were unascertainable and awarded statutory
damages “in lieu” of actual damages and profits.'® The court
reasoncd:

It will always be difficult and often impossible to calculate
in a reasonable manner the revenues made from an infringing
advertising campaign. Sales are a function of many variables
which are mterrelated in complex and often unknown ways.
Although there may be cases in which this calculation can be
made, the Court finds that plaintiffs have failed to present evi-
dence sufficient to permit such a calculation in this case. Plain-
uffs” argument is speculative at best. . . . The Court
concludes . . . that McDonald’s profits made from the advertis-
ing campaign itself, rather than from the direct sale of infring-
ing items, cannot be ascertained.'%®

Although the court found that only one copyrighted work (i.e.,
the whole H.R. Pufnstuf expression) was infringed upon,'®7 it did
find multiple infringements of this work.'®® The court set out a four-

discretion may reduce the award of statutory damages to a sum of not less than $100."
17 US.C. § 504(c)(2)

102 1d al 849,

103 562 F.2d 1157 (9th Cir. 1977). This case arose prior to January 1, 1978 and was
therefore decided under the 1909 Aer,

104 74 at 1161

195 The court, on remand for the recalculation of damages, found that defendant's
ascertainable profits from the sale of mfringing merchandise (i.e., infringing puppets
and McDonaldland cookies) was $671,362. Krofft /1, 1983 Copyright L. Rep. (CCH) ¥
25572, at 18,384 (C.D. Cal). The original jury award was $50,000 in actual damages
Id. ac 18,382, Since the ascertainable profits were grearer than the actual damages, the
court, as bound by the law in the Ninth Circuit, had to award the larger amount unless,
in its discretion, it awarded a greater amount in the form of “in licu'” damages. /4. The
court found that a significant portion of the defendant’s profits (i.e., from the sale of its
food products) made from the infringing advertising campaign unascertainable. and
awarded a higher amount of in lien damages. /d. at 18,384

106 [d, at 18,383, Plantifi’s calculation of delendant’s profits which was rejected by
the court is set out on this page.

107 1d at 18,885,

108 7d, The court awarded the plaintifl statutory damages as follows: For each of the
114 infringing commercials, each of which constituted a separate infringement. the
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step process by which “in lieu” damages under the 1909 Act would
be determined. “[T]he Court must determine: (1) how many copy-
rights are involved: (2) how many infringements are involved; (3)
whether the defendants received actual notice; and (4) what amount
should be awarded to plaintiffs for each of the various infringe-
ments.”'%? Upon finding that only one copyrighted work was in-
volved, the court concluded that each of McDonald’s commercials
was an miringement, but that “[t]he showing of the infringing com-
mercial [was] a continuation of the original infringement. To treat
each broadcast as a separate infringement in this case would be to
inflate the damages beyond reason.”!1?

With respect to the promotional items, the court determined
that it would have been “inappropriate to hold that each item pro-
duced constituted a separate infringement. The central infringe-
ment was Lthe creation of the promotional item. The duplication of
that item [was] but a part of that infringement.”'"' On the other
hand, the court found that the personal appearances by McDonald-
land characters, “were independent of one another in both times
and places. Each appearance was unique and was not connected in
any way Lo other appearances.””''? Thus each appearance consti-
tuted a separate infringement.

C. The “Tume’ and “Helerogeneity” Tesls

Several courts attempted to synthesize the 1909 Act’s statu-
tory damage provisions for multiple infringement of a copy-
righted work. The test, which became the standard by which a
court would decide whether multiple infringement had occurred,
was enunciated most clearly in lowa Stale University Research Foun-
dation, Inc. v. American Broadcasting Cos.''* In Iowa, the court, sub-
sequent to finding that the plamuff had failed to establish a
suflicient finding of either plainuff’s actual damages or defend-

court awarded $6,000 for a total of $684,000. The court did not find that every broad-
cast of each commercial consttuted an infringement since each broadeast was a continu-
anon ol the original infringement; for each of the 66 promotional items, each of which
constituted a separate infmingement, the court awarded $5,000 for a total of $330,000.
The court, however, did not find that each item produced constituted a scparate in-
fringement; for each of the 60 personal appearances by McDonaldland characters, each
of which constituted a separate infringement, the court awarded $500 for a total of
$30,000. The totyl statutory awarded amounted to $1,044,000. /d. at 18,387.

109 1 ar 18,385,

MO fd. at 18,387,

YT,

112

VI8 475 F. Supp. 78 (S.D.N.Y. 1979), aff 'd on other grounds, 621 F.2d 57 (2d Cir. 1980);
see also Robert Sugwood Group Lid. v. O'Reilly, 530 F.2d 1096 (2d Cir.), cert. demed, 429
LIS, B4B (1976); 3 NIMMER, supra note 5, § 14.04[E], at 14-39.
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ant’s profits resulting from the infringement, held that plaintff
was entitled to an award of statutory damages."'" The court, in
determining the number of the defendant’s acts that had -
fringed upon the plaintiff’s protected material, employed what
would eventually become known as the “time and heterogeneity
test.””"*" The “time” test “looks to the proximity in time of re-
peated infringements in deciding whether to treat them as multi-
ple infringements or as one continuing infringement.”"''* The
“heterogeneity” test “‘looks to differences between the advertis-
ers, financial arrangements, locales, audiences, and other signifi-
cant variables in determining whether the circumstances
surrounding successive infringements are so similar that those
infringements should be treated as one continuing infringement
or so different that they should be treated as multiple
infringements.”"'!”

In Robert Stigwood Group, Ltd. v. O’Reilly,*'® plantiff owned the
copyrights in Jesus Christ Superstar, the successful rock opera. The
defendant mfrmged upon plaintiff’s copyrighted work by per-
forming the songs in a series of forty-eight disconnected one and
two night stands in different cities. Each performance was nego-
tiated with different agencies and auditoria and the advertising
for each show was arranged independently with advertisers in
each city. The court found the infringements (o be heterogene-
ous.''? That is, the infringements were not sufficiently similar in
nature so as to be regarded as one continuous infringement. In
Stigwood therefore, the minimum statutory award would be
$12,000."%¢

In another case of infringement of a copynghted work by
musical performance, the court in MCA, Inc. v. Wilson'*! held that
the performance of the infringing song at the same theater [or
130 wecks would be treated, for purposes of awarding statutory
damages, as one continuous infringement rather than 130 sepa-

114 Jowa, 475 F. Supp. at 81.

5 1d. at 82

116 [

V17 [ (The lowa court, applying the time and heterogeneity test, found that muluple
mfringements had mcurrej where “at least two days and as much as nineteen months
separate each of these imfringements from one another.”).

118 530 F.2d 1096 (2d Cir.), cert. denied, 429 U.S. 848 (1970)

V19 Jd at 1108, see also Encyclopedia Britannica Educational Corp. v. Crooks, 558 F
Supp. 1247, 1255 (W.D.N.Y. 1988). Buf see MCA, Inc. v. Wilson, 677 F.2d 180 (2d Cir.
1981) (continuous run of infringing material al a single theater should have been treated
as one continuous infringement).

120 Stigwood, 530 F.2d at 1103. The calculation requires multiplying the statutory mini
mum (8250) by the number of inlringments (48),

121 677 F.2d 180 (2d Cir. 1981).

T
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rate infringements.'”® The two cases, however, are not inconsis-
tent. Indeed, they demonstrate how employment of the “time
and heterogeneity” tests adequately handle the multiplicity prob-
lem. Unfortunately, application of the “tests” was not wide-
spread enough to gain general acceptance, and thus, the courts,
without any further guidance, were inconsistent in their calcula-
tions of statutory damage awards for multiple infringments of a
copyrighted work. These inconsistencies prompled the revision
of the 1909 Act’s statutory damages provisions.

D. Reuision of the 1909 Act’s Statutory Damages Provisions

Changing technology, an ambiguous Copyright Act and in-
consistent outcomes in the courts in copyright infringement
cases provided the impetus for revising the law. Through several
amendments during the 1900’s, the copyright law attempted to
keep pace with the advancing technology. In 1912'* and in
1952,"** amendments to the 1909 Act placed limitations on the
possibility for multiple statutory minimum awards for motion
pictures and radio broadcasts under certain conditions. How-
ever, as the Davis court suggested, the legislative history of at
least the 1912 amendment indicates that its enactment was
designed, not as a limit on multiple infringements, but to prevent
“excessive awards based on numerous yardstick performances’ in
movie theatres apparently assumed to be involved in only one
infringement.”'?* Nevertheless, as the case law indicates, fear
over minimum statutory awards for multiple infringements was

122 fd. at I1R7
123 After Kalem, the 1909 Act was amended to provide that in the case of innocent
infringement by means of motion pictures embodying a nondramatic or undramatized
copyrighted work, statutory damages should not exceed $100, and for similar infringe-
ment of a dramatic work, the entire sum of damages recoverable by a copyright proprie-
tor from “a maker of motion pictures and his agencies for distribution thereof 1o
exhibitors”™ should not exceed $5,000. Copynight Act ot 1909, Pub. L. No. 303, § 25(b).
37 Stat, 489 (amended 1912). The amendment also added the provision hifting the
$5.000 maximum when written notice was given. The 1912 amendment apparently was
intended to rectify the Kalem decision which found that the exhibition by 10.000 inno-
cent exhibitors resulted in 10,000 separate infringing “performances.” It should be
noted that the Court in Kalem did not discuss whether more than one infringement was
mvolved,
124 The 1952 amendment provided:
The damages for the infringement by broadcast of any work referred to in
this subsection shall not exceed the sum of $100 where the infringing broad-
caster shows that he was not aware that he was imlvinging and that such in-
fringement could not have been reasonably loreseen
f_up\nuht Act of 1909, Pub. L. No. 575, § I(c), 66 Stat. 762 (amended 1952).
125 Davis, 249 F, Supp. at 340 (citing S. Rep. No, 906, H.R, Rer. No, 756, 62d Cong..
2d Sess. (1912) (idenucal reports); 48 Cone. Rec. B2HB-8291 (1912) (statements of Rep-
resentative Townsend, sponsor of the amendment))
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I'Ca]‘l"’“

Concern was concentrated in several industries. Fear of ex-
orbitant awards stemming from liability for multiple infringe.
ment was voiced predominantly by radio and television
broadcasters and other users of copyrighted musical material,'?7
Similarly, members of the advertising industry and exhibitors of
motion pictures also felt threatened by the potentially unlimited
liability.'**

In the broadcasting and advertising industries, fear of unlim-
ited liability emanated [rom infringement occurring after notice
of copyright had been given. *“For example, a television network
may receive a notice alleging infringement on the eve of a sched-
uled broadcast when it 1s [obviously] too late™ to stop the broad-
cast and investigate the claim.'®® Advertisers, worried that an
advertising campaign, which saturates all forms of the media si-
multaneously for a given period ol time, could not feasibly be
stopped once it was started. Advertisers feared that, “[i]f an ad-
vertiser receives notice [ofl copyright] early in the campaign that
[the advertisement in some way] infringes a copyright, he has lit-
tle choice but to continue, at the risk of losing the protection of
the $5,000 maximum.”"? Likewise, exhibitors ol motion pic-
tures feared that the “production of an infringing motion picture
and each of its many exhibitons might be deemed separate
infringements.”” "

The Davis'*? decision quashed the fears within the broad-
casting industry. After Davis, network broadcasts would not sup-
port a claim for multiple infringement of a copyrighted work,'??

126 See supra notes 70-122 and accompanying text. Under Secrion 101(b) of the 1909
Act, a court was allowed (o exceed (he gS,U(}O statutory maximum, with no limiation, m
the case of infringements occurnng after actual notice to the defendant. Some [ear was
expressed that this unlimited award might result in exorbuant awards. See imnfra notes
127-42 and accompanying text

127 “The motion picture and broadcasting industries have expressed some concern
that statutory damages might be pyramided to an exhorbitant total if a court should
multiply the statutory minimum by the number of infringements.” 18961 RerorT, supra
note T at H.H yee also Brrm'r'l, .TT."ml'r_\' _\'“ .?_; T;H' ()‘{u'rurrrm n)f’ H'Ja" {)c'.'m.r.rlgr f"l'r'.'.'r'.umr\' n_," H'n-
Copyright Law: An Exploratory Study in Stunies on Corpyricuy 1067, 1081 (1968) [herein-
after Exploraiory Study] (One of the foremast ohjections to statutory awards for multiple
infringement came from users ot copynighted musical marenal, such as tavern. restau-
rant and hotel owners, who feared that such awards exposed innocent ifringers to the
threat of inordinate damages since each infringement could be the foundation for a
claim of the $250 statutory minimum.).

128 See 1961 ReporT, tupra note 7, at 104.

129 [ at 105

130 Exploratory Study, supra note 127, av 1083,

131 1961 Reporr, supra note 7, at 104,

152 249 F. Supp. 329 (S.D.N.Y. 1966)

133 Dawy, 249 F. Supp. at 343; see also supra notes 113-22 and accompanving text
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The logical extension of the Davis rationale, combined with the
logic of the “time and heterogeneity tests,”'** would appear to
support a similar conclusion when applied to multiple showings
of an infringed motion picture.'>®

A 1961 Report of the Register of Copyrights'?® addressed
the advertising industry’s fears and claimed that such fears were
not supported in fact. The report stated that:

The possibility that a court, in its discretion, might award
statutory damages greatly exceeding the usual maximum,
merely because a notice had been sent, seems remote. In the
very few cases where statutory damages of more than [the
maximum] were awarded, other factors such as willful in-
fringement on a large scale were involved.'”

The report further stated that the statute was faulty not because it
allowed for statutory awards for multiple infringement, but because
it made the service of notice the basis for allowing a court to exceed
the statutory maximum.'*® The report proposed that a better basis
“would be a showing that the infringement was willful.”"*39 A 1963
study reported that:

[A]ll these possibilities of astronomical damages do appear to
be quite theoretical. In the first place, ‘in lieu” damages are
defined in the statute as ‘such damages as to the court shall
appear to be just. . .. Second, it has long been settled that the
[yardstick provisions] which form the basis for the most exag-
gerated hypothetical calculations, need not be resorted to by
the court; they are simply guides to discretion.'?

134 That 1s, applying the “‘time and heterogeneity” tests to exhibitions of infringed
motion pictures would appear to indicate that each successive exhibition of the motion
picture would be considered a continuation of the onginal infingement.

135 |W|here producuon of a motion picture or a network radio or I'V broad-

cast infringes a ru]-:_vrighred work, there should be reasonable imitation on
statutory damage liability for the multiple infringements inevitably flowing
from the original infringement when the motion picture is infringingly ex-
hibited in each of thousands of theatres, or the broadcast is inlringingly
relayed by each station in the network.
House Comm. ox THE Jupiciary, 881 Cone., 20 Sess., Discussion aND COMMENTS ON
REpPORT OF 1HE REGISTER OF COPYRIGHTS ON THE GENERAL REVISION oF THE U.S. Cory-
RIGHT Law (PART 2) 365 (Comm. Print 1963) (statement of Edward A, Sargoy, Counsel
to the Copyright Commitiee of the Maorion Picture Association of America, Inc.) [herein-
after 1963 Discussion anp COMMENTS),

136 1961 Reror1, supra note 7.

137 [d. av 105.

138 J4.

139 The 1976 Act adopts the “willful requirement”’, providing that for willful infringe-
ment of a copyrighted work, the court can increase the statutory maximum award 10 not
more than $50,000. 17 U.S.C. § 504(c)(2). However, the 1976 Act does not appear to
allow tor awards for mnlliplr infringements. See House REPORT, supra note 6, at 162,

140 Exploratory Study, supra nove 127, ar 1084




488 CARDOZO ARTS & ENTERTAINMENT [Vol. 6:46%

Moreover, the 1961 Report of the Register of Copyrights found
that:
the danger of exorbitant awards in multiple infringement
cases is more theoretical than real. In a few cases involving multi-
ple infringements . . . the courts have used . . . [a] formula of
multiplying the number of infringements by $250, but they did
so to reach a result they thought just. We know of no case in
which the court has felt constrained to use this formula where
the resulting total was considered excessive.'*!

I'he 1961 Report further suggested that:

the courts should, as they do now, have discretion Lo assess
statutory damages in any sum within the range between the
minimum and maximum. In exercising this discretion the
courts may take into account the number of works infringed
[and] the number of infringing acts. . . . But in no case should the
courts be compelled, because multiple infringements are in-
volved, to award more than they consider reasonable.'*?

Yet, despilte these findings, the Committee recommended delet-
ing from the new law the possibility of statutory minimum awards
for multiple infringements, proposing that:

[Tlhe statute be clarified and made more flexible. It
should provide that statutory damages within the minimum
and maximum range are (o be assessed as the total award for
all infringements for which the defendant is liable. The maxi-
mum should be sulliciently high to enable the court to award
an adequate sum for multiple infringements.'*

Indeed, the Copyright Office proposed to:

indicate that the statutory range—$250 to $10,000—is the
amount to be awarded (if statutory damages are to be
awarded) as a total sum in the case of multiple infringe-
ments—avoiding the question of whether, in the case of mult-
ple infringements, the number of infringements is to be
multiplied by some statutory figure, coming out with a tremen-
dous sum.'*

By adopting these proposals, the 1976 Act'*> unnecessarily re-
moved a potentially useful tool for courts to use in determining stat:

141 1961 Report, supra note 7, at 105 (emphasis added).

142 1 (emphasis added).

143 14

194|963 DiscussioN AND COMMENTS, supra note 135, at 173 (statement of Abe
Goldman, Copyright Office),

1456 Spp 17 U S.C. § 504(c); House REpORT, supra note 6, at 161,
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utory damage awards in cases where the value of the copyrighted
work clearly exceeds $50,000 but proof of either plaintiff’s actual
damages or the infringer’s profits is only speculative. The proposals
[ail to recognize that copyright proprietors, by electing statutory
damages in such cases, will be inadequately compensated when their
work is infringed upon by multiple acts of infringement. Addition-
ally, deletion of statutory minimum awards for multiple nfringe-
ments can promole further infringement. Infringers, knowing the
outer limits of their liability, can use a cost-benefit analysis and de-
termine whether infringing will be profitable even if they are caught.

IV. REASONABLE CERTAINTY AND PROOF OF ACTUAL DDAMAGES
AND PROFITS

Losses involved in intangible property matters are very diffi-
cult to either measure or prove.'*® Proof of losses, including ac-
tual damage to market value, loss of profit to the copyright owner
and profit unjustly earned by the infringer as a result of the in-
fringement require complex and often speculauve calcula-
tions.'¥” The question the courts face in such actions is what
degree of speculation will be tolerated before recovery of actual
damages and profits is precluded. Courts have held, for exam-
ple, that a lack of reasonable certainty in calculating an in-
fringer’s profits or a'copyright owner’s damages resulung from
the infringing use of the copyrighted work in an advertising cam-
paign to promote the sale of another product will preclude recov-
ery.'*8 One court has held that a calculation with reasonable
certainty of the profits made by a hotel’s gaming operations re-
sulting from its promotional musical revue, in which eleven of
the show’s one hundred minutes were found to constitute an in-
fringement of plaintilf’s musical compositions, could only be
speculative at best.!*® On the other hand, however, another
court, recognizing that in establishing lost sales a court must al-
ways engage in some degree of speculation, allowed recovery of
plaintiff’s lost profits where the litigants were direct competitors

146 8o penerally D. Dosss, ReMepies-DaMaces-Equity-Restrrurion 431-508 (1973)
|hereinalter Doges|

47 “In establishing lost sales due to sales of an infringing product, courts must neces-
sarily engage in some degree of speculation.” Stevens Linen Assocs,, Inc. v. Mastercralt
Corp., 656 IF.2d 11, 14 (2d Cir. 1981).

148 Ggp eg., Krofft 1, 562 F.2d 1157, Deltak, Inc, v, Advanced Systems, Inc., 574 F.
Supp. 400 (N.D. 11l 1983), vacated on ather grounds, 767 F.2d 857 (7th Cir. 1985); Fedtra,
Inc. v. Kravex Mfy, Corp., 818 F. Supp. 990 (E.D.N.Y. 1970); Sebring Pouery Co. v.
Steubenville Poutery Co,, 9 F. Supp. 381 (N.DD. Ohio 1934).

149 Frank Music Corp. v. Metro-Goldwyn-Mayer, Inc,, 772 F.2d 505 (9th Cir. 1985).
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in the sale of woven upholstery fabrics and the defendant’s .
fringement resulted in lost sales to the plaintiff.'?°

Denying recovery of actual damages and profits due to a lack
of reasonable certainty in their calculation, without the availahil-
ity of a statutory damage remedy, would preclude compensating
a prevailing plaintiff even though infringement is proven. Addij-
tionally, it would not deter future infringement. Thus, it is in
these circumstances that prevailing plaintiffs elect statutory
damages.!'®!

The rule of reasonable certainty asserts that “[t]he plaintiff
must not only establish the fact of damage with reasonable cer-
tainty; he must go further and establish the amount of damage
with reasonable certainty.”'®® The rule insists that the trier of
fact not speculate or conjecture, but instead have “some factual
basis for fixing damages.”'®® Applied to copyright law, certainty
of proof of actual damages or profits arises predominantly in two
situations.

In the first situation, the plaintiff claims under the rubric of
actual damages that as a result of defendant’s infringement, the
market value of plaintifl’s copyright has diminished. Courts,
faced with this claim, will attempt to equate the amount of dimi-
nution with the profits that the plaintff might have accrued but
for the infringement. However, “[l]acking clairvoyance and the
ability to know a different future based on a different past, a com-
putation of profits based on lost sales is necessarily speculative.
The question is to what degree.”!'** The Supreme Court has
held that:

even where the defendant by his own wrong has prevented a
more precise computation, the jury may not render a verdict
based on speculation or guesswork. But the jury may make a
Just and reasonable estimate of the damage based on relevant
data, and render its verdict accordingly.'®®

Thus, in many cases, although the plaintiff can prove causation be-
tween defendant’s infringement and plaintiff’s harm, the dollar

IS0 Stevens Linen Assacs., Inc, v. Mastercraft Corp., 656 F.2d 11 (2d Cir. 1981)

151 See RSO Records, Inc. v. Peri, 596 F. Supp. B49 (S.D.N.Y, 1984)

152 Dogss, supra note 146, at 150, But ¢f Stevens Linen Assocs, Inc. v. Mastercraft
Corp. 6536 F.2d 11 (2d Cir. 1981),

158 Doswps, supra note 146, at 151,

154 Simensky, Proving Damages in Copyright, Trademark and Unfair Competition Cases, THE
EnT. AND Srorts Lawver 7, 8 (Winuer 1987).

155 Bigelow v. RKO Radio Pictures, 327 U.S. 251, 264 (1946).
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amount of the harm will be incalculable, and plaintiff will be rele-
gated to a statutory damage remedy.

In the second situation, the plaintiff requests a restitutionary
remedy, claiming that the defendant has unjustly profited from the
infringement. Here, the court faces the additional problems of de-
ciding defendant’s deductible expenses'®” and calculating what part
of the infringement resulted in the defendant’s profits.'” By their
nature, both of these calculations inject additional uncertainty into
the damage calculation. “If an infringer’s profits are only remotely
and speculatively attributable to the infringement” a court may deny
their recovery by the copyright owner. '

Practically, while gross revenue,

may be reasonably susceptible of calculation where delendant
is engaged in head-to-head competition with the copyright
owner for the sale of specilic items, the task becomes difficult
when the copyrighted work is merely one item in a package
consisting of numerous items, or when the copyrighted work is
one element in an advertising campaign.'>

In both situations, the plaintiff's failure to establish with rea-
sonable certainty the amounts involved as a result of the infringe-
ment may preclude a recovery under the actual damages and profits
clause of Section 504 of the 1976 Act and will necessitate an election
of statutory damages.'%?

Courts apparently conflict as to the degree of certainty neces-
sary when calculating plaintff's actual damages or profits so as not
to preclude a recovery of such awards. Courts that deny recovery
due to a lack of reasonable certainty in damage calculations relegate
the plaintiff to a statutory remedy with a maximum award of

156 Deductible expenses are those that the infringer may deduct as an expense against
his gross revenues. See, e g., Frank Music Corp. v. Metro-Goldwyn-Mayer, Inc., 772 F.2d
505 (9th Cir. 1985), Warner Bros., Inc. v. Gay Toys, Inc., 5398 I', Supp. 424 (5.D.N.Y,
1984).

157 Apportionment requires determining what portion of the defendant’s profits are
atributable to revenues other than from the infringed work. See, eg., Sygma Photo
News, Inc. v. High Society Magazine, Inc., 778 F.2d 89 (2d Cir. 1985); Blackman v.
Hustler Magazine, Inc., 620 F, Supp. 792 (D.D.C. 1985); RSO Records, Inc. v. Per1, 596
F. Supp. 849 (5.D.N.Y. 1984).

158 3 NIMMER, supra note b, § 14.08[A], ar 14-21. For examples of cases which demed
recovery, see id. at 14-21 n.5.

159 Parry, supra note 6, a1 285 (foomnotes omitted).

160 Peter Pan Fabrics, Inc. v. Jobela Fabrics, Inc., 329 F.2d 194 (2d Cir. 1964) (*With-
oul some supporting evidence, the conclusion that a copyright holder is deemed to be
deprived of his profit on the total sales made by the infringer [(alls outside the ‘consider-
able latitude in speculation’ sometimes necessary in these cases.” [d. at 196-97 (footmote
omitted); Key West Hand Print Fabnes, Inc. v. Serbin, Inc., 269 F. Supp. 605,614 (S.D.
Fla, 1966).
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$50,000.'*" “One could pose a scenario in which a copyright holder
demonstrates that an infringer has caused him substantial actua]
damages in an uncertain amount, but believed to exceed half a mjl-
lion dollars.”'®* Tt is in these “scenarios”—where recovery of actual
damages and profits are denied and a statutory remedy is elected—
that the muluplicity doctrine is a useful tool for ensuring that the
goals of the Copyright Act—compensation and deterence—are
furthered.

V. THE BENEFIT OF THE MuLtIPLICITY DOCTRINE: ANALYSIS OF
A PossiBLE SOLUTION

A, Application of the Time and Heterogeneity Tests

Responding to the proposal that minimum statutory dam-
ages be awarded “for all infringements” of a single copyrighted
work, Professor Nimmer stated,

I do query whether that is a good idea, at least in some
circumstances. For example, if a motion picture or television
company were to make a number of different motion pictures,
each infringing the same basic copyright . . . which is conceiva-
ble: there would be different stories involved, but still enough
of one given copyright to be infringed, it would seem to me
that there should be multiple minimum damages and not a sin-
gle minimum damage, where there is more than one
infringement.'®3

Copyright infringement cases in which prevailing plaintiffs are
relegated to a statutory damage remedy provide “scenarios” illus-
trative of how the multiplicity doctrine will benefit, not only prevail-
ing plaintifls, but the courts as well. Examples of infringement in
three different contexts illustrates how the “time and heterogene-
ity” tests'® will provide courts with greater flexibility in determin-
ing statutory damage awards and how injured plaintiffs will be more
adequately compensated.

1. Adverusing

The illicit use of copyrighted matter in an advertising cam-
paign illustrates one of the “circumstances” to which Professor

161 17 11.5.C. § 504(c}(2). Fifty thousand daollars may be awarded, in the discretion of
the court, if the infringement is found to be wilfull.

162 Simensky, supra note 154, at 8.

163 House COMM. ON THE JUDICIARY, 88TH CONG., 2D SESS., FURTHER DISCUSSIONS AND
COMMENTS ON PRELIMINARY DRAFT FOR REVISED U.S. CopyriGHT Law (PArT 4) 145-46
(Comm. Print 1964) (statement of Melville Nimmer)

164 See supra notes 112-21 and accompanying text,
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Nimmer alluded. In these cases, the defendant infringes upon
piaimiif's copyrighted work to promote the sales of ar_mthcr of
the defendant’s products.’®® As was discussed above,'%® both the
defendant’s profits gained [rom such an infringement and the
copyright proprietor’s damages resulting from the infringement,
are difficult or impossible to prove with reasonable certainty.
Therefore, it is not unlikely that a prevailing plaintiff will elect to
recover statutory damages in licu of actual damages or profits.'*”

Suppose that in a hypothetical case a single defendant in-
fringes upon a single copyrighted work in an advertising cam-
paign and the infringement manifests itself in several radio and
television commercials, various newspaper and periodical adver-
tisements and other tangible promotional items. Assume that the
infringed copyrighted material significantly contributed to the
theme of the advertisements, such that without the infringed ma-
terial, there essentially would be no theme. Additionally, assume
that although the infringement was non-willful, the infringer
could not sustain the burden of proving that his infringements
were mnocent.'®® Further assume that although the defendant’s
profits were unascertainable, evidence at trial revealed that the
advertising campaign was successful, at least to the extent that
the infringer’s profits greatly exceeded the $10,000 statutory
maximuimn.'%°

Pursuant to the damage provisions of the 1976 Act,'”® a
court, confronted with the above facts, under the rubric of actual
damages and profits, could attempt an apportionment ol the de-
fendant’s profits which are auributable to the infringement.!”!
Indeed, it 1s always possible that a court, in determining what it

165 Seg, ¢.p,, Cream Records, Inc. v. Jos. Schlitz Brewing Co,, 754 F.2d 826 (9th Cir
1985); Sid & Marty Krofft Television Prods., Inc. v. McDonald's Corp., 562 F.2d 1157
(9th Cir. 1977).

166 See supra notes 146-62 and accompanymng text.

167 See, e.0., Frank Music Corp. v. Metro-Goldwyn-Mayer, Inc., 772 F.2d 505 (9th Cir
1985); Kroffi 11, 1983 Copyright L. Rep. (CCH) 1 25,572.

168 Spp 17 U.S.C. § 504(c)(2) (1982 & Supp. IV 1986) (The burden is on an infringer
to prove that he “‘was not aware and had no reason to believe that his or her acts consti-
tuted an infringement of copyright.””). The question that remains 1s when will a court
find defendant’s culpability sufficient to warrant an award greater than the §10,000 stat-
utory maximum. One court stated that, “[bjetween complete innocence and willfulness
may be a degree of fault based upon a negligent failure to ascertain whether the product
infringes a copyright, or a reckless disregard for whether there is infringement,” M.S.R.
Imports v. Greenspan Co,, 1983 Copyright L. Rep. (CCH) § 25,571, at 18,379 (E.D. Pa.
19583),

169 17 U.S.C. § 504(c)(2); see RSO Records, Tnc. v. Peri, 596 F. Supp. 849 (S.D.N.Y.
1684,

170 17 U.S.C. § 504. See supra note 3 for the textual provision.
171 See Cream Records, Inc. v. Jos. Schlitz Brewing Co., 754 F.2d 826 (9th Cir. 1985),
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considers to be a “just” damage award, would make such an ap-
portionment even though this calculation might result in ap
award that was purely speculative. However, a court, presumably
within the bounds of its discretion, would only make such a calcy-
lation to avoid awarding the potentally inadequate award of stat-
utory damages in these circumstances.'’

On the other hand, if the court (as has been assumed in (he
hypothetical case) determines that the del'c:-rlu'ianl;’s profits attrib-
utable to the infringement are too speculative,’” and denies re-
covery on this theory, the plaintff will be relegated to a statutory
damage award.

I'he statutory damage provisions of the 1976 Act severely
curtail the “discretion” of a court in determining “‘just awards.”
Regardless of how many separate acts of infringement the de-
fendant commits, the statutory award will nonetheless be within
the range of the $250 minimum and the $10,000 statutory maxi-
mum.'”* Thus, in the hypothetical case, all of the defendant’s
acts (i.e., the radio and television commercials, the newspaper
and periodical ads and the promotional items) will be considered
one infringement to which only one statutory damage award,
within the statutory minimum and maximum, will attach. Addi-
tionally, regardless of any indication at trial that either the de-
fendant’s profits or the plaintiff’s actual damages exceeded the
$10,000 maximum (although such amount cannot be calculated
with reasonable certainty), the statute only permits the court to
award up to the statutory maximum.

Although the facts of this hypothetical do not pose an open
invitation to infringe, potential infringers may be more inclined
to do so knowing that in such cases, where there is a strong likeli-
hood that the damage award will be statutory, the maximum lia-
bility to which he will be exposed is $50,000 (for _will_iui
infringement). An estimate that profits earned from infringing
will exceed $50,000, may provide enough incentive to infringe.

A possible solution Lo this problem is to statutorly permit
courts to recognize that multiple infringements exist, apply the
“time and heterogeneily”'?? tests to each infringing act and at-
tach at least a statutory minimum award to each act found not to

172 Ser infra notes 174 and accompanying text. ) .
173 Spp Sid & Marty Krofft Television Prods., Inc. v. McDonald's Corp., 1983 (,up}.-
right L. Dec., § 25,572, at 18,383 (C.D. Cal. 1983). But se¢ Cream Records, Inc. v. Jos.
Schlitz Brewing Co., 754 F.2d 826 (9th Cir. 1985)
174 17 U.S.C. § 504(c)(2)
175 See supra notes 113-22 and accompanying text.
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be a continuation of the original infringement. Application of
these tests to the hypothetical case ~vidences three possible out-
comes at which a court could arrive:

1.

a) Each of the radio and television commercials are so dif-
ferent as to constitute separate infringements. However, each
time that a commercial aired would constitute only a continua-
tion of the original infringement.'?

b) Each of the infringing newspaper and periodical adver-
tisements are unique and constituted separate infringements.
Again however, cach issue of the newspaper or periodical which
contained the infringing material would constitute a continuation
of the original infringement.!??

¢) Each different promotional item would be a separate in-
fringement, although the duplication of the items would be a
continuation of the original infringement.'”8

1.

a) The television and radio spots are so similar that for
purposes ol statutory damage calculations, all of the radio and
television commercials constitute one infringement.'”?

b) All of the newspaper and periodical ads are sufficiently
similar so as lo constitute one infringement.

¢) All of the promotional items are sufficiently similar and
therefore constitute one infringement.

I1,

a) All of the acts of infringement are sufficiently similar so
as to constitute only one infringement for purposes of statutory
damage calculations.'8?

The statutory award would depend on which outcome the
court chose. If the court in the hypothetical case chose, for ex-
ample, outcome number II, there would be three separate acts of
infringement to which would attach at least a $750 statutory
award, and a potential maximum award of $30,000.'8!

Y76 Kroffi 11, 1983 Copyright L. Dec. at 18,386-87

Y77 The Krofft 11 rationale would similarly apply in these circumstances.

78 See Krofft 11, 1983 Copyright L. Dec. ar 18,386-87,

179 Cf. RSO Records, 596 F. Supp. at 860, 863 (counterfeit records and tapes of plain-
lt"s copyrighted musical works regarded as one infringement for purposes of statutory
damages under the 1976 Act)

180 See MCA, Inc. v. Wilson, 677 F.2d 180, 187 (2d Cir. 1981) (continuous run of
defendant’s infringing show at one theatre treated as one continuing infringement),

181 Additionally, if the infringement is found willful, the maximum award would be
$150.000
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2. Recording

In RSO Records, Inc. v. Peri,'®? the defendants were manufac-
turers/packagers of photographic materials used in printing la-
bels and paper packaging for phonograph records and pre-
recorded tapes. Plaintiffs, producers/manufacturers/distributors
of sound recordings, brought an action alleging that defendants,
by producing counterfeit copies of three of plaintiff's recordings
and design materials essential to the packaging for the counter-
feited records, infringed upon thirty-five different copyrights
owned by the plaintiff."® The defendants, found lable for the
infringements, refused to provide information necessary to calcu-
late, with reasonable certainty, the profits earned by the infringe-
ment, or the damage to the plaintff resulting from the
infringements.'®** The court therefore, made available a statutory
remedy under Section 504(c)(2). Finding defendants’ infringe-
ment willful, the court awarded the statutory maximum of
$50,000 for all of the infringements for a total award of
$1,450,000,'** plus attorney’s fees.

The defendants in RSO Records were liable for pressing coun-
terfeit copies of three of plaintiff’s copyrighted musical works to
which the statutory maximum amount was awarded.'®

Today, popular music is available on long playing record al-
bums (*33s”), singles (“45s”), twelve inch dance mixes (12
inch’"), cassette tapes, 8-track tapes and compact discs (“CDs”).
A record pirate conceivably can (with the probable exception of
the CD), counterfeit all the media in which music is available to
the public.’®” In a hypothetical case, assume that a “hit” record
is counterfeited in all of the media mentioned above. Further as-
sume that not only is the recording counterfeited, but the pack-
aging necessary to render the infringed product ready for sale to
the public is counterfeited as well.'®®

182 506 F. Supp. 849 (S.D.N.Y. 1984).

183 [d. at 851,

184 74 at B62; see alse United Features Syndicate, Inc. v. Rheingold, 209 U.5.P.Q.
(BNA) 317, 318 (5.D. Fla. 1979).

185 The court did not use the multiplicity doctrine. In this case there were 35 separate
copyrights involved, w each of which attached the maximum award. RS0 Records, 596 F
Supp. at 862-64.

186 Jd. ar 863. Although plaintff was able to show from defendants’ records that de-
fendants had counterfeited approximarely 1.8 mllion records, the plaintiff could not
prove that all of the 1.8 million sales were illegitimate. The court therefore rejected
plaintiff's contention that plaintifl was entitled to the defendants’ profits resulting from
these sales, Id, at B60-61.

187 Indeed, in RSO Records, the infringers counterfeited 33's, 45's and cassettes of the
plaintifl's artists. fd. at 853.

B8 See RSO Records, 596 F. Supp. at 863,
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Application of the analysis set forth in the advertising hypo-
thetical'® yields similar results. Here, each of the different coun-
terfeited media can be considered separate infringements for
purposes of computing statutory damages.' Sales from each of
the different media are targeted for different markets, with large
sums of profits earned from the sales of each different medium.
To deter future infringement and ensure adequate compensation
for the prevailing plaintiff, courts should be permitted to apply
the time and heterogeneity'?! tests to determine that each differ-
ent counterfeited media constitutes a separate infringement.
T'hus, if it is clear from the evidence at trial, that although the
infringer’s profits gained from the infringement are not ascer-
tainable with reasonable certainty, and the amount exceeds even
the $50,000 statutory maximum for willful infringement, courts,
by finding each medium a separate infringement, can both more
adequately compensate the plaintiff and deter future infringe-
ment. Given the enormous profits which can be earned by record
pirating, an infringer will be less inclined to infringe knowing
that he may be exposed to liability well in excess of his potential
profits.

3. Syndication of Fictional Characters

In United Features Syndicale, Inc. v. Rheingold ;*** the court held
the defendant liable for selling wholesale quantities of unauthor-
ized iron-on heat transfers of plaintiff’s copyrighted PEANUTS
characters.'®® Since the defendant prevented the plaintiff from
establishing the amount of defendant’s sales of the unauthorized
PEANUTS characters,'?* the plaintiff clected a statutory damage
remedy and was awarded $8,000 per infringement.'??

Syndicated characters, such as the PEANUTS characters, are

189 See supra notes 165-81 and accompanying text.

190 That is, the 33, 45, and 12 inch records, cassettes and B-track tapes, and compact
discs can each constitute separate infringements for statutory damage calculations.

191 See supra notes 113-22 and accompanying text.

192 209 U.5.P.Q), (BNA) 317 (5.D. Fla. 1979),

193 Id. at 318, see also United Features Syndicate, Inc. v. Spree, Inc., 600 F, Supp. 1242
(ED. Mich. 1984) (defendants liable for violating owner's copyrights in cartoon
characters).

194 United Features Syndicate, 209 U.S5.P.Q, at 318; se¢ also RSO Records, 596 F. Supp. at
862,

195 Inited Feature Syndicate, 209 U.SP.Q. at 319. It 1s unclear from the opinion
whether “per infringement” refers to separate acts of infringement of a single copy-
righted work, or whether the court found that wwo different copyrighted works were
infringed to which an §8,000 award atached regardless of how many acts of infringe-
ment. For purposes of illustration, this Note assumes that the court found that two
works were infringed upon to which an $8,000 statutory award auached regardless of
how many infringing acts the defendant committed.
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very lucrative copyrighted works. Indeed, the success of the
PEANUTS characters has helped launch the carcers of many
other successful cartoon characters.'”® These characters are cre-
ated with the hopes of earning large revenues from the sales of
products bearing the character’s likeness.

For purposes of analysis, assume a hypothetical case based
on the facts of United Features Syndicate, except that only one copy-
righted work was infringed. Further assume that in addition to
the heat transfers, the defendant infringingly reproduced the
character’s likeness on other products, and also used the charac-
ter in an advertising campaign to promote the store in which he
sells the other infringing items. If these additional acts of in-
fringement occurred in United Features Syndicate, the court, pursu-
ant to the 1976 Act’s statutory damage provisions, could only
increase the statutory award by $2,000,'°7 even though, by these
additional acts, the defendant earned profits in excess of the
$2,000. It appears that the defendant benefits by committing ad-
ditional acts of infringement. Recognizing that the difficulty of
proving willful infringement will likely limit statutory liability to
$10,000, an infringer, to maximize profits, will maximize his use
of the infringing material.

However, a court, permitted to attach at least a statutory
minimum award to each separate act of infringement, could deter
further infringement. Application of the “time and heterogene-
ity "'%" tests would evidence at least three separate acts of in-
fringement to which at least a statutory minimum would
attach.'?? Use of these tests would allow the court to exceed the
$10,000 statutory maximum if it determined such an award was
“Just.” An infringer will be less likely to infringe in the face of
potential liability in excess of $30,000.

196 Examples of these successful syndicated characters are many. In addition (o the
PEANUTS characters promoting Metropolitan Life Insurance, GARFIELD, the cat with
the hulging eyes and anthropomorphic character, has leaped from the newspaper’s
comic strip o promote a chain of hotels. Additionally, the PINK PANTHER promates
the sales of fiberglass insulation.

197 Since the court awarded $8,000 for the infringing reproduction of the characters
on the heat transfers, it is reasonable Lo assume that the court would increase the award
upon finding additional acts of infringement. However, with only a $10,000 statutory
maximum possible, 17 U.S.C. § 504(c)(1), the court could, at most, only increase the
award by $2,000.

Y98 See supra notes 118-22 and accompanying text.

199 The original heat transfer infringement, the infringing reproduction of the charac-
ter on other products and the infringing advertising campaign each constitute a separate
act of infringement.
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B. Legislative Proposal

A possible solution would be to amend the statutory damage
provisions of the 1976 Act to permit courts to award statutory
minimums for multiple infringements of copyrighted works.
Courts should be allowed to apply the “time and heterogeneity”
tests to distinguish between continuous infringements, to which
only one statutory minimum award would attach, and multiple
acts of infringements, for which a statutory minimum award
would attach to each.

Distinguishing “continuous” from “multiple” infringing acts
requires distinguishing between infringing “acts” and infringing
“transactions.” Each infringing “transaction” would constitute
an act of infringement to which a statutory minimum award
would attach. An infringing “transaction” gives rise to one
unique act of infringement. Infringing ‘“acts” are continuing
manifestations of the infringing “transaction.” Thus, the crea-
tion of an infringing television commercial would constitute an
infringing “transaction”, whereas each broadcast of that com-
mercial would be a continuing infringing “act.” The original re-
production of an infringing photograph in a newspaper or
perodical would constitute an infringing “transaction”, whereas
each marginal unit produced thereafter would constitute contin-
uous infringing “acts.”” In his treatise, Professor Nimmer distin-
guishes between infringing “transactions,” and continuous acts
of infringement:

“What factual grouping constitutes a ‘transaction,’ and
what groupings constitute a ‘series,” [of infringing acts] are to
be determined pragmatically, giving weight to such considera-
tions as whether the facts are related in time, space, origin, or
moltivation, whether they form a convenient trial unit, and
whether their treatment as a unit conforms to the parties’ ex-
pectations or business understanding or usage.'">*

Thus, if a court, in employing the “time and heterogeneity”
tests to various acts of infringement by the defendant, found that
such infringements were so dissimilar as to constitute distinct in-
fringing transactions, it would still be bound by the statutory mini-
mum and maximum awards vis-a-vis each infringing transaction.
Nonetheless, the court would be able to exceed that amount to
reach an award it considered “‘just” by adding together the statutory

200 5 NIMMER, supra note 5, § 14.04[E], at 14-42.2 10 14-42.3 (quoting RESTATEMENT
(SEconD) oF JunGMents § 61(2) (Tent. Draft No. 1, 1973).
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awards attached to each infringing “‘transaction.” On the othey
hand, each continuing “act” of inlringement would not give rise tg
additional statutory minimum awards.

VI. CONCLUSION

This Note illustrates the potential inadequacy of a statutory
damage remedy under the 1976 Copyright Act when both plain'_
tiff 's actual damages and defendant’s profits attributable to the
infringement are unascertainable and the infringer’s actions con-
stitute multiple infringing “transactions.” In such cases, where a
prevailing plaintiff is relegated to a statutory damage remedy, it
is not unlikely that either the plaintiff's damages or the defend-
ant’s profits considerably exceed the maximum statutory award
permissible. This scenario invites infringement. Prospective in-
fringers may take the risk, recognizing that the maximum liability
to which they will be exposed is one statutory maximum award.

To further the goals of the 1976 Copyright Act, courts
should be statutorily permitted to recognize the multiplicity doc-
trine. The 1976 Act, as did the 1909 Act, gives courts broad dis-
cretionary power in determining statutory damage awards.
Courts have not abused this power in the past. And, exorbitant
statutory damage awards stemming from multiple infringements
such as were feared when revision of the copyright law was pro-
posed, have never materialized. There i1s no reason to believe
that by permitting the courts to employ the “(ime and heteroge-
neity” tests to multiple infringing *“‘transactions,” they will abuse
this enhanced discretionary power. Indeed, application of the
time and heterogeneity tests will further the goals of the Copy-
right Act—compensation for harm done and deterrence of future
infringement.

Peter Thea

COPYRIGHT INFRINGEMENT SUITS AGAINST
STATES: IS THE ELEVENTH AMENDMENT
A VALID DEFENSE?

[. INTRODUCTION

The eleventh amendment' and the issue of state sovereign
immunity? has been aggressively debated by the Justices of the
Supreme Court since 1985.% Four justices have seriously ques-
tioned the foundation, scope and jurisprudence of the eleventh
amendment, which was enacted in 1793—almost 200 years ago.®
The same four justices also doubt the existence of the doctrine of
state sovereign immunity in American law.> The other justices
continue to support these doctrines and have repeatedly denied
plaintiffs remedies against states in various circumstances.®

The issue of whether states can be sued for copyright n-
fringement in federal court is important in light of the wide vari-
ety of authors, artists and inventors who could have their
copyrighted works infringed by the states, state ofhcials and

I The eleventh amendment states that “[t]he Judicial power of the United States
shall not be construed to extend to any suit in law or equity, commenced or prosecuted
against one of the United States by Citizens of another State, or by Citizens or Subjects
of any Foreign State.” 1.8, Const, amend. XL

2 For an historical analysis of sovereign immunity, se¢ mfra notes 34-51 and accom-
panying text. See also Jaffe, Swits Against Governments and Officers: Sovevesgn Immuntty, 77
Harv, L. Rev. 1 (1963); Pugh, Historical Approach (o the Doclrine of Sovereign Tmmumity, 13
La. L. Rev. 476 (1958); Tribe, Intergovernmental I'mmunifies in Lihigation, Taxation, and Regu-
lation: Separanon of Powers Issues in Controversies about Federalsm, 89 Hawrv. L. Rev. 682
(1976).

3 See Welch v. Texas Dep't of Highways and Pub. Transp., 107 §. CL. 2941 (1987);
Papasan v, Allain, 478 U.S, 265 (1986); Green v. Mansour, 474 U.S. 64 (1985);: Aras-
cadero State Hosp, v. Scanlon, 473 U.S. 284 (1985). In all of these cases, Justice Bren-
nan led the dissenting opinions which question the validity of sovereign immunity and
the eleventh amendment jurisprudence.

1 Justices Brennan, Marshall, Blackmun, and Stevens have consistently supported
this position. For a discussion of their arguments, see mfra notes 72-117 and accompa
nying text.

5 Justice Brennan strongly advocates that “[ilf the [sovereign immunity] doctrine
were required by the structure of the tederal system created by the Framers, [he] could
accept it. Yet the current doctrine intrudes on the ideal of liberty under law by protect-
ing the States from the consequences of their illegal conduct.” Weleh, 107 5. Cr. at 2970

6 Justices Rehnguist, White, O’Connor and Scalia currently support this position
Weleh, 107 8. Gt. at 2942, Justice Powell, who sided with these justices, retired and has
been replaced by Justice Kennedy. Justice Kennedy could he a pivotal vote since some
conservatives do not view him as conservative as President Reagan's previous appoint-
ments—Justices O'Connor and Scalia. Other scholars have stated that Justice Kennedy's
opinions are similar to Justice Powell's, N.Y. Times, Nov. 12, 1987, at B10, col. 3.
Thus, the Court’s present composition portends an uncertain future tor copyright suis
against states. For a discussion of how the composition of the Court affected previous
suits against states, see mfra notes 71-117 and accompanying text,

501




